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PREFACE. 



The object of this book is to present in as concise 
a form as possible the whole of the law relating to 
letters patent for inventions, and such matters of 
practice as relate particularly to patent grants. 

The author believes that the text refers to all the 
reported cases which are now of any importance. It 
contains no reference to matters and cases which are 
of historical interest only. 

As the decisions concerning grants of compulsory 
licences under section 22 of the Patents Act, 1888 — now 
repealed — will, it is conceived, be of little or no value, 
as authorities, under the Act of 1902, they are not 
here referred to. 

Although the author has spared no pains to prevent 

defects and errors, he does not venture to think that 

the book is altogether free from these. Whatever its 

shortcomings, he hopes that the treatise may be found 

useful by members of the legal profession and others 

interested in the subject-matter. 

V.N. 

4, Nsw Squabb, Lincoln's Inn, 
September, 1904. 
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LETTERS PATENT FOE INVENTIONS. 



CHAPTER I. 
Subjbct-Matteb of Lbttbbs Patbnt. 

THB STATOTE OF MONOPOLIES— AS TO WHAT IS A " MAN OF AC- 
TUBE " — IMPBOVKMBNTS — COMBINATIONS — PBOCESSES— PBIN- 
CIPLB8—PB0DU0TS— NOVELTY— UTILITY— INVENTION. 

Thb Bobject-matter of letters patent for inventions entirely 
depends upon the Statute of Monopolies (21 Jac. I. c. 8). 

S. 6 of the Act — ^the all-important section in connection with 
patent grants — preserves the prerogative of the Grown to grant 
letters patent for inventions in the case only of '^ any manner of 
new manufactures within this realm to the true and first inventor 
and inventors of such manufactures, which others at the time of 
making such letters patent and grants shall not use, so as also they 
be not contrary to the law nor mischievous to the State by 
raising prices of commodities at home, or hurt of trade, or 
generally inconvenient." 

The subject-matter of letters patent must therefore be a 
*' manufacture " ; and that manufacture must be new (see p. 7, 
infra) ^ useful (see p. 16, infra) ^ and have involved ingenuity of 
invention (see p. 20, infra). Further, it must not be contrary to 
law, nor mischievous to the State by raising the prices of 
commodities at home, or hurt of trade, or generally inconvenient. 

As TO What is a "Manufacture." 

It is impossible to lay down an abstract definition of all that 
the term '' manufacture" may import (see per Lopes, L.J., in 
Blakey v. Latham (1889) 6 R. P. C. at p. 189). By the large 
interpretation given to the word, '' it not only comprehends pro- 
ductions, but it also comprehends the means of producing them. 
Therefore, in addition to the thing produced, it will comprehend 

L.P. B 
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2 SUBJECT-MATTEK. 

a new machine, or a new eombination of machinery ; it will 
comprehend a new process, or an improvement of an old 
process " (per Lord Westbury, L.C., in RdUton v. Smith (1865) 
11 H. L. G. at p. 246). The term also includes applied prin- 
ciples (see p. 6, infra), and applications of old things to new 
uses (see p. 24, infra). But the thing produced must, it seems, 
be a vendible article (see per Heath, J., in Botdton v. BuU (1795) 
2 H. Bl. at p. 482). And a valid patent cannot be granted for a 
thing to be used for an illegal purpose (see p. 1, supra) ; but no 
objection can be taken to the validity of a patent on the ground 
that it was applied for merely to evade the provisions of a 
statute (see Re Vaisey'a Patent (1894) 11 R. P. C. at p. 598). 

Improvements. — The term '' manufacture " includes an 
improvement on a known machine ; indeed, as was pointed out 
by Lord Mansfield in Morris v. Bransom (1776) 1 W. P. C. 51, 
if there could be no patent for an improvement, almost every 
patent could be revoked. 

The improvement need not be great ; ''it is sufficient if it is 
an improvement at all " (per Alderson, B., in Morgan v. Seaward 

(1886) 1 W- P. C. at p. 172; Edison v. Woodhouse (1887) 
4 R. P. C. at pp. 92, 98 ; Moser v. Marsden (1898) 10 R. P. C- 
at p. 858). But the improvement must have involved the 
exercise of ingenuity or invention (Carter v. Leyson (1902) 19 
R. P. C. at pp. 477, 478 ; and see p. 20, infra). 

An improvement on a machine or process may be by way of 
an addition thereto (Morris v. Bransom (1776) 1 W. P. C. 51) or 
of an omission therefrom (Arnold v. Bradbury (1871) 6 Ch. at 
p. 714 ; RusseU v. CowUy (1885) 1 W. P. C. at p. 469). Mere 
change of size of a part of a combination may constitute an 
improvement sufficient to support a patent (Edison v. Woodhouse 

(1887) 4 R. P. C. at p. 92 ; Moss v. Malings (1886) 8 R. P. C. at 
pp. 878, 879 ; cf. Beavis v. Rylands (1900) 17 R. P. C. at p. 712). 
And there may be a patent for an improved mechanical equiva- 
lent of an old thing (see per Lord Halsbury, L.G., in Vickers v. 
SiddeU (1890) 7 R. P. C. at p. 808 ; Thomson v. American 
Braided Co. (1889) 6 R. P. C. 518). 

An improved thing produced by a new and ingenious application 
of a known contrivance to an old thing is a *' manner of new 
manufacture " within the meaning of the statute (per Lindley, 
L.J., in Gadd v. Mayor of Manchester (1892) 9 R. P. C. at p. 524 ; 
and see per Romer, J., in Adamunt Stone Co. v. Corpn. of 
Liverpool (1897) 14 R. P. C. at p. 21). See, further, p. 24, infra. 
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The discoverer of an improvement must, in his claim, strictly 
confine himself to the improvement ; if he claims the machine 
or process upon which he has improved, he will invalidate his 
grant (Minter v. Mower (1885) 1 W. P. C. at p. 142 ; and see 
p. 74, infra). And if the patentee's invention consists of an 
improvement upon a machine for which a patent exists, the use 
ot the improvement with the former invention, daring the 
existence of the former patent, without licence, will be an 
infringement of the former patent (see p. 160, infra). 

As to the amount of invention necessary in order to support a 
patent for an improvement, see pp. 20 — 24, infra. 

CombinationB. — A new combination of old materials is a 
'' manufacture " within the Statute of Monopolies, if ''the 
result produced by such a combination is either a new article, 
or a better article, or a cheaper article to the public, than that 
produced before by the old method " {per Tindal, G.J., in Crane 
V. Pnce (1842) 1 W- P. C. at p. 409 ; and see per Bacon, V.-C, 
in Murray v. Clayton (1872) 7 Gh. at p. 677, n.). But a patentee 
cannot make a combination within the meaning of the patent 
law by calling it a combination. A combination, in point of 
law, must be a combination which is both new and useful (see 
per Grove, J., in BamleU v. Picksley (1876) Griff. P. C. 
at p. 44). 

A patent may be good for combination, although when it is 
taken to pieces there is not one single part of the process or of 
the machinery called into use to create that combination which 
is new in itself {per Pollock, B., in Davi$ v. Fddman (1884) 
1 B. P. G. at p. 14, affirmed, on appeal, at p. 198). A claim for 
a combination is not a claim that each part thereof is new. '' On 
the contrary, each part may be old, and yet a new and useful 
combination of such old parts may be valid, as has been often 
decided " {per Lord Campbell, C.J., in Lieter v. Leather (1868) 
8 E. & B. at p. 1017 ; and see Vickers v. SiddeU (1890) 7 
R. P. C. at p. 804 ; iMcas v. MiUer (1900) 17 E. P. C, at 
p. 171). 

Where a combination consists of parts, some of which are old 
and some are new, the inventor may claim not only the combi- 
nation as a whole, but also each new part (see pp. 76, 76, infra). 
Where all the parts are old, the inventor must clearly show that 
it is in respect of the new combination, and of that only, he 
seeks protection (see p. 76, infra). 

A combination, to be the subject of a valid patent, must have 

B 2 
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4 SUBJECT-MATTER. 

involved ingenuity or invention in its production. If it was 
obvious, the patent cannot be supported. But the amount of 
invention involved need not be great. '' Where a slight altera- 
tion in a combination turns that which was practically useless 
before into that which is very useful and very important, Judges 
have considered that, though the invention was small, yet the 
result was so great as fairly to be the subject of a patent " (per 
Jessel, M.R., in Hinks v. Safety Co. (1876) 4 C. D. at pp. 615, 616). 
See, further, p. 21, infra. 

Where the use of soap and water in the process of felting was 
known, and the use of rollers was also known, a patent for the use 
of soap and water in conjunction with rollers was held to be good 
subject-matter for a patent (Alien v. Rawson (1845) 1 G. B. 551). 
And where the shearing of cloth from list to list by shears was 
known, and the shearing it from end to end by means of rotary 
cutters was also known, a patent for a machine to shear from 
list to list by means of rotary cutters was held to be patentable. 
(Lewis V. Davis (1829) 1 W. P. C. 488). In Hinks v. Safety Co. 
( (1876) 4 G. D. at p. 615), Jessel, M.B., considered that the sub- 
stitution in a lamp of a round wick for a flat wick was sufficient 
to support a patent. For further examples of patents for com- 
binations upheld where only slight alterations have been made, 
see Fawcett v. Homan (1896) 18 R. P. C. 898 ; Goddard v. Lyon 
(1894) 11 R. P. C. 854 ; Birch v. Harrap (1896) 18 R. P. C. 615 ; 
Bunge v. Higginbottom (1902) 19 R. P. C. 187 ; Edison v. Wood- 
hotise (1887) 4 R. P. C. 79 ; Moss v. Malings (1886) 8 R. P. C. 
878 ; Vickers v. SiddeU (1890) 7 R. P. C. 292 ; Thomson v. 
American Braided Co. (1889) 6 R. P. C. 518 ; and see pp. 20—24, 
infra. 

Processes. — It is now well settled that the term *' manufac- 
ture " includes a process (Gibson v. Brand (1842) 1 W. P. C. at 
pp. 688, 688). The term may mean the machine when com- 
pleted or the mode of constructing the machine (per Parke, B., 
in Morgan v. Seaward (1887) 1 W. P. C. at p. 198). It includes 
both process and result (per Coleridge, J., in Btish v. Fox (1854) 
Macr. P. C. at p. 176). And see per Pollock, C.B., in Stevens v. 
Keating (1847) 2 W. P. C. at p. 182. 

You may have a good claim for a process, even though the 
process is made up of a combination of perfectly well-known steps, 
provided the result is to arrive at a new article, or a better 
article, or a cheaper article (see per Yaughan Williams, L.J., in 
Kopp V. Rosenwald (1908) 20 R. P. C. at p. 159 ; and see Crane v. 
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Price (1842) 1 W. P. G. at p. 409). The omission of a step in 
some known process may constitate patentable subject-matter 
(BusseUv. Cowley (1885) 1 W. P. C. at p. 469.) 

In Booth V. Kennard ((1856) 26 L. J. Ex. 28), the patentee 
claimed for making gas '' direct from seeds and matters therein 
named . . . instead of making it from the oils, resins, or gums, 
previously extracted from such substances " ; and the Court held, 
assuming the invention to be new, it was good subject-matter for 
a patent. The patent was subsequently avoided for want of 
novelty (p. 805). In Hills v. London Gas Light Co. ((I860) 29 
L. J. Ex. 409), the invention consisted in the purification of coal 
gas by means of hydrated or precipitated oxides of iron, and also 
a process whereby the materials so used were to be re-oxidized, 
and thus renewed for use, and the patent was supported. For 
further examples of patents for processes which have been 
supported, see Benno Jaffi v. Bichardson (1894) 11 B. P. G. 98 ; 
HcUl V. Jarvis (1822) 1 W. P. G. 100; BusseU v. Cowley (1885) 
1 W. P. G. 468 ; Badische v. Dawson (1889) 6 R. P. G. 387 ; 
British Vacuum Co. v. Suction Cleaners (1904) 21 R. P. G. 808. 

The specification of a patent for a process must point out the 
mode by which the process is to be performed, so as to accom- 
plish the object in view ; if it does not, it will be a statement of 
a principle only, and the patent will be bad {BoviU v. Keyworth 
(1857) 7 E. & B. at p. 785 ; HiUs v. London Gas Co. (1860) 29 
L. J. Ex. at p. 424; NeiUon v. Harford (1841) 1 W. P. G. at 
p. 855; see, further, p. 6, infra). And it must indicate the 
essence of the invention (see Kopp v. Rosenwaid (1908) 20 
R. P. G. 154), and be more than a mere '' prescription" (see 
Kopp V. Bosenwald, supra, at p. 160). 

The process to support a patent must, of course, be distinct 
from and not merely a colourable imitation of another. But 
'' although one man has obtained a patent for a given object, 
there are many modes still open for other men of ingenuity to 
obtain a patent for the same object ; there may be many roads 
leading to one place, and if a man has, by dint of his own genius 
and discovery, after a patent has been obtained, been able to give 
to the public, without reference to the former one, or borrowing 
from the former one, a new and superior mode of arriving at the 
same end, there can be no objection to his taking out a patent 
for that purpose " {per Tindal, G.J., in Walton v. Potter (1841) 1 
W. P. G. at pp. 590, 591 ; and see p€r Lord Westbury in Curtis 
V. PlaU (1864) 8 G. D. 189, n. ; Thomson v. Moore (1890) 7 
R. P. G. at p. 882.) 
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Principles. — ^No mere philosophical or abstract principle can 
answer to the word ** manufacture." Something of a corporeal 
and substantial nature — something that can be made by man 
from the matters subjected to his art and skill, or at the least 
some new mode of employing practically his art and skill — is 
requisite to satisfy this word {per Abbott, C.J., in R. v. Wheeler 
(1819) 2 B. & Aid. at p. 850). 

A principle, per se, cannot, therefore, be the subject of a valid 
patent (semper Alderson, B., in Jupe v. Pratt (1887) 1 W. P. C. 
at p. 146 ; per Lord Halsbury, L.C., in Pneumatic Tyre Co. v. 
Tvheless Tyre (1899) 16 R. P. C. at p. 79). But you may take 
out a patent for a principle coupled with a mode of carrying the 
principle into effect {per Alderson, B*, in Jupe v. Pratt^ supra ; 
and see per Clerk Hope, L.J., in HousehUl v. Neilson (1848) 1 
W. P. C. at p. 688 ; per Cotton, L. J., in Automatic Weighing Co. 
V. Knight (1889) 6 R. P. C. at p. 804 ; per Lord Davey in Cham- 
berlain V. Mayor of Bradford (1908) 20 R. P. C. at p. 684 ; 
Ashworth v. English Card Co. (1908) 20 R. P. C. at p. 797 ; 
Edison-Bell v. Smith (1894) 11 R. P. C. at pp. 897, 898.) 

** I take the distinction," said Alderson, B., in Neilson v. Har- 
ford (1841) 1 W. P. C. at p. 842, " between a patent for a principle, 
and a patent which can be supported, is, that you must have 
an embodiment of the principle in some practical mode described 
in the specification of carrying the principle into actual effect, 
and then you take out your patent, not for the principle, but 
for the mode of carrying the principle into effect." The same 
learned Judge in Jupe v. Pratt (1 W. P. C. at p. 146), said 
that when you have invented a mode of carrying a principle into 
effect, you are entitled to protect yourself from all othei- modes 
of carrying the same principle into effect. But, as was pointed 
out by Cotton, L. J., in Automatic Weighing Co. v. Knight ( (1889) 
6 R. P. C. at p. 804), this expression was used by Baron Alderson 
during the discussion, and probably did not express his full 
opinion. " Tou can prevent anyone from using the same method 
of carrying that principle into effect, and you can prevent anyone 
from using only the same thing with a colourable difference" 
{per Cotton, L. J., ibid.). But you cannot prevent others carrying 
the principle into effect by substantially different means; see 
p. 168, infra. 

A claim to every mode of carrying a principle into effect 
amounts to a claim to a principle; for ''there is no difference 
between a principle to be carried into effect in any way you will, 
and claiming the principle itself " (per Alderson, B., in Neilson 
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V. Harford (1841) 1 W. P. C. at p. 856 ; Automatic Weighing 
Co. V. Knight (1889) 6 R. P, C. at p. 808 ; cf. Edison^Bell v. 
Smith (1894) 11 R. P. C. 889). 

Although a principle, as distinct from the machine by which 
it is proposed to be applied, cannot be the subject of a patent, 
the consideration of the principle sought to be so applied may be 
material in determining the essence of the invention {Thomson 
Y. Moore (1889) 6 R. P. C- at p. 450 ; (1890) 7 R. P. C. 825). 

Prodaots, — A product, per se, cannot, it is conceived, form the 
subject of a valid grant — that is to say, a product cannot be 
patented apart from the mode of producing it (see Kopp v. Rosen- 
wold (1902) 19 R. P. C. 205; (1908) 20 R. P. C. 154) any more 
than a principle can be patented apart from a mode of carrying 
the principle into effect. 

Novelty. 

The Statute of Monopolies exempts only letters patent for new 
manufactures granted to the true and first inventor (see p. 1, 
supra). Hence, the subject-matter of a patent must be new. 

The Cionaideration for the Orant is the Novelty of all. — And 

as the consideration for the grant is the novelty of all (see per 
Parke, B. in Morgan v. Seaward (1887) 1 W. P. C. at p. 196), if 
anything claimed turns out to be old the whole grant will be 
void {Morgan v. Seaward, supra ; Roberts v. Heywood (1879) 27 
W. R. 454 ; Murchland v. Nicholson (1898) 10 R. P. C. 417 ; 
Cassell Co. v. Cyanide Syndicate (1895) 12 R. P. C. 282 ; Wilson 
V. WiUon (1908) 20 R. P. C. 1). See, further, p. 74, infra. 

BlTeot of Prior Publioation op User Abroad. — The norelty 
of an invention will be defeated by proving prior publication or 
prior user. But as the Statute of Monopolies only refers to 
manufactures new '^ within this realm" (see p. 1, supra), prior 
publication or user in a foreign country will not affect the validity 
of a patent {RoUs v. Isaacs (1881) 19 G. D. at p. 275). 

Such of the colonies as are themselves empowered to grant 
patents for inventions are not considered within the realm ; and 
an invention already published there may form the subject of a 
valid British patent {RoUs v. Isaacs, supra). Whether the use 
of an invention in any of the colonies not so empowered would 
invalidate subsequent letters patent for the same invention 
taken out at home, qtum-e (see Brown v. Annandide (1842) 1 
W. P. C. 488). 
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Prior Pvhlication. 

The publication of a machine or process, within the realm, in a 
book {Steady. WiUiama (1844) 2 W. P. C. at p. 142; HousehiU v- 
Neilson (1848) 1 W. P. C.718, n.), or a specification (Jones v. Berger 
(1848) 1 W. P. C. at p. 550; Harris v. Rothwell (1887) 4 R. P, C. 
225), or any other work or document (see Rucker v. London Electric 
Corpn. (1900) 17 B. P. G. at p. 288), will invalidate a subsequent 
grant of letters patent for that machine or process, although the 
machine or process was never actually put in use prior to the 
date of the grant {Stead v. WUliams (1844) 2 W. P. C. 161 ; 
Patterson v. Gas Light Co. (1877) 8 A. C. at p. 244). 

Publioation in Foreign Language. — The fact that the prior 
description was in German {Harris v. Rothwell (1887) 4 R. P. C. 
225 ; Rucker v. London Electric Corpn. (1900) 17 R. P. C. 
at p. 295), or French {Lang v. Gisbome (1862) 81 Beav. 188; 
Pickard v. Prescott (1892) 9 R. P. C. 195), or any other 
language commonly known in this country {Harris v. RothweUy 
supra, at p. 282), makes no difference. 

Publication by FroYisional Speoifications. — As provisional 
specifications which are abandoned are not published (see p. 86, 
infra), the abandonment of a provisional specification does not 
amount to publication (see Oxley v. Hold^n (1860) 8 C. B. (N. S.) 
at p. 708 ; Lister v. Norton (1886) 8 R. P. C. at p. 206). But 
when published, a provisional specification may be a sufficient 
anticipation of a subsequent patent {Lawrence v. Perry <& Co. 
(1885) 2 B. P. C. at p. 187). 

Effect of 8. 1 of the Patents Act, 1902. — So soon as the Board 
of Trade direct that s. 1 of the Patents Act, 1902, is to come 
into operation, an invention covered by any patent granted on an 
application to which s. 1 of the Act applies, will '* not be deemed 
to have been anticipated by reason only of its publication in a 
specification deposited pursuant to an application made in the 
United Kingdom not less theLH Jifty years before the date of the 
application for a patent therefor, or of its publication in a 
provisional specification of any date not followed by a complete 
specification '' (s. 2). 

Publication a Question of Fact. — The specification of a prior 
patent must, of necessity, be considered as a publication {Hill v. 
Evans (1862) 4 De G. F. & J. at p. 800 ; Defries v. Sherwood 
(1897) 14 B. P. G. at p. 819). In other cases the question of 
publication is one of fact. Each case must depend upon its own 
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eircumstanceB ; and the effect, extent, and operation of the 
document by which the invention is alleged to be communicated 
to the public, so as to anticipate the invention of the person 
taking out letters patent for the invention, vary infiniiiely as the 
facts must vary (see per Lord Halsbury, L.C., in Pickard v. 
PrescoU (1892) 9 R. P. C. at pp. 2(X), 201). The existence of a 
single copy of a work, though printed, brought from a depository 
where it has long been kept in a state of obscurity, would afford 
a very different inference from the production of an encyclo- 
psBdia, or other work in general circulation {per Tindal, G.J., in 
Stead V. WiUiams (1844) 2 W. P. C. at p. 148). 

Publioation need not be a Matter of Common Knowledge. — 

The publication need not be a matter of common knowledge ; it 
is sufficient to invalidate a subsequent patent if it is a matter of 
public knowledge (see per Lindley, L.J., in Savage v. Harris 
(1896) 18 B. P. G. at p. 867). If the invention is described in 
a document which has been previously accessible to the public, 
the patent will be bad, although it is not shown that the docu- 
ment has ever been actually consulted {United Horse Nail Co. 
V. Stewart (1885) 2 R. P. 0. at p. 188 ; Harris v. RothweU (1887) 
4 R P. C. at p. 280). 

Documents in Public Libiuribs. — If a document containing 
a description of the subject of a patent has been deposited, 
prior to the date of the patent, in the Patent Office Library 
{United Horse Nail Co. v. Stewart (1885) 2 R. P. C. at p. 188 ; 
Harris v. RothweU (1887) 4 R. P. C. 225 ; United Telephone 
Co. V. Harrison (1882) 21 C. D. 720 ; Rucker v. Elective Corpn. 
(1900) 17 R. P. C. at p. 295), or in any other place to which 
the public are admitted, and to which persons in search of 
information on the subject to which the patent relates would 
naturally go for information {Hams v. RothweU (1887) 4 R. P. C. 
225), the patent will be void. In the case of Rucker v. Electric 
Corpn.f supra, the fact that a paper containing a description 
of a patented arrangement was laid on the table of the public 
reading room in the Patent Office two days prior to the date of 
the patent, was held to invalidate the grant. 

But in some cases, although a document may have been 
deposited in the Patent Office Library, or some other public 
place, the proper inference, in the absence of proof to the con- 
trary, is, that nobody ever did see it there, e.g., where it has 
been placed on a shelf in a private room in the Patent Office and 
not catalogued {Plimpton v. Malcolmson (1876) 8 C. D. at pp. 
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566, 567) » or in an inner room at the British Museum {Otto v. 
Steel (1886) 8 R. P. C. at pp. 112, 118, 114), or even in a room 
at the Patent Office open to the public, if it has not been entered 
in the catalogue (Plimpton v. Spiller (1877) 6 C. D. 412 ; but it 
was not strictly proved, in this case, that the volume relied upon 
was ever accessible to the public). 

Sales Need not be Shown. — Once a book has been printed 
and offered for sale, it is not necessary to prove that a single 
copy has ever been sold. *' A publication takes place," said 
Lord Romilly, in Lang v. Gi^bome ((1862) 81 Beav. at p. 185), 
** when the inventor of any new discovery, either by himself or 
by his agents, makes a written description of it, and prints 
it in a book and sends it to a bookseller's to be published in 
this country. I am of the opinion that it is not at all necessary 
to establish the fact that one volume of that book has been sold, 
for I think that as soon as an inventor informs the public of 
what his invention consists, and prints it in a book which he 
sends to a publisher to sell, from the moment that the book is 
exposed for sale in the bookseller's shop, there becomes, in point 
of law, a complete publication of the invention." But this must 
not be taken to mean that where only one volume is sent to a 
bookseller and exposed for sale by him, that a publication has 
taken place. '' Suppose the bookseller had put one volume in 
his shop window as exposed for sale for one day, and the next 
day, by direction of the author, destroyed all the volumes, that 
would not do, and I do not think that Lord Bomilly intended 
that it would" (per Jessel, M.R., in Plimpton v. Malcolmson 
(1876) 8 C. D. at p. 562). Lord Bomilly's observations are to 
be read in this sense : '' that, if a man publishes a book — that is, 
a large number of copies — and sends them to booksellers for sale, 
and they are, for a reasonable time, exposed in the window, so 
that you may infer the people have known and seen them, and 
may reasonably so infer, though you do not prove one has been 
sold — if the other side cannot prove that one has not been sold, 
you may reasonably infer that some of those books have been 
sold " {per Jessel, M.B., in Plimpton v. Malcolmson^ supra). 

Official Documents. — ^Where the description of an invention 
is contained in a document the contents of which are disclosed 
to public officers, who cannot keep it secret without a breach 
of duty, the document is public property from the time the 
public officers know of it {Patterson v. Oa$ Light Co. (1877) 
8 A. G. 289). 
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The Prior DeaoriptioiL — ^A prior publication will not invalidate 
a patent unless it has imparted such information as will enable 
anyone working upon it to reckon with confidence on the result 
(see per Lord Chelmsford in Beits y. NeiUon (1868) 8 Gh. at p. 
485, ejiiper Lord Calonsay (1871) L. R. 5 H, L. at p. 24). Putting 
a man on the road to a place is not the same thing as taking 
him there {see per Lord Westbury in Hill v. Evans (1862) 4 De G. 
F. & J. at pp. 801, 802). " The description in the book must 
be equivalent to a specification" {per Jessel, M.B., in Plimpton v. 
Malcolmson (1876) 8 G. D. at p. 568 ; but see infra). 

Hence, a mere suggestion is not sufficient. All patents, 
almost, are suggested by something. It very seldom comes into 
the head of any man to do a thing without something or other 
suggesting the idea to him to do it (see per Lord Goleridge, G. J., 
in American Braided Co, v. Thomson (1888) 5 E. P. G. at p. 120.) 
The antecedent statement must be such that a person of ordinary 
knowledge of the subject would at once perceive, understand, and 
be able practically to apply the discovery without the necessity 
of making further experiments and gaining further information 
before the invention can be made useful. If something remains 
to be ascertained which is necessary for the useful application 
of the discovery, that affords sufficient room for another valid 
patent {per Lord Westbury m HiU v. Evans (1862) 4 De G. F. & J. 
at p. 800 ; and see Defiies v. Sherwood (1897) 14 R. P. G. at pp. 
818, 819 ; Thomson v. Batty (1889) 6 R. P. G. at pp. 98, 99 ; 
Ehrlich v. Ihlee (1888) 6 R. P. G. at p. 450; Shrewsbury v. 
SUrckz (1896) 18 R. P. G. at p. 68; CasseU Oold Co. v. Cyanide 
Syndicate (1895) 12 R. P. G. at p. 256). 

But the description contained in the prior document need not 
be sufficient to enable any workman of ordinary skill to carry out 
the invention subsequently patented. There is not the same 
necessity for accurate description of how an invention shall be 
carried into effect, for the purpose of anticipating an invention, 
as there is for the purpose of sustaining a patent in the hands of 
a patentee {per Grove, J., in Philpott v. Hanbury (1885) 2 R. P. G. 
at p. 48). The sufficiency or insufficiency of a specification for 
the guidance of a workman of ordinary skill does not afford a 
crucial test of prior publication. A patentee's specification may 
be insufficient in this respect, and yet be sufficient to convey to 
men of science and employers of labour information which will 
enable them, without any exercise of inventive ingenuity, to 
understand his invention, and to give a workman the specific 
directions which he failed to communicate. In this case his 
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invention is published as completely as if his description had 
been intelligible to a workman of ordinary skill (see per 
Lord Watson in King v. Anglo-American Brush Corpn. (1892) 
9 E. P. C. at p. 820 ; and see Philpott v. Hanbury, supra ; 
Savage v. Hairis (1896) 18 R. P. C. at pp. 868, 869). 

A prior description of an invention which can be made out 
only from a perusal of several documents, will not amount to a 
publication of the invention at law (see per James, L.J., in Von 
Heyden v. Neustadt (1881) 50 L. J. Ch. at p. 128 ; Moseley v. 
Victoria Rubber Co. (1887) 4 R. P. C. at p. 252). " It may be 
that each one of the features of the patentee's construction and 
arrangement can be picked out of prior specifications, but this is 
not enough" {per Vaughan Williams, L.J., in Patent Exploitation 
V. Siemens (1908) 20 R. P. C. at p. 287). 

Identity in Terms. — Although two specifications may be 
identical in terms it does not follow that one is necessarily an 
anticipation of the other (see per Lord Westbury in Betts v. 
Menzies (1862) 10 H. L. C. at pp. 152, 158.) Identity of purpose 
and not of name, is the criterion in judging of the similarity or 
dissimilarity of inventions. '* This thing," said Lord Gottenham, 
L.C., in Re Cutler's Patent (1889) 1 W. P. C. at p. 427, "may be 
called a pin, and may be correctly called a pin, and the other 
no doubt may be called a pin, but it is not because they go by 
the same name they are to be considered as identical — they are 
not used for the same purpose in any one respect." 

The Court ought not to be astute to defeat a useful and 
practically successful invention by reason only of paper anticipa- 
tions {per Cozens Hardy, L.J., in Patent Exploitation v. Siemens 
(1908) 20 R. P. C. at p. 242). Nevertheless, if the invention has 
been previously published, the Court has no alternative. 

Publioation by Drawings. — An invention may be anticipated 
by the publication of a drawing merely (see Herrburger v. 
Squire (1889) 6 R. P. C. at p. 198; and see Electric Con- 
struction Co. V. Imperial Tramways (1900) 17 R. P. C. at 
p. 550). And a drawing will be an anticipation, it is sub- 
mitted, if it conveys to highly skilled persons information 
which will enable them to construct, without the exercise 
of inventive ingenuity, the invention subsequently patented 
(see p. 11, supra). 

Publioation by Exhibition of Models. — The exhibition of a 
model in public may be an anticipation of a patented invention 
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{Winby v. Manchester Tramways (2) (1891) 8 R. P. C. at pp. 66, 
67 ; Humpherson v. Syer (1887) 4 R. P. C. at p. 415; Lifeboat Co. v. 
Chambers (1891) 8 R. P. C. 418 ; cf. EhrUch v. IhUe (1888) 5 
R. P. G. at pp. 206, 207). But where the conditions of b. 89 
of the Patents Act, 1888, are complied with, an unpatented 
invention may be exhibited at industrial and international 
exhibitions without prejudice to the validity of a patent for 
the invention subsequently applied for. That section provides 
that :— 

The exhibition of an inyention at an industrial or international 
exhibition certified as such by the Board of Trade, or the publication of 
any description of the invention during the period of the holding of the 
exhibition, or the use of the invention for the purpose of the exhibition 
in the place where the exhibition is held, or the use of the invention 
during the period of the holding of the exhibition by any person else- 
where, without the privity or consent of the inventor, shall not prejudice 
the right of the inventor or his legal personal representative to apply for 
and obtain provisional protection and a patent in respect of the invention 
or the validity of any patent granted on the application, provided that 
both the following conditions are complied with ; namely — 

(a) The exhibitor must, before exhibiting the invention, give the 
comptroller the prescribed notice of his intention to do so ; and 

(h) The application for a patent must be made before or within six 
months from the date of the opening of the exhibition. 

And see s. 8 of the Patents Act, 1886, which provides for the 
extension of the section to exhibitions held out of the United 
Kingdom. 

Publioation by Ciommimioations to Individuals.— An inven- 
tion will be published if it is communicated to any member of 
the public who is under no obligation as to secrecy {Humpherson 
V. Syer (1887) 4 R. P. C. at pp. 418, 414, 415 ; Westley v. Perkes 
(1898) 10 R. P. C. at p. 198 ; cf. Heinnchs v. Bastendorff (1898) 
10 R. P. G. at pp. 168, 164). But if the communication be 
made to any person or number of persons under the bond or seal 
of confidence, that communication does not enure to the benefit 
of the public, and there is no publication {Humpherson v. Syei* 
(1887) 4 R. P. C. at p. 414; Morgan v. Seaward (1837) 1 
W. P. C. at p. 195 ; Blank v. Footman (1888) 5 R. P. C. at 
p. 656; Qadd v. Mayor of Manchester (1892) 9 R. P. C. at 
p. 527). The test is — "Is it the fair conclusion from the 
evidence that some English people, under no obligation to 
secrecy arising from confidence or good faith towards the 
patentee, knew of the invention at the date when the plaintiff 
took out his patent?*' {per Fry, L.J., in Humpherson v. Syer 
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(1887) 4 B. P. C. at p. 414). If, however, the perBons to whom 
the invention is communicated in confidence should commit a 
breach of that confidence and disclose the secret to others, a 
publication will have taken place {Oadd v. Mayor of Manchester 
(1892) 9 R. P. C. at pp. 259, 516 ; Blank v. Footman (1888) 
6 R. P. C. at p. 658 ; Humpherson v. Syer (1887) 4 R. P. C. at 
p. 416) ; and it is no answer to prove that each of the others was 
in his turn pledged to secrecy (see per Eekewich, J., in Oadd v. 
Mayor of Manchester (1892) 9 R. P. C. at p. 259). 

Hence, if an inventor confidentially discloses his discovery to 
workmen, or engineers, or chemists, or draftsmen (see Oadd v. 
Mayor of Manchester (1892) 9 R. P. C. at p. 627), or experts 
{Blank\, Footman (1888) 6 R. P. C. at p. 656), or to any other 
persons, in order to obtain assistance or advice, there is no 
publication. 

Prior User. 

Prior User means User in Publio. — " When it is said that a 
process has been disclosed or an invention has been disclosed by 
means of user, it is not necessary that such user should be a 
user by the public proper, provided only there is a user in public, 
that is to say, in such a way as contra-distinguished from a mere 
experimental user with a view of patenting a thing which may or 
may not be existing" (per Pollock, B., in Croysdale v. Fisher 
(1884) 1 R. P. G. at^. 21). Prior user means, therefore, user 
in public ; not by the public (see per Lord Abinger, G.B., in 
Carpenter v. Smith (1842) 1 W. P. C. at p. 548 ; OiU v. Coutts 
(1896) 18 B. P. C. at pp. 186, 187). 

If an article has once been used in this country no patent can 
be subsequently taken out in respect of it, even if the article was 
manufactured abroad, or was manufactured here for the purpose 
of exportation (see Carpenter v. Smith (1841) 1 W. P. Cat p. 586). 

How Prior User may be Established. — Prior user may be 
established by showing that the invention, or a material part of 
it (see HiU v. Thompson (1818) 1 W. P. C. at p. 249 ; Badham v. 
Bird (1888) 5 B. P. 0. 288), was, prior to the date of the patent:— 

(a) Actually sold (Jensen v. Smith (1885) 2 B. P. C. 249 ; 
Hoe V. Foster (1899) 16 B. P. C. 88). The sale will be fatal 
though the article was sold by the inventor himself (Hoe v. 
Foster, supra, at p. 40 ; Wood v. Zimmer (1815) 1 Holt, at p. 60), 
and to only one individual (Losh v. Hague (1888) 1 W. P. G. at 
p. 205 ; Morgan v. Seaward (1837) 1 W. P. C. at p. 195), and there 
was no demand or use for it by the public (Losh v. Hague, supra). 
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(b) Offered or exposed for sale, though no sale was ever 
effected {Ozley v. Holden (1860) 8 0. B. (N. S.) 666 ; MuUins 
V. Hart (1852) 8 Car. & K. 297)- 

(c) Used in public in any manner {Young v. Roaenthal (1884) 

1 R. P. C. at p. 82 ; Dewrance v. Fletcher (1899) 16 R. P. C. 150 ; 
Brereton v. Richardson (1884) 1 R. P. C. 165 ; Oill v. Coutts 
(1896) 18 R. P. C. 125 ; cf. Morgan v. Seaward (1887) 1 W. P. C. 
at p. 195), though by only one person {Stead v. Williams (1848) 

2 W. P. C. at p. 186). 

Instances op Prior User. — ^In Carpenter v. Smith ((1842) 
1 W. P. C. 540), the fact that a lock, for which A. had a patent, 
had previously been used by an individual on a gate adjoin- 
ing a public road, was held fatal to the validity of A.'s grant. 
The decision in this case was followed in Betta v. Neiison (1868) 
8 Gh. at p. 486. In Stead v. WiUiams ((1848) 2 W. P. G. at 
p. 186), it was proved that the porch of a private dwelling- 
house had been paved with wood, prior to the date of a patent, 
in a manner similar to that described in the specification of the 
patent. Gresswell, J., told the jury, that if they thought the 
paving was substantially the same as that described in the 
specification, the patent would be bad. And see Stead v. Ander- 
son (1846) 2 W. P. G. at p. 149. In Re Taylor's Patent ((1896) 
18 R. P. G. at p. 487), a patent for fire-grates was revoked on the 
ground that a similar grate had been used in a private house 
before the date of the patent. 

User which does not AflTect Validity. — The novelty of an 
invention will not be affected by prior secret user {HiU v. Thomp- 
8(m (1818) 1 W. P. G. at pp. 244, 245 ; Young v. Rosenthal (1884) 
1 R. P. G. at p. 82 ; cf. Hoe v. Foster (1899) 16 R. P. G. 88 ; 
Dick V. TuUis (1896) 18 R. P. G. at p. 157) ; or confidential user 
{Humpherson v. Syer (1687) 4 R. P. G. at pp. 411, 418 ; Gadd v. 
Mayor of Manchester (1892) 9 R. P. G. at p. 527 ; Ticklepenny v. 
Army and Navy Society (1888) 50 R. P. G. 405) ; or experimental 
user (Jones v. Pearce (1882) 1 W. P. G. at p. 124 ; Cornish 
V. Keene (1885) 1 W. P. G. at p. 508 ; Re Newall d EUiott (1858) 
4 G. B. (N. 8.) 269 ; Walton v. Bateman (1842) 1 W. P. G. at p. 619 ; 
Galloway v. Bleaden (1889) 1 W. P. G. at p. 525 ; Winby v. 
Manchester Tramways (1889) 6 R. P. G. 859 ; Lyon v. Goddard 
(1898) 10 R. P. G. at p. 842 ; Electrolytic Co. v. Holland (1901) 
18 R. P. G. 521 ; cf. Re Adamson's Patent, 25 L. J. Gh. 456 ; 
Hoe V. Foster (1899) 16 R. P. G. 88 ; Dick v. TuUis (1896) 
18 R. P. G. at p. 157) ; or user for a different purpose {Muntz v. 
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Foster (1844) 2 W. P. C. at p. 108 ; Walton v. Batenuin (1842) 

I W. P. C. at pp. 617, 618 ; cf. Edison v. Woodhouse (1887) 
4R. P. C. atp. 107). 

Eifeot of Disoontinued User. — The fact that the user has 
for a long period been discontinued makes no difference (see 
Haggenmacher v. Watson (1897) 14 E. P. C. at pp. 863, 681 ; 
King d Co. v. Anglo-American Brush Corpn. (1889) 6 
E. P. C. at pp. 424, 425). " It may Very well be that a patent, 
otherwise good, will not be invalidated by the discovery after- 
wards that the same invention had been practised by, e.g.y the 
ancient Eomans. But an invention practised within the memory 
of living man, and by men still living, is scarcely in that 
category" {per Lord Kyllachy in Dick v. TvUis (1896) IS 
E. P. C. at p. 157). 

Where, however, the user has been abandoned, the inference 
is that the user was experimental only {HouseliiU v. NeiUon 
(1848) 1 W. P. C. at p. 718 ; Stead v. WUliams (1848) 2 W. P. C. 
at p. 185 ; Walton v. Bateman (1842) 1 W. P. C. at p. 619 ; 
Kane v. Guest (1899) 16 E. P. C. at p. 442 ; Morgan v. Windover 
(1888) 5 E. P. G. at pp. 802, 808). And a patent will not be 
invalidated by prior user of an imperfect or useless machine 
(Jones V. Pearce (1882) 1 W. P. C. at p. 124 ; Murray v. Clayton 
(1872) 7 Ch. at p. 581 ; Edison v. Woodhouse (1887) 4 E. P. C. 
at p. 91 ; Lyon v. Goddard (1893) 10 E. P. C. 121, 884, (1894) 

II E. P. C. 854 ; Galloway v. Bleaden (1889) 1 W. P. C. at 
p. 525 ; Moseley v. Victoria Rubber Co. (1887) 4 E. P. C. 241), 
unless, indeed, no further ingenuity or invention was necessary to 
achieve the successful result (see Kaye v. Chubb (1888) 5 E. P. G. 
641, and the above cases). 

UsBB UNDER PROVISIONAL PROTECTION. — Where an invention 
has been provisionally protected, the invention may, during 
the period between the date of the application and the date 
of sealing the patent, be used and published without prejudice 
to the patent to be granted for the invention (s. 14 of the Patents 
Act, 1888 ; see Lister v. Norton (1886) 8 E. P. G. 200). 

Utility. 

The Statute of Monopolies says nothing whatever about 
utility, but utility has been grafted into it because of the words 
" mischievous to the State " (see p. 1, supra) ; that is to say, it 
has been found by experience to be mischievous to the State to 
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grant patents which are not UBefnl as well as new (see per 
Lmdley, L. J., in EUas v. Grovesend (1890) 7 E. P. C. at p. 467 ; 
per Vaughan Williams, L J., in Ward v. HiU (1908) 20 R. P. C. 
at p. 200). It is essential, therefore, to the validity of a patent 
that the subject-matter should be useful ; if anything claimed 
turns out to be useless the patent will be bad (see p. 74, infra). 

The Amount of Utility need not be Great. — It is well 
settled that the slightest amount of utility — not an infinitesimal 
icintiUa, but a very slight amount — ^is sufficient to sustain a 
patent (see^^ Grove, J., in Philpotty. Hanbury (1885) 2 B. P. C. 
at p. 87 ; and see Morgan v. Seaward (1886) 1 W. P. C. at 
p. 172 ; Plimpton v. Malcolms&n (1876) 8 C. D. at p. 582 ; 
Badische v. Levinstein (1887) 4 B. P. G. at p. 462 ; Cole v. Saqui 
(1888) 5 B. P. G. at p. 495 ; Pirrie v. York Street Co. (1898) 10 
B. P. G. at p. 89; (1894) 11 B. P. C. 429). 

Meaning of Utility. — Utility is often a question of a degree, 
and always has reference to some object. ** Useful for what ? " 
is a question which must be always asked, and the answer must 
be, " Useful for the purposes indicated by the patentee " (per 
Lindley, L. J., in Lane-Fox v. Kensington Electric Co. (1892) 9 
B. P. G. at p. 417 ; and see Cornish v. Keene (1885) 1 W. P. G. 
at p. 506 ; Easterbrook v. G. W. R. (1885) 2 B. P. C. 201). The 
test, in the language of Gharles, J., is, ''Does the invention 
really do, when put in practice by a competent man, what it 
assumes to do? " (Wilson v. Union Oil Mills (1892) 9 E. P. G. at 
p. 70 ; and see Tolson v. Speight (1896) 18 B. P. G. at p. 722). 

Utilitt dobs not mbam Abstbaot, Gohpabativb, or Gom- 
PBTinvB Utilitt. — Utility does not mean abstract utility (see 
per Grove, J., in Young v. Rosenthal (1884) 1 B. P. G., at 
pp. 84, 85). Nor does it mean comparative or competitive 
utility (per Buckley, J., in Welsbach Co. v. New Incandescent Co. 
(1900) 17 B. P. G. at p. 252). An invention is not to be held 
lacking in utility merely because it does not compare favourably 
in some respect with other known machines (Fawcett v. Homan 
(1896) 18 B. P. G. at p. 405). An article which is good, though 
not so good as that previously known, but which can be produced 
more cheaply by another process, is useful, in that it is better in 
point of cost, although not so good in point of quality (Welsbach 
Co. V. New Incandescent Co. (1900) 17 B. P. C. at p. 252 ; and 
see Atkins v. Castner-Kellner Co. (1901) 18 B. P. C. at p. 295 ; 
Elias V. Grovesend (1890) 7 B. P. G. at p. 461). And a machine 

L.P. c 



Digitized by 



Google 



18 SUBJECT-MATTER. 

may be useful at law although it costs more to produce than the 
one it competes with ; it may satisfy the condition of utility 
although it is so expensive as to be commercially useless {Wilson 
V. Unum Oil Mills (1892) 9 R. P. C. at pp. 69, 70). It need not 
be so useful as to exclude everything else of the same kind 
(TeUey v. Easton (1862) Macr. P. C. at p. 68) ; an invention 
may be useful although, owing to other circumstances, the public 
will not make use of it (per Lindley, L.J., in Fatvcett v. Homan 
(1896) 18R. P. C. atp. 405). 

Inventions are Useful ip they Offbb Advantages. — An 
invention is useful for the purposes of the Patent Law when 
the public are thereby enabled to do something which they 
could not do before, or to do, in a more advantageous manner, 
something which they could do before; or, to express it in 
another way, an invention is patentable which offers to the 
public a useful choice (see per Buckley, J., in Welsbach Co. v. 
New Incandescent Co. (1900) 17 E. P. C. at p. 252 ; and see 
Ward V. Hill (190S) 20 R. P. C. at p. 199). To arrive at the 
same result with less expense {Case v. Cressy (1900) 17 R. P. C. 
at p. 262 ; Elias v. Grovesend (1890) 7 R. P. C. at p. 461), or in 
a more convenient or speedy manner (see per Mathew, L.J., in 
Ward V. HUl (1908) 20 R. P. C. at p. 203), is sufficient to 
establish the degree of utility which will support a patent. 

Commercial Prosperity is no Criterion. — The element of 
commercial pecuniary success has no relation to the question 
of utility in Patent Law generally {Badische v. Levinstein (1887) 
4 R. P. C. at pp. 462, 466 ; Atkins v. Castner-KeUner Co. 
(1901) 18 R. P. C. at p. 295 ; cf. Wilson v. Wilsm (1908) 20 
R. P. C. at p. 17). A great many very meritorious patents 
would go to the wall if it were so {per Wills, J., in Sunlight 
Co. V. Incandescent Co. (1897) 14 R. P. C. at p. 775). The 
one which to-day may be in large demand may to-morrow be 
a drug in the market ; and vice versd (see per Lord Herschell 
in Badische v. Levinstein (1887) 4 R. P. C. at p. 466). But 
where the invention relates to an improvement by reason of 
cheaper production, the element of commercial prosperity is of 
the very essence of the patent itself (see per Lord Halsbury in 
Badisclie v. Levinstein^ ibid., at p. 462 ; Atkins v. Castner-Kdln&r 
Co. (1901) 18 R. P. C. at p. 296). 

Evidenoe of Utility and Want of it. — A large demand, on 
the other hand, is strong evidence of utility {Cole v. Saqvi (1888) 
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5 B. p. G. at p. 495 — this patent was held bad on appeal for want 
of novelty ; Ehrlich v. Ihlee (1888) 5 E. P. C, at p. 449 ; Autoviatic 
Cover V. Stockford (1902) 19 E. P. C. at p. 461 ; Cornish v. Keene 
(1885) 1 W. P. C. at pp. 506, 507 ; Moss v. MaUngs (1886) 3 
E. P. G. at p. 878). Bat such evidence is by no means conclu- 
sive. In Wilson v. Wilson ( (1908) 20 B. P. C. 1) it was proved 
(see note in the report on p. 8) that the plainti£f company 
had sold over eighteen millions of their patented articles, but 
the House of Lords, nevertheless, held that the patent was 
lacking in utility. 

And better evidence of the utility of an invention cannot 
possibly be had than the fact that the person alleging non-utility 
has attempted to infringe the patent (see per Eay, J., in Lucas v. 
MiUer (1885) 2 E. P. G. at p. 160) or has thought sufficiently 
well of the invention to adopt a great deal of it (see per Vaughan 
Williams, L.J., in Ward v. HiU (1908) 20 E. P. G. at p. 200). 
''It scarcely lies in the mouth of the defendant, if he has 
infringed, to deny the validity of that which he has taken 
the trouble to borrow " (per Bowen, L. J., in MiUer v. Scarle 
Barker (1898) 10 B. P. G. at p. 111). 

It is primd facie evidence of want of utility if the patented 
article has never been put into practice (see per Jessel, M.B., in 
Otto V. Lvnford (1882) 46 L. T. at p. 41 ; Hinks v. Safety Co. 
(1876) 4 G. D. at p. 616). But an invention may be useful 
although, owing to other circumstances, the public will not use 
it (see per Lindley, L. J., in Fawcett v. Homan (1896) 18 E. P. G. at 
p. 406). " A patent is not to be defeated simply because ... in 
consequence of subsequent improvements, no article was in fact 
made in accordance with the specification " (per Gotten, L.J., in 
Edison v. Holland (1889) 6 B. P. G. at p. 277 ; and see Otto v. 
Linfard (1882) 46 L. T. at p. 41 ; Badische v. Levinstein (1887) 
4 E. P. G. at p. 466). " Nor is it a fatal objection to a patentee's 
claim that one part (of the invention) has in practice not been 
found to be so useful as the others, so that it has dropped out of 
commercial use *' (per Eekewich, J., in Ehrlich v. Ihlee (1888) 6 
B. P. G. at p. 208). 

General Utility Ib Sufficient. — ^Where you have general utility, 
that is, utility of the invention as a whole, you are not bound to 
prove that each part is equally useful (per Eekewich, J., in 
Ehrlich v. Ihlee (1888) 5 B. P. G. at p. 208 ; and see MiUer v. 
Scarle Barker (1898) 10 E. P. G. 106 ; Badische v. Levinstein 
(1887)4E. P. G.atp. 466). 

2 
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Invention, 

The sabject-matter of letters patent must not only be new and 
aseful, but it must have involved some ingenuity or invention 
(see per Lindley, L. J., in Oadd v. Mayor of Mcmchester (1892) 9 
R. P. C. at p. 524 ; Acetylene Co. v. United Alkali Co. (1903) 20 
B. P. G. at p. 172). ''A thing may be new, but unless it has 
some invention it is not patentable " {per Lord Halsbury, L.C., 
in Riekmann v. Thierry (1897) 14 B. P. C. at p. 114 ; and see 
Cole V. Saqui (1889) 6 B. P. C. at p. 44). 

Diiferenoe between Invention and DisooYepy. — An invention 
is not the same thing as a discovery {per Lindley, L.J., in Lane- 
Fox V. Kensington Electric Co. (1892) 9 B. P. C. at p. 416 ; and 
see Case v. Cressy (1900) 17 E. P. C. at p. 261). Discovery adds 
to the amount of human knowledge, but it does so only by 
lifting the veil and disclosing something which before had been 
unseen or dimly seen. Invention also adds to human know- 
ledge, but not merely by disclosing something. Invention 
necessarily involves also the suggestion of an act to be done, and 
it must be an act which results in a new product, or a new result, 
or a new process, or a new combination for producing an old 
product or an old result {per Buckley, J., in Reynolds v. Smith 
(1908) 20 E. P. C. at p. 126 ; affirmed 20 B. P. C. 410). When 
Volta discovered the e£fect of an electric current from the 
battery on a frog's leg he made a great discovery, but no patent- 
able invention {per Lindley, L.J., in Lane-Fox v. Kensington 
Electric Co. (1892) 9 B. P. C. at p. 416). 

It is often extremely difficult to draw the line between patent- 
able inventions and non-patentable discoveries. '' On tiie one 
hand, the discovery that a known thing — such, for example, as a 
Plante battery — can be used for a useful purpose for which it 
has never been used before, is not alone a patentable invention ; 
but, on the other hand, the discovery how to use such a thing 
for such a purpose will be a patentable invention if there is 
novelty in the mode of using it as distinguished from novelty of 
purpose, or if any new modification of the thing, or any new 
appliance is necessary for using it for its new purpose, and if 
such mode of user, or modification, or appliance involves any 
appreciable merit " {per Lindley, L.J., in Lane-Fox v. Kensing- 
ton Electric Co., supra; and see p. 24, infra). 

Invention is a Question of Fact — The question, whether 
there is ingenuity in the matter of a patent is a question of fact ; 
it depends on a true view of all the circumstances in the 
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partdcnlar case, and it cannot be governed in any case by a 
finding of fact, on a totally different invention, by any other 
tribunal (see per Bowen, L.J., in Lyon v. Ooddard (1898) 10 
R- P. C. at pp. 845, 846: Riekmann v. Thierry (1897) 14 R. P. C. 
at p. 116). '' Of all the questions which ever arise in Patent 
Law, the most difficult is to say where there is not sufficient 
invention to support a patent " {per Lindley, M.R., in Dredge v. 
PameU (1898) 15 R. P. C. at p. 88). 

Amoiint of InYention need not be Large. — ^It is well settled 
law that the amount of invention necessary to support a patent 
need not be great (see Crane v. Price (1842) 1 W. P. G. at 
pp. 410, 411). Mere simplicity will not prevent there being 
invention " {per Lord Halsbury, L.C., in Riekmann v. Thierry 

(1897) 14 R. P. G. at p. 115). If an apparatus be valuable by 
reason of its simplicity, there is danger of being misled by that 
very simplicity into the belief that no invention was needed to 
produce it. But experience has shown that not a few inven- 
tions, some of which have revolutionised the industries of this 
country, have been of so simple a character that when once they 
were made known it was difficult to understand how the idea 
had been so long in presenting itself, or not to believe that they 
must have been obvious to everyone {per Lord Herschell in 
Vickers v. SiddeU (1890) 7 R. P. C. at pp. 804, 805). When 
once the patentee has found out the invention, all mechanicians 
can say at once : " Dear me, what a simple thing ; it did not 
require any invention for him to do it." But the answer to 
that is, and must always be, this — '' The thing was wanted ; 
there was a thing which would not do what was wanted ; by 
finding out some small addition I have found out the thing 
which would do " {per Lord Esher, M.R., in Ijyon v. Ooddard 

(1898) 10 R. P. G. at p. 848). '' It is always easy to say a thing 
is obvious when it has been pointed out" {per Lord Herschell 
in LongbotUm v. Shaw (1891) 8 R. P. G. at p. 887 ; and see 
Electrolytic Co. v. Evans (1900) 17 R. P. G. at p. 741 ; Hinks v. 
Safety Co. (1876) 4 G. D. at pp. 615, 616 ; Thomson v. American 
Braided Co. (1889) 6 R. P. G. 518). 

But a mere sdniilla of invention is not enough to justify a 
monopoly {Carter v. Leyson (1902) 19 R. P. G. at p. 478 ; Beavis 
V. Rylands (1900) 17 R. P. G. 704 ; cf. Parker v. Satchwell (1901) 
18 R. P. G. at p. 808). 

Testa of InYention. — The test of invention as applied by 
Lord Ghelmsford (Penn v. Bibby (1866) 2 Gh. at p. 186) 
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in a case of analogous user is: '* Whether the new application 
lies so much out of the track of the former use, as not naturally 
to suggest itself to a person turning his mind to the subject, but 
to require some application of thought and study " ; and see 
Elias V. Grovesend (1890) 7 R. P. C. at p. 461. 

** The way to ascertain whether a novel and useful improve- 
ment in machinery required invention in the true sense is to 
consider how matters stood first before the improvement was 
discovered" (per Romer, L.J., in Taylor v. Annand (1900) 17 
B. P. G. at p. 137) in order to see what were the exigencies 
sought to be supplied by the new article (see per Lord Hals- 
bury, L.C., in Taylor v. Annand (1901) 18 R. P. C. at p. 62). 
If, having regard to what was known, no further invention was 
necessary — if the improvement was so obvious to persons of 
ordinary intelligence and acquaintance with the subject-matter 
as to present no difficulties — ^the patent cannot be sustained 
{Cooper V. Baedeker (1900) 17 R. P. C. at p. 218 ; Gadd v. Mayor 
of Manchester (1892) 9 R- P. C. at p. 524 ; Stohwaaaer v. 
Humphreys (1901) 18 R. P. C. at p. 124 ; WiUmms v. Nye (1887) 
7 R. P. C. 62). 

The labour of thought, or experiments, and the expenditure 
of money, are not the essential grounds of consideration on which 
the question, whether the invention is or is not the subject of a 
patent, ought to depend. If the invention be new and useful to 
the public, it is not material whether it be the result of long 
experiments and profound research, or whether of some sudden 
and lucky thought, or mere accidental discovery {per Tindal, C J., 
in Crane v. Price (1842) 1 W. P. C. at p. 411 ; and see Liardet 
V. Johnson (1778) 1 W. P. C. at p. 54). ** An invention which 
comes to a man by a happy flash of inspiration or without 
any prolonged experiment or thought may be as good a subject- 
matter of a patent as one which has only been arrived at after 
long and difficult experiments " {per Lord Herschell, in Loiig- 
bottom V. Shaw (1891) 8 R. P. C. at p. 887). 

An invention need not be important and necessary for the 
public good (see pe^- Lord Herschell in Thomson v. American 
Braided Co. (1889) 6 R. P. C. at p. 528 ; and see per Grove, J., 
in Young y. Rosenthal d Co, (1884) 1 R. P. C. at pp. 84, 35). 

ETidenoe of Invention.— The fact that the patented article 
is very useful {Taylor v. Annand (1901) 18 R. P. C. at p. 63 ; 
Elias V. Grovesend (1890) 7 R. P. C. at p. 461 ; Dudcett v. 
Whitehead (1895) 12 R. P. C. 876), or that it supplies a long- 
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felt want (Brooks v. Lamplugh (1898) 15 E. P. C, at p. 48 ; 
Ehrlich v. Ihlee (1888) 6 R. P. C. at p. 456 ; Taylor v. Annand 
(1901) 18 R. P. C. at p. 63 ; White v. Bertrams (1897) 14 R. P. C. 
at pp. 512, 746), or that it has been in great demand {Long- 
bottom V. Shaw (1891) 8 R. P. C. at p. 386 ; Thomson v. American 
Braided Co. (1889) 6 R. P. C. at pp. 527, 528 ; Parker v. 
Satchwell (1901) 18 R. P. C. at p. 808), is evidence of invention. 
Bat such evidence is by no means conclusive ; if the result 
was obvious the patent cannot be sustained. As to utility, see 
WiUiams v. Nye (1890) 7 R. P. C. at pp. 66, 67 ; Morgan v. 
Windover (1890) 7 R. P. C. at p. 186 ; Stohwasser v. Humphreys 
(1901) 18 R. P. C. at p. 124 ; Beavis v. Rylands (1900) 17 
R. P. C. 704. As to a felt want, see Cooper v. Baedeker (1900) 
17 R. P. C. 209 ; Wood v. Raphael (1897) 14 R. P. C. at p. 500 ; 
Gosnell v. Bishop (1888) 5 R. P. C. at p. 158. And as to a 
large demand, see Longbottom v. Shaw (1891) 8 R. P. G. at 
p. 886 ; Carter v. Leyson (1902) 19 R. P. C. at p. 477, 478 ; 
Savage v. Harris (1896) 18 R. P. C. at p. 874 ; Gosnell v. Bishop, 
supra ; Blakey v. Latham (1889) 6 R. P. C. at p. 187 ; Stohwasser 
V. Humphreys (1901) 18 R. P. C. at p. 124. 

There is no InYention in the Mere Applioation of Old 
Things to Analogous Subjeots. — There is no sufficient invention 
in merely applying a well-known thing, in a manner or to a 
purpose which is analogous to the manner or to the purpose 
in or to which it has been previously applied (see per Lord 
Westbury in Harwood v. G. N. R. (1865) 11 H. L. C. at pp. 682, 
688 ; per Lord Davey in Riekniann v. Thierry (1897) 14 R. P. C. 
at p. 121 ; Elias v. Gravesend (1890) 7 R. P. C. at p. 468 ; 
Beavis v. Rylands (1900) 17 R. P. C. at p. 98). ** It would be a 
very extraordinary thing to say, that because all mankind have 
been accustomed to eat soup with a spoon, that a man could take 
out a patent because he says you might eat peas with a spoon '' 
{per Lord Abinger in Losh v. Hague (1888) 1 W. P. C. at p. 208). 

Examples. — For instance, there is no such invention as will 
support a patent in applying a fish-plate, previously in use for 
the purpose of supporting timbers placed vertically upon one 
another, to the rails of railways {Harwood v. G. N. iJ., supra), or 
in applying a floor-plate, previously used for giving rigidity to 
other machines, to a lace machine {Cropper v. Smith (1884) 1 
R. P. C. 81), or in applying a tap, which has been previously 
used to intercept or permit the flow of water, to a bottle to 
intercept or permit the flow of wine {Hazlehurst v. Rylands 



Digitized by 



Google 



24 SUBJECT-MATTEB. 

(1892) 9 R. P. C. at p. 8), or in applying to a window, for the 
purpose of expelling air or diminishing light, a screen which has 
been previously used for other purposes, e.g.y to diminish heat 
from a fire-grate (Sharp v. Brauer (1886) 8 R. P. C. 198), or in 
applying springs, which have been previously used at the back 
of a carriage, to the front (Morgan v. Windover (1890) 7 R. P. C. 
at p. 184), or in applying a locking bolt, previously used for 
locking a bicycle when ridden, to a bicycle when it is at rest 
(Singer v. Budge (1894) 11 R. P. C. at pp. 466, 467), or in 
applying a groyne, previously used for land purposes, to sea 
purposes (Case v. Cressy (1901) 18 R. P. C. at p. 422), or in 
applying a plate, previously used on the toe of a boot, to the 
heel of a boot (Blakey v. Latham (1889) 6 R, P. C. 184). For 
other examples of patents held bad on this ground, see Base's 
PatenU v. Braby (1894) 11 R. P. C. at p. 216 ; NicoU v. Swears 
(1898) 10 R. P. C. 240; Albo-Carbon Co. v. Kidd (1887) 4 
R. P. C. 586 ; Dredge v. PameU (1899) 16 R. P. C. 625 ; Olover 
V. Ainerican Steel Co. (1902) 19 R. P. C. 108. 

Exception. — If, however, the new application lies so much 
out of the track of the former use as not naturally to suggest 
itself to a person turning his mind to the subject, but to require 
some application of thought and study, it may form the subject 
of a valid patent (see per Lord Chelmsford, L.C., in Penn v. Bibby 
(1866) 2 Ch. at p. 186 ; and see Pirrie v. York Street Co. (1894) 
11 R. P. C. at p. 482 ; Oadd v. Mayor of Manchester (1892) 
9 R. P. C. at p. 524 ; Brooks v. Lamplugh (1898) 15 R. P. C. 
at p. 48 ; Thomson v. American Braided Co. (1889) 6 R. P. C. 
518 ; Morgan v. Windover (1890) 7 R. P. C. at p. 186 ; Elias v. 
Orovesend (1890) 7 R. P. C. at p. 469). 

Other Cases of no Invention.— A more skilled application 
of well-understood tools and well-understood processes is not 
patentable (per Lord Halsbury, L.C., in Dredge v. Pai-neU (1899) 
16 R. P. C. 625). 

There is no invention in proposing to do at twenty places 
something which has been done at one (see per Farwell, J., in 
Rucker v. London Electric Corpn. (19(X)) 17 R. P. C. at p. 295). 

Nor, in most instances, is there any invention in merely 
altering the shape of a known thing (Heyes v. Hallmark (1892) 
9 R. P. G. 25), or changing the size of a part of a combination 
(Edison v. Woodhouse (1887) 4 R. P. C. at p. 92), or varying 
known proportions (see Savage v. Harris (1896) 13 R, P. C. at 
pp. 867, 368) ; but see p. 2, supi-a. 
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CHAPTER IL 
On Obtaining the Grant. 

the applicant- the true and first inventor— the applica- 
tion—the specifications— refusal by comptroller to 
proceed- acceptance of the specifications. 

The Applicant. 

IndiyidnalB. — ^Any person, whether a British subject or not, 
may make an application for a patent (s. 4 (1) of the Patents 
Act, 1888) ; and two or more persons may make a joint applica- 
tion for a patent, and a patent may be granted to them jointly 
(& 4 (2), ibid.). But the applicant, or one of the applicants, must 
be the true and first inventor (see p. 26, infra). 

Letters patent may be granted to infants (Cheavin v. Walker 
(1877) 5 G. D. 860 ; and see s. 99 of the Patents Act, 1888), aliens 
(s. 4 (1), ibid.; Re Wirth's Patent (1879) 12 C. D. 808), lunatics 
(see s. 99, ibid.)y and married women (see Married Women's 
Property Act, 1882). Whether a beneficed clergyman can become 
a patentee is not, having regard to the prohibition from trading 
contained in s. 29 of the Pluralities Act, 1888 (1 & 2 Vict. c. 106), 
altogether clear. 

CorporationB.— The term '' person" in the Act of 1888 includes 
a corporation (s. 117 of the Patents Act, 1888). But a corpora- 
tion cannot, it is submitted, be a sole patentee except in respect 
of an invention communicated from abroad (see Be Societe 
Anonyme (1895) 18 R. P. C. 64), or under the International 
and Colonial Arrangements (see p. 227, infra ; " Instructions to 
AppUcanta for Patents,'' issued by the Patent Office); for, having 
no mind, it cannot be an ''inventor." But a corporation may 
apply for and be granted a patent jointly with the inventor (s. 6 
of the Patents Act, 1885). 

Legal RepresentatiTes. — If an applicant dies before the patent 
is sealed, the patent may be granted to his legal representative, 
and sealed at any time within twelve months after the applicant's 
death (s. 12 (8) of the Patents Act, 1888). And if a person 
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possessed of an invention dies without applying for a patent, 
application may be made by, and a patent for the invention 
granted to, his legal representative (s. 84 {l)yibid.). Every such 
application must be made within six months of the death of the 
deceased, and must contain a declaration by the legal representa- 
tive that he believes such person to be true and first inventor of 
the invention (s. 34 (2), ibid.). 

SerrantB. — The mere existence of a contract of service does 
not per se disqualify a servant from taking out a patent for an 
invention made by him during his term of service, even though 
the invention may relate to subject-matter germane to and useful 
for his employer in his business, and even though the servant 
may have made use of his employer's time, and servants, and 
materials in bringing his invention to completion, and may have 
allowed his employer to use the invention while in his employ- 
ment (see per Byrne, J., in Worthington v. Moore (1908) 20 
R, P. C. at p. 48 ; Heald's Applications (1891) 8 R. P. C. at 
p. 480 ; and see p. 41, infra). But the relations of servant and 
employer may be of such a close and confidential character 
that the servant will not be allowed to hold a patent, taken out 
by him during his term of service, as against his employer 
{Worthington v. Moore, supra). 

Officials. — Persons occupying official positions are, in some 
circumstances, incompetent to obtain valid letters patent for 
inventions, the knowledge of which they acquired in the course 
of discharging their official duties (see Patterson v. Qas Light Co. 
(1877) 8 A. C. 289). 

FirmB. — A firm, as such, cannot apply for a patent, but a joint 
application may be made by all the individual members of the 
firm. 

The True and First Inventor. 

By virtue of s. 6 of the Statute of Monopolies (see p. 1, supra), 
every patent must be granted to the " true and first inventor." 
A valid patent may, however, be granted to several persons jointly 
some or one only of whom are or is the true and first inventors 
or inventor (s. 5 of the Patents Act, 1885) ; and, as has already 
been stated (see p. 25, supra), provision is made for the granting 
of a patent to the legal representatives of the true and first 
inventor. If the patentee was not the true and first inventor, 
the Grown has been deceived in its grant and the patent is void 
{Minter v. WeUs (1884) 1 W. P. C. at p. 129). 
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The Fipst IiiYentop means the First Publisher. — The first 
inventor means, in patent law, not the first discoverer, but the 
first publisher {DoUond's Patent, 1 W. P. C. 43). Hence if A. 
makes an invention, but never discloses it to the public, and B. 
subsequently makes the same invention, and takes out a patent 
for it, B. will be the true and first inventor (Cornish v. Keene 
(1835) 1 W. P. C. at p. 508 ; Plimpton v. Malcohnson (1876) 
8 G. D. at p. 556). And as between several persons who 
simultaneously make the same invention, the one who first 
applies for a patent is the true and first inventor (Cornish v. 
Keene, supra ; Plimpton v. Malcohnson, supra; Ex parte Henry, 
(1872) 8 Ch. 167). 

Whether Master or Servant is the True Inventor. — Where a 
servant makes an invention, the servant, and not the employer, 
is the inventor, even though the invention is made in the 
employer's time, and with the use of the employer's materials, 
and at the employer's expense (Worthington v. Moore (1903) 20 
E. P. C. at p. 48; Heald's Applications (1891) 8 E. P. C. at 
p. 430), and at the employer's express request (Re Marshall* s 
Patent (1900) 17 E. P. C. 558). 

But an inventor may, and very often does, avail himself of the 
assistance of a workman or skilled person in carrying out his 
invention. In this case, the invention remains the property 
of the employer ; and if the person employed makes a discovery 
accessory to the main principle of the invention, and tending to 
carry it out in a better way, the discovery is the property of the 
employer, and may be embodied in his patent (see Allen v. 
Bawsm (1845) 1 C. B. at p. 567 ; Re David (1886) 2 Griff. P. C. 
26 ; Minter v. WeUs (1834) 1 W. P. C. at. p. 132). See, further, 
p. 41, infra. 

It is, however, difficult to define how far the suggestions of 
a workman employed in the construction of a machine are 
to be considered as distinct inventions by him, so as to avoid a 
patent incorporating them taken out by his employer. Each 
case depends upon its own merits (see per Tindal, G.J., in 
Alien V. Rawson, supra, at p. 574). Where E. had an idea 
which he communicated to T., and T. mentioned it to H., and 
H. made a sketch of the proposed machine, it was held that E. 
was not the true and first inventor (Elias v. Grovesend (1890) 
7 E. P. C. 455). 

Importers. — It is well settled that an importer of an invention 
new within the realm is a true and first inventor. ''If the 
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invention be new in England a patent may be granted though 
the thing was practised beyond sea before; for the statute 
speaks of new manufactures within the realm ; so that if they 
be new here, it is within the statute ; for the Act intended to 
encourage new devices useful to the kingdom, and whether 
learned by travel or by study it is the same thing*' (agreed by 
Holt and PoUexfen in Edgebwry v. Stephens^ 1 W. P. C. at p. 86 ; 
Stead V. Anderson (1849) 2 W. P. C. at p. 149; Edmund's 
Patent (1886) GriiBf. P. C. at p. 288 ; Moser v. Marsden (1898) 10 
R. P. C. at p. 869). 

Communications from Abroad. — ^An invention communicated 
from abroad is patentable— on the ground of being an importa- 
tion — and the person to whom the invention is communicated is 
considered the true and first inventor (see Pilkington v. Yeakley 
Co. (1901) 18 R. P. C. at p. 461). The applicant may himself 
improve on the invention communicated, and the specification 
need not show on its face that any improvement has been made 
(Moser v. Maraden (1898) 10 R. P. C. at p. 869). 

It was held in Wirth's Patent (12 C. D. 808) that a foreigner 
resident abroad could obtain letters patent for an invention com- 
municated to him by another foreigner also resident abroad. But 
the applicant must, now, be resident in England. He may, 
however, be merely an agent or trustee for the foreign invention 
(Beard v. Egerton (1846) 8 C. B. 97). 

The communication must come from abroad. A communica- 
tion of an invention made in England by one British subject to 
another does not make the person to whom the communication 
is made the true and first inventor (Maraden v. SaviUe Street Co. 
(1878) 8 Ex. D. 208). Scotland, in this connection, is within the 
realm (Plimpton v. Malcolmson (1876) 8 C. D. at p. 556 ; s. 16 of 
the Patents Act, 1888). But persons receiving communications 
from the Colonies, which are empowered to grant letters patent, 
are true and first inventors (Rolls v. Isaacs (1878) 19 C. D. at 
p. 276). 

Whether the foreign inventor may himself come over to this 
country and communicate the invention is not altogether clear. 
The question was raised, but not decided, in Pilkington v. Yeakley 
Co. (1901) 18 R. P. C. at p. 461. 

The Application. 

Fonn of the Application. — A person desirous of obtaining 
letters patent for an invention must leave at the Patent Office 
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(25, Southampton Buildings, Chancery Lane, W.G.)i or send to 
that office by post, an application in the prescribed form (s. 6 (1) 
of the Patents Act, 1883). The application must be accompanied 
by either a provisional or complete specification (s. 5 (2), ibid.) ; 
see p. 55, infra. 

The application must contain a declaration to the effect that 
the applicant is in possession of an invention whereof he, or in 
the case of a joint application, one or more of the applicants, 
claims or claim to be the true and first inventor or inventors 
(s. 5 (2), ibid.). Every application must be accompanied by a 
statement of address to which all notices, requisitions, and com- 
munications of every kind may be sent by the Comptroller, or by 
the Board of Trade; and such statement is binding upon the 
applicant until a substituted address for service is furnished by 
him to the Comptroller. The Comptroller may, in any particular 
case, require that the address for service be in the United 
Kingdom or the Isle of Man (Patents Bules, 1903, Bule 7). 

The Presoribed Forms. — The Patents Bules, 1903, contain 
three forms of application: — (1) A form for inventions discovered 
within the realm (Form A.) ; (2) a form for inventions com- 
municated from abroad (Form A. 1) ; and (3) a form for inven- 
tions patentable under International and Colonial Arrangements 
(Form A. 2). 

Although the application and the various steps should be in 
accordance with the prescribed forms, the statute will not fail in 
its operation because a form has to 'be slightly modified (Re 
GrenfeWs PaUnt (1890) 7 B. P. C. at p. 152). 

The Speoiflcations. — The application must be accompanied by 
either (a) a provisional specification (see pp. 56 et »eg.), or (6) a 
complete specification (see pp. 58 et seq.). 

If a complete specification is left in the first instance a 
provisional specification is unnecessary. If a provisional speci- 
fication only is left with the application, the applicant may, as 
the law now stands, leave his complete specification at any later 
period within nine months from the date of the application 
(s. 8 (1) of the Patents Act, 1883). 

S. 1 (8) of the Patents Act, 1902, requires the complete 
specification to be lodged within six months from the date of 
application ; but this section is only to come into operation at 
such date as the Board of Trade may by order direct, and applies 
only to applications made after that date (s. 1 (2), ibid.). No 
order has yet been made by the Board. 
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Unless the complete specification is left within the prescribed 
time the application is deemed to be abandoned (s. 8 (2) of the 
Patents Act, 1888). But abandonment does not prevent the 
inventor making another application for the same invention, even 
though actual user during the currency of the first provisional 
protection is shown (Lister v. Norton (1886) 8 R. P. C. 199). 

The Comptroller may extend the time for leaving the complete 
specification for a period not exceeding one month (s. 8 of the 
Patents Act, 1885). An application for extension of time should 
be made on Form U., and must state in detail in what circum- 
stances and upon what grounds the extension is applied for, and 
the Comptroller may require the applicant to substantiate such 
allegations by such proof as he may think necessary (Patents 
Bules, 1908, Bule 10). 

ApplioationB by Legal RepresentatiTeB.— Every application 
for a patent made by the legal representative of a person dying 
possessed of an invention must be made within six months of 
the death of the deceased, and must contain a declaration by the 
legal representative that he believes the deceased to be the true 
and first inventor (s. 34 (2) of the Patents Act, 1888) ; and the 
probate of the deceased's will, or the letters of administration 
granted of his estate and effects, or an official copy of such 
probate or letters, must be produced at the Patent Office in proof 
of the applicant's title as legal representative, and must be sup- 
ported by such further evidence as the Comptroller may require 
(Patents Rules, 1908, Rule 6). But such evidence may be 
dispensed with in certain cases (see p. 81, infra). 

Joint ApplioationB. — Two or more persons may make a joint 
application for a patent, and a patent may be granted to them 
jointly (s. 4 (2) of the Patents Act, 1888) ; but the true and first 
inventor or inventors must join in the application (s. 5 of the 
Patents Act, 1885; see, further, p. 26, supra). 

Although each applicant must sign the application, the Comp- 
troller cannot refuse to accept a complete specification which is 
not signed by all the applicants (Re OrenfeWs Patent (1889) 
7 R. P. C. 151). 

If joint applicants for a patent quarrel, and then each delivers 
a different specification, the Comptroller may refuse to accept the 
specifications (Re Apostolof's Application (1896) 18 R. P. C. 275). 

Where disputes arose between joint applicants, and one 
threatened to withdraw from the joint application, an injunc- 
tion was granted to restrain him withdrawing or abandoning 
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the application, or doing any act to prevent the issue of the 
patent (Wool Syndicate v. Riches (1902) 19 R. P. C. 127). 

ApplicationB by Persons nnder Disability. — If any person is, 
by reason of infancy, lunacy, or other inability, incapable of 
making any declaration or doing anything required or permitted 
by the Act or by any of the rules made under the authority of 
the Act, the guardian or committee (if any) of such incapable 
person, or, if there be none, any person appointed by any Court 
or Judge possessing jurisdiction in respect of the property of 
incapable persons, upon the petition of any person on behalf of 
such incapable person, or of any other person interested in 
making such declaration or doing such thing, may make such 
declaration or a declaration as nearly corresponding thereto as 
circumstances permit, and do such thing in the name and on 
behalf of such incapable person, and all acts done by such sub- 
stitute are, for the purposes of the Act, as effectual as if done by 
the person for whom he is substituted (s. 99 of the Patents Act, 
1888). And where, under the rules, any person is required to 
do any act or thing, or to sign any document, or to make any 
declaration on behalf of himself or of any body corporate, or any 
document or evidence is required to be produced to or left with 
the Comptroller, or at the Patent Office, and it is shown to the 
satisfaction of the Comptroller that from any reasonable cause 
such person is unable to do such act or thing, or to sign such 
document, or make such declaration, or that such document or 
evidence cannot be so produced or left, the Comptroller may, with 
the sanction of the Board of Trade, and upon production of such 
other evidence, and subject to such terms as they may think 
fit, dispense with any such act or thing, document, declaration, 
or evidence (Patents Bules, 1908, Bule 78). 

Applications under International and Colonial Arrange- 
ments. — As to these, see p. 228, infra. 

Mode of leaving Applications. — The application may be left 
at the Patent Office by hand (see Patents Bules, 1908, Bule 8), 
or may be sent by a prepaid letter through the post. If sent 
through the post the application is deemed to have been left at 
the time when the letter containing the same would be delivered 
in the ordinary course of post (Bule 80, tWd.). In proving 
service by post, it is sufficient to prove that the letter was 
properly addressed and put into the post (Bule 80, ibid.). The 
handing of a letter to a postman in the street to put into the 



Digitized by 



Google 



32 ON OBTAINING THE OBANT. 

poet is not a posting of the letter {Re London and Northern Bank 
[1900] 1 Ch. 220). 

Applications for patents sent through the post are, so far as 
is practicable, opened and numbered in the order in which the 
letters containing the same are respectively delivered in the 
ordinary course of post; and applications left by hand are in 
like manner numbered in the order of their receipt at the Patent 
Office (Patents Rules, 1908, Eule 8). 

Applications must be for only One Invention. — No application 
can be for more than one invention (see s. 88 of the Patents Act, 
1888). But an applicant who includes in his specification by 
mistake, inadvertence, or otherwise, more than one invention, 
may, with the consent of the Comptroller, at any time before the 
date allowed for the acceptance of his complete specification (see 
p. 85, infra), amend the same so as to apply for one invention 
only, and may make application for each such invention accord- 
ingly. Every such application, if the applicant notifies his 
desire to that effect to the Comptroller, bears the date of the first 
application (Patents Bules, 1908, Bule 9). If the Comptroller 
objects to an application on the ground that it includes more 
than one invention, the applicant may appeal to the Law Officer 
(see Robinson's Patent, Griff. P. C. 267). If a patent for more 
than one invention is granted, no person, in any action or pro- 
ceeding, can take any objection to the patent on that ground 
(s. 88 of the Patent Act, 1888). 

Gorreotion of Clerical Errors. — The Comptroller may, on 
request in writing accompanied by the prescribed fee, correct any 
clerical error in or in connection with an application for a patent 
(s. 91 of the Patents Act, 1888). 

Employment of Patent Agents. — Although many inventors do, 
and are competent to, draft their own specifications, the employ- 
ment of a qualified patent agent or a solicitor is, in the majority 
of cases, essential or prudent (see, further, p. 280, infra). 

Examination of Application and Specifications. 

Referenoe to an Examiner. — Every application is referred by 
the Comptroller to an Examiner, who ascertains and reports to 
the Comptroller whether — 

(1) The nature of the invention has been fairly described; 
and 



Digitized by 



Google 



THE APPLICATION. 38 

(2) The application, specification, and drawings (if any) have 
been prepared in the prescribed maimer ; and 

(8) The title saflSciently indicates the subject-matter of the 
invention (s. 6 of the Patents Act, 1888). 

Where a complete specification is left after a provisional 
specification, the Examiner has farther to ascertain whether — 

(4) The complete specification has been prepared in the: 
prescribed manner (see p. 69, infra) ; and 

(5) The invention described in the complete specification is 
substantially the same as that which is described in the pro- 
visional specification (s. 9 (1) of the Patents Act, 1888). 

The Examiner's report is not in any case published or open to* 
public inspection, and it is not liable to production or inspection 
in any legal proceeding, unless the Court or officer having power 
to order discovery in such legal proceeding certifies that pro- 
duction or inspection is desirable in the interests of justice, and 
ought to be allowed (s. 9 (5), ibid., as amended by s. 8 of the 
Patents Act, 1888). 

Refusal by ComptrolleF to Prooeed. — If the Examiner reports 
unfavourably as to (1), (2), or (8), the Comptroller may refuse to 
accept the application, or require that the application, specifica- 
tion, or drawings be amended before he proceeds with the 
application ; and in the latter case the application, if the Comp- 
troller so directs, bears date as from the time when the require-^ 
ment is complied with (s. 2 of the Patents Act, 1888). And if 
the Examiner reports unfavourably as to (4) or (5), the Comp- 
troller may refuse to accept the complete specification until it 
has been amended to his satisfaction (s. 9 (2) of the Patents Act, 
1888). From the decision of the Comptroller refusing to accept 
an application or requiring an amendment (s. 2 of the Patents 
Act, 1888), or refusing to accept a complete specification (s. 9 (2) 
of the Patents Act, 1888), an appeal lies to the Law Officer (see 
p. 224, infra). 

The Examiner's report does not fetter the judgment of the 
Comptroller, who may exercise his judgment independently {Re 
C.'s Application (1890) 7 E. P. C. 250). 

The Comptroller may also refuse to accept an application for 
a patent if it is not in respect of only one invention (see p. 82, 
supra) f or of a '' manner of manufacture " within the Statute of 
Monopolies (Re Cooper's Application (1902) 19 E. P. C. 53 ; Re 
Johnson's Application (1902) 19 E. P. C. 66; Re Bridge's 
Application (1901) 18 E. P. C. 257). And he may refuse to grant 

L.P. D 
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a patent for an invention the use of which would, in his opinion, 
be contrary to law or morality (s. 86 of the Patents Act, 1883). 

Hbabino Befobe the Gomptbollbb. — ^Before exercising any 
discretionary power adversely to the applicant, the Comptroller 
must give ten days' notice, or such longer notice as he may 
think fit, to the applicant of the time when he may be heard 
personally or by his agent before the Comptroller (s. 94 of the 
Patents Act, 1888; Patents Bules, 1908, Bule 28). Within five 
days from the date when such notice would be delivered in the 
ordinary course of post, or such longer time as the Comptroller 
may appoint in such notice, the applicant must notify in writing 
to the Comptroller whether or not he intends to be heard (Bule 
29, ibid.). 

Whether the applicant desires to be heard or not, the Comp- 
troller may at any time require him to submit a statement in 
writing within a time to be notified by the Comptroller, or to 
attend before him and make oral explanations with respect to 
such matters as the Comptroller may require (Bule 80, ibid.). 

The Comptroller's decision in the exercise of any discretionary 
power is to be notified to the applicant, and to any other person 
who appears to him to be affected thereby (Bule 81, ibid.). 

Appeaij to Law Offiobb. — ^Where the Comptroller refuses to 
accept an application, or requires an amendment, the applicant 
may appeal from the decision to the Law Officer (s. 2 of the 
Patents Act, 1888 ; s. 9 (2) of the Patents Act, 1883 : see, as to the 
procedure on such appeals, p. 224, infra). 

Search as to NoTelty. — At the present time, no search is 
required to be made by the Comptroller as to the novelty of the 
invention in respect of which application for a patent is made ; 
in fact, the Comptroller is precluded, by reason of the last five 
words of s. 46 of the Act of 1883, from making any inquiry as to 
novelty (Re Cooper's Application (1902) 19 B. P. C. 53). 

S. 1 OF THE Act of 1902. — But so soon as the Board of 
Trade by order direct that s. 1 of the Patents Act, 1902, is to 
come into operation (s. 1 (11)), the examiner will, where a com- 
plete specification has been deposited, have to make a further 
investigation for the purpose of ascertaining " whether the 
invention claimed has been wholly or in part claimed or described 
in any specification (other than a provisional specification not 
followed by a complete specification) published before the date 
of the application, and deposited pursuant to any application for 
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a patent made in the United Kingdom within fifty years next 
before the date of the application " (b. 1 (2)). If it appears that the 
invention has been wholly or in part claimed or described in any 
such specification, the applicant will have to be informed thereof, 
and will be at liberty, within such time as may be prescribed, to 
amend his specification, and the amended specification will have 
to be investigated in like manner as the original specification 
(s. 1 (2)). The Examiner will have to report to the Comptroller 
the result of his investigations in such manner as the Board of 
Trade may direct (s. 1 (3)). If the Comptroller is satisfied that 
no objection exists to the specification on the above ground, he 
will, in the absence of any other lawful ground of objection, have 
to accept the specification (s. 1 (5)). If the Comptroller is not so 
satisfied, he will, after hearing the applicant, and unless the 
objection be removed by amending the specification to the satis- 
faction of the Comptroller, have to determine whether a reference 
to any, and, if so, what, prior specifications ought to be made in 
the specification by way of notice to the i)ublic (s. 1 (6)). 

The investigations and reports required by the section will not 
in any way guarantee the validity of the patent, and no liability 
will be incurred by the Board of Trade or any officer thereof by 
reason of, or in connection with, any such investigation or 
report, or any proceeding consequent thereon (s. 1 (9)). The 
Board of Trade, with the sanction of the Treasury, will be at 
liberty to prescribe an additional fee, not exceeding IL, in respect 
of the investigation, which will be payable on the sealing of the 
patent (s. 1 (10)). An appeal will lie from the decision of the 
Comptroller to the Law Officer (s. 1 (7)). 

Acceptance of the Specifications. 

Time for Acceptanoe of Complete Specification. — Unless a 
complete specification is accepted within twelve months from the 
date of application, the application (except in the case of an 
appeal having been lodged against the refusal to accept) becomes 
void (s. 9 (4) of the Patents Act, 1888). But the Comptroller 
may, on payment of the prescribed fee, extend the time for 
acceptance of the complete specification for a further period not 
exceeding three months (s. 8 of the Patents Act, 1886). An 
application for extension of time for accepting a complete specifi- 
cation must be made on Form Y., and must state in detail in 
what circumstances and upon what grounds the extension is 
applied for, and the Comptroller may require proof of the 
allegations (Patents Bules, 1908, Rule 10). 

D 2 
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Notioe and AdYertisement of Aooeptanoe.— On the acceptance 
of a provisional or complete specification, the Comptroller must 
give notice of acceptance to the applicant, and must advertise 
the acceptance of the complete specification in the Official 
Journal of the Patent Office (Rule 11, ibid. ; s. 10 of the Patents 
Act, 1888). 

Public Inspection of Application and Specifloation&u — Upon 
the acceptance of the complete specification, the application and 
specification or specifications, with the drawings, if any, may be 
inspected at the Patent Office upon payment of the prescribed 
fee (Rule 12, ibid. ; s. 10 of the Patents Act, 1883). Where an 
application for a patent has been abandoned (see p. 80, supra), 
or become void (see p. 85, infra), the specification or specifica- 
tions are not at any time open to public inspection or published 
(s. 4 of the Patents Act, 1885). 

If the complete specification left with a convention application 
(see p. 228, infra) is not accepted within twelve months from 
the date of the first foreign application, it is open to public 
inspection at the expiration of that period (Rule 15, ibid.). 

Ri^tB of InTentoF after Aooeptanoe of ProTisional Speoifl- 
cation. — ^Where an application for provisional protection has 
been accepted, the invention may, during the period between the 
date of the application and the date of sealing the patent, be 
used and published without prejudice to the patent to be 
granted for the invention (s. 14 of the Patents Act, 1888 ; and 
see p. 16, supra). 

Ri^ts of Inventor after Aooeptanoe of Complete Speoiflca- 
tion. — After acceptance of the complete specification, and until 
the date of sealing the patent, or the expiration of the time for 
sealing, the applicant has the like privileges and rights as if a 
patent had been sealed on the date of the acceptance of the com- 
plete specification; but he cannot institute any proceeding for 
infringement until the patent has been granted (s. 15 of the 
Patents Act, 1888). 
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The Grant. 

BBALING OP THB PATENT— DATE, ABBA AND DURATION OF THE 
GRANT— MAINTENANCE OF THB PATENT— LOSS OF THE PATENT 
—USE OF THE WORD "PATENT" AND OF THB ROYAL ARMS- 
OPPOSITION TO THB GRANT. 

SeaUng of the Patent. — Provided there is no opposition (see 
p. 40, infTa)y or, in the case of opposition, if the determination 
is in favour of the grant of a patent, the Comptroller causes a 
patent to be sealed (s. 12 (1) of the Patents Act, 1888). The 
patent is sealed with the seal of the Patent Office, but it has the 
same effect as if it were sealed with the Great Seal of the United 
Kingdom (s. 2, ibid.). 

The patent is to be sealed as soon as may be, and not after the 
expiration of fifteen months from the date of application, except 
where (1) the sealing is delayed by an appeal to the Law Officer, 
or (2) the sealing is delayed by opposition to the grant, or (8) the 
applicant dies before the expiration of the fifteen months, or (4) 
the Comptroller has enlarged the time for leaving a specification 
(s. 12 (8), ibid. ; s. 8 of the Act of 1885). 

In the first two cases the patent is sealed at such time as the 
Law Officer directs ; in case (8) the patent may be granted to 
the legal representative of the deceased and sealed at any time 
within twelve months after the deceased's death ; in case (4) a 
further extension of four months is allowed for sealing (s. 12 (8) 
of the Act of 1888 ; s. 8 of the Act of 1888). 

If some delay is caused through opposition, but the applicant 
neglects for an unreasonable time to comply with the requisition 
of the Comptroller, the case will not be one of delay caused ** by 
opposition " (Re A, db B.'s Application (1896) 18 R. P. C. 68). 

Date of the Patent. — ^Every patent is dated and sealed as of 
the day of the application (s. 18 of the Patents Act, 1888) ; and 
that date is conclusive (Acetylene Co. v. United Alkali Co. (1908) 
20 B. P. C. at p. 167). But no proceedings can be taken in 
respect of an infringement committed before the publication of 
the complete specification (s. 18, ibid.). A patent granted on a 
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convention application (see p. 228, infra) is entered in the 
Begister as dated of the date on which the first foreign applica- 
tion was made (Patents Bales> 1908, Bale 52). 

In the case of more than one application for a patent for the 
same invention, the sealing of a patent on one of those applica- 
tions does not prevent the sealing of a patent on an earlier 
application (s. 18 of the Patents Act, 1888). 

A patent granted to the true and first inventor is not invali- 
dated by an application in fraud of him, or by provisional pro- 
tection obtained thereon, or by any use or publication of the 
invention subsequently to the fraudulent application during the 
period of provisional protection (s. 85, ibid.). 

Area of the Orant. — The patent when sealed has effect 
throughout the United Kingdom and the Isle of Man (s. 16 of 
the Patents Act, 1888) ; the grant does not extend to the Channel 
Islands. 

Duration of the Orant. — The term limited for the duration of 
every patent is fourteen years from its date (s. 17 (1), ibid.). 
The duration of a patent granted on a convention application 
(see p. 228, infra) is reckoned as from the date of the first 
foreign application (Patents Bules, 1908, Bule 52). The term of 
a patent may, in certain cases, be extended on petition to His 
Majesty in Council (see p. 187, infra). 

Every patent, however, ceases if the patentee fails to make the 
prescribed payments within the prescribed times (s. 17 (2) of the 
Patents Act, 1888), unless an extension of time is granted by the 
Comptroller (see infra). 

Maintenanoe of the Patent. — If the patentee intends at the 
expiration of the fourth year from the date of his patent to keep 
the patent on foot, he must, before the expiration of the fourth 
and each succeeding year during the term of the patent, pay the 
prescribed fee (Patents Bules, 1908, Bule 66 ; for fees payable, 
see p. 289, infra). The time for payment of renewal fees in 
respect of a patent granted on a convention application (see 
p. 228, infra) is reckoned as from the date of the first foreign 
application (Bule 62, ibid.). 

If the last day fixed for paying any fee falls on Christmas Day, 
Good Friday, or on a Saturday or Sunday, or a Bank Holiday, 
or any day observed as a day of public fast or thanksgiving, the 
fee may be paid on the day next following such day, or days, if 
two or more of them occur consecutively (s. 98 of the Patents 
Act, 1888). 
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On payment of the proper fee, the Comptroller issueB a 
oertificate that the fee has been paid, and that by virtue of such 
payment the rights of the patentee remain in force (Bale 68, ibid.). 
Application for a renewal certificate should be on Form J. (Rule 
66, ibid.). 

If, in any case, by accident, mistake, or inadvertence, a 
patentee fails to make any prescribed payment within the pre- 
scribed time, he may apply to the Comptroller for an enlargement 
of time for making the payment (s. 17 (8) of the Patents Act, 
1888). Thereupon the Comptroller must, if satisfied that the 
failure has arisen from any of the causes above-mentioned, on 
receipt of the prescribed fee for enlargement, not exceeding ten 
pounds, enlarge the time for making the payment for a period not 
exceeding three months (s. 17 (4) of the Patents Act, 1888). 

An application for an enlargement of time for payment should 
be on Form E., and should state in detail the circumstances in 
which the patentee by accident, mistake, or inadvertence has 
failed to make the payment, and the Comptroller may require 
the patentee to substantiate by such proof as he may think 
necessary the allegations contained in the application for 
enlargement (Bule 67, ibid.). 

If any proceeding is taken in respect of an infringement of the 
patent committed after a failure to make any payment within the 
prescribed time, and before enlargement, the Court may, if 
it thinks fit, refuse to award any damages in respect of the 
infringement (s. 17 (4) of the Patents Act, 1888). 

Loss of the Patent. — If a patent is lost or destroyed, or its 
non-production is accounted for to the satisfaction of the Comp- 
troller, the Comptroller may at any time cause a duplicate to be 
sealed (s. 87 of the Patents Act, 1888). An application for a 
duplicate should be on Form N. 

Use of the word '' Patent." — If any person represents that 
any article sold by him is a patented article, when no patent has 
been granted for it, he is liable for every offence on summary 
conviction to a fine not exceeding five pounds (s. 105 of the 
Patents Act, 1888). 

A person is deemed to represent that an article is patented, if 
he sells the article with the word " patent," or ** patented,*' or 
any word or words expressing or implying that a patent has been 
obtained for the article stamped, engraved, or impressed on, or 
otherwise applied to, the article (s. 105 (2), ibid.). 

It is an offence to sell an article with " Patent " or " Patented *" 
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applied to it if only provisional protection has been obtained 
(R. V. WaUis (1886) 3 R. P. C. 1 ; R. v. Crampton (1886) 3 R. P. C. 
867). But it is no offence to use the words '' Patent applied 
for " (see R. v. WcUlis, supra, at p. 3). And, by virtue of s. 15 
of the Act of 1888, which gives to an applicant whose complete 
specification is accepted the same rights as if the patent had 
been sealed (see p. 36, supra), it is no offence to represent an 
article as patented after the complete specification has been 
accepted, although no patent has been sealed (JR. v. Townsend 
(1896) 13 R. P. G. 265). It is probably no offence to represent 
an article as patented where the patent has expired (see 
Cheavin v. Walker (1877) 5 C. D. 850). 

Use of the Royal Arms. — A person who, without the authority 
of His Majesty, or any of the Royal Family, or of any Govern- 
ment Department, assumes or uses in connection with any trade, 
business, calling, or profession, the Royal Arms, or arms so 
nearly resembling the same as to deceive, in such manner as to 
be calculated to lead others to believe that he is so authorised, is 
liable on summary conviction to a fine not exceeding twenty 
pounds (see s. 106 of the Patents Act, 1883). 

OPPOSITION TO THE GRANT. 

OpoiindB of Opposition. — S. 11 (1) of the Patents Act, 1888, as 
amended by s. 4 of the Patents Act, 1888, provides '' that any 
person (see p. 49, infra) may at any time within two months 
from the date of the advertisement of the acceptance of a com- 
plete specification, give notice (see p. 51, infra) at the Patent 
Office of opposition to the grant of the patent," on any of the 
following grounds, viz. : — 

1. That the applicant obtained the invention from the opponent, 
or from a person of whom the opponent is the legal representative. 

The words "obtained the invention" mean "obtained the 
invention which is purported to be patented " ; they refer to the 
identity of the invention, and not the right of the person from 
whom it was obtained to be regarded as the true and first 
inventor {Re Thivaite's Application (1892) 9 R. P. C. 515). A 
person may oppose on the first ground although he does not 
himself intend to apply for a patent for the invention obtained 
from him {Re Thwaite's Application, supra, at p. 516). 

Having regard to the fact that by allowing the issue of 
a patent the matter is not closed, but it is left open to the 



Digitized by 



Google 



OPPOSITION TO THE GRANT. 41 

opponent to challenge, in a Court of law, the validity of the 
patent, a patent will not be refused on this ground unless the 
Comptroller or Law Officer is satisfied that no jury could 
reasonably come to a decision in favour of the applicant (see per 
Clarke, S.-G., in Re Stuart's Application (1892) 9 R. P. C. at 
p. 453). 

Where the evidence is of a conflicting nature, the Comptroller 
will usually allow the patent to be sealed without prejudice to 
the opponent's appeal to the Law Officer {Lake's Patent (1886) 
Oriflf. P. C. 294 ; Evans's Patent (1884) Griflf. P. C. 279). 

If the opposition is directed only to a portion of the invention, 
a patent may be granted for the portion not opposed {Re 
I'hwaite's Application (1892) 9 R. P. C. 515). 

InYentions Commonlcated from Abroad.— S. 11 only applies 
to communications between persons in the United Kingdom and 
the Isle of Man ; it does not apply to communications made 
abroad. For, prior to the passing of the Act of 1888, the law 
was well settled that a person importing into the realm an 
invention was the true and first inventor within' the meaning of 
the Statute of Monopolies, and it mattered not under what cir- 
cumstances he had obtained the invention abroad, and the Act 
of 1888 has made no alteration in the law in this respect. The 
merit of an imported invention lies in the importation ; and the 
Comptroller, therefore, has no jurisdiction to inquire as to the 
circumstances under which the invention was obtained by the 
importer {Edmund's Patent (1886) Griflf. P. C. at p. 288). 

Where, therefore, an invention has been communicated from 
abroad, the person from whom it has been obtained cannot 
oppose on the first ground of opposition {Edmund's Patent, 
4upra; Re Higgin's Patent (1892) 9 R. P. C. 74; Re Lake's 
Patent (1888) 6 R. P. C. 415 ; Re Spiel's Patent (1888) 5 R. P. C. 
281). But the grant of a patent for an invention communicated 
from abroad may be opposed on the ground that the invention 
was not communicated to the applicant, but to the opponent, 
who alone had authority to apply for a patent (Fiechter's Case 
<1882) Griflf. P. C. 284 ; and see Edmund's Patent, supra). 

Opposition by Master or Seinrani— The mere existence of a 
contract of service does not per se disqualify a servant from 
taking out a patent for an invention made by him during 
his term of service (see p. 26, supra). Rut if a workman 
is employed by an inventor to make a model for the pur- 
pose of carrying out his invention, and the workman suggests 
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improvements in detail of the machine, which are adopted in the 
machine or model as completed, those suggestions are the pro- 
perty of his employer, and the workman cannot afterwards take 
out a patent for them (per Davey, S.-G., in Re David (1886) 
2 Griff. P. C. 26 ; cf. Re MarshaU'a Patent (1900) 17 B. P. C. 
558). And where an expert is employed by an inventor for the 
purpose of making experiments, the benefit of discoveries made 
during the experiments belong to the employer, and he alone is 
entitled to claim originality in the matter (see Re Homan's 
Patent (1889) 6 R. P. C. 104 ; Kurtz v. Spence (1888) 5 R. P. C. 
at p. 181). 

Tenns of Sealing where InYention is Joint Produotion of 
Applicant and Opponent. — If it appears that the invention has 
not been wholly invented by the applicant, and that part of the 
merit of the invention is due to the opponent, the patent will, as 
a general rule, be granted to the applicant and opponent jointly 
(Eadie'8 Patent (1885) Griflf. P. C. 279). 

Where the parties objected to a patent being granted to them 
jointly, the Comptroller allowed separate patents to issue, upon 
the condition that each party agreed to assign to the other one 
half-share of the respective patents, and to pay one-half of the 
renewal fees {Garthwaite's Patent (1886) Griflf. P. C. 284). 

In Re RtmeWs Patent ((1857) 2 De G. & J. at p. 185), the 
patent was sealed on the following terms : That the patent should 
be granted to two trustees, one to be named by each party ; each 
party to have a free licence to himself and partners ; all costs of 
both sides properly incurred in the matter of the patent to be 
borne and paid equally by both ; a deed to be prepared accord- 
ingly, and settled, if the parties differed, by the conveyancing 
counsel of the Court. In Luke's Patent ((1886) Griflf. P. C. 294), 
the grant was made to the applicant subject to the filing of an 
agreement by which the applicant undertook to do all necessary 
acts for securing to the opponent the full rights of a joint 
patentee, and the opponent undertook to take no proceedings 
for revocation of the patent when granted. In Evans's Patent 
( (1884) Griflf. P. C. 279), the patent was granted to the applicant 
on the condition that he assigned one half-share of the patent to 
the opponent, and that the opponent (who had already obtained 
a patent for substantially the same invention) assigned one half- 
share of his patent to the applicant. 

Who are " Legal RepresentatlTeB.*' — The term '* legal repre- 
sentative " must be construed in its ordinary sense — as meaning 
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an executor or administrator of a deceased person {Edmund's 
Patent (1886) Griff. P. 0. at p. 282). The term does not include 
a person holding a power of attorney (Edmund's Patent, supra) 
or the legal assignee of an invention {Be Spiel's Patent (1888) 

6 E. P. C. 281). 

2. That the invention has been patented in this country on 
application of prior date. 

More patents are opposed on this ground than on any other. 

" Patented " means an invention which is not only described 
in a prior specification, but claimed; as only that is patented 
which the inventor claims {Von Buch's Application (1887) 2 Griff. 
P. C. 40 ; Be BartUtt's Application (1892) 9 R. P. C. at p. 514). 
Hence, an objection cannot be based on inventions which have 
only been provisionally protected {Bailey's Patent (1884) Griff. 
P. C. 269). 

A person may oppose on this ground of opposition as soon as a 
complete specification has been accepted (see s. 16 of the Patents 
Act, 1888; L'Oiseau's Application (1887) 2 Griff. P. C. 36). 

In deciding whether to grant or refuse a patent on this 
ground, the question of infringement is not considered {Be 
Newton's Application (1900) 17 B. P. G. at p. 124) ; and a 
patent will not be stopped merely because the invention is 
not new {Be Nahnsen's Application (1900) 17 B. P. C. 208) or 
does not show subject-matter {Todd's Application (1892) 9 B. P. C. 
at p. 488 ; but see p. 88, supra, and Be Bridge's Application 
(1901) 18 R. P. C. 257). 

A patent will only be stopped where the two inventions are 
substantially identical {Cumming's Patent (1884) Griff. P. G. 277 ; 
StuAbs's Patent (1884) Griff. P. G. 298 ; Be Tattersali's Patent 
(1892) 9 R. P. C. at p. 151 ; Be Nahnsen's Application (1900) 
17 R. P. G. 203). But if the applicant's invention is only 
colourably different {Be Smith's Application (1896) 13 R. P. G. 
200; Be Walker's Application (1888) 6 R. P. G. 345 ; Be WaUis's 
Application (1888) 5 R. P. G. 347; Be Daniel's Application 
(1888) 5 R. P. G. at p. 415; Be Wylie's Application (1896) 
13 R. P. G. 97), or merely consists in the substitution of 
mechanical equivalents {Be Whittaker's Application (1890) 
13 R. P. G. 580; Be Haythornthwaite's Application (1889) 

7 R. P. G. 70 ; Be Smith's Application, supra), the patent will 
be refused. It will also be refused if the applicant's arrange- 
ment involves no invention {Be Bridge's Application (1901) 18 
R. P. G. 257). 
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A very clear case is required to stop a patent where the claims 
in two specifications have to be combined and pieced together to 
amount to a prior claim (see i>«r Webster, A.-G., in Ross's Patent 
<1891)8R.P. C. 477). 

Yalidity of Prior Patent will not be Considered.— Whether 

the prior patent is bad on the ground of disconformity {Oreen's 
Patent (1885) Griflf. P. C. 286 ; Re Haythomthwaite's Application 
(1889) 7 R. P. C. 70), or want of novelty {Re Thomboraiigh's 
Patent (1896) 13 R. P. C. 116), or any other ground {Re Thorn- 
borough's Patent, supra ; Oreen's Patent, supra), is immaterial, 
and will not be considered. 

Whether Prior Patent is still in Foroe is Immaterial.— The 

fact that the prior patent has lapsed or has expired makes no 
difference. '' The Act allows an application for a patent to be 
opposed on the ground that the invention has been previously 
patented, and so long as the opponent's invention has been 
patented — if it were a hundred years ago — it would not make 
any difference " (per Gorst, S.-G., in Lancaster's Patent (1884) 
Griff. P. C. at p. 294 ; and see Qlossop's Patent (1884) Griff. P. C. 
285 ; Re Stewart's Application (1896) 13 R. P. C. at p. 628 ; Re 
HaU's Patent (1888) 5 R. P. C. at p. 285). 

Disolaiming Clauses. — It is now the well recognised practice 
that where there is any doubt as to the identity of the two 
inventions, the doubt should be given in favour of the sealing 
of the patent (see per Webster, A.-G., in Welch's Patent (1884) 
Griff. P. C. at p. 301). But where the question is a doubtful 
one, the patent will usually only be sealed on the condition that 
a disclaiming clause is inserted in the specification (see Welch's 
Patent, supra ; Re TattersaWs Patent (1892) 9 R. P. C. 150). 

Disclaiming clauses may be either general or special. A 
general disclaimer is a disclaimer as to the existing state of 
knowledge ; a special disclaimer is a disclaimer as to something 
which is claimed by a specific specification. 

*' The principles upon which the Law Officers have acted now 
for some years in allowing disclaiming clauses are, first, if it 
appears clear that upon the invention claimed by the prior 
patentee there will be a repetition of the claim to the earlier 
invention in the later patent ; and, secondly, if it is clear that 
the public would be misled by the later specification without 
disclaimer " {per Webster, A.-G., in Re SteWs Patent (1891) 8 
R. P. C. at p. 236). 
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Disclaimers are of no value to the prior patentee except for 
the purpose of preventing the public being misled, or of pre- 
venting unfair dealing by means of patents which might be 
subsequently granted {Re SteWs Patent, supra ; Re Quests Patent 
(1888) 6 B. P. C. at p. 816) ; and a prior patentee who asks for 
a disclaimer must satisfy the Comptroller, or the Law Officer on 
appeal, that it is necessary for his protection {Re SteWs Patent, 
supra, at p. 287). 

General Disclaimers. — Where there are several prior patents 
relating to the same subject-matter, a general disclaimer only 
will be ordered (see Quest's Patent (1888) 5 R. P. C. at p. 315 ; 
Re Welch's Patent (1891) 8 R. P. C. 442). 

In Me Curtis' s Application ((1892) 9 R. P. C. 495) the applicant 
was required to state that he *' is aware that nitro-glycerine 
explosives have been made from the use of one variety of 
insoluble nitrated cotton, though such variety contained some 
proportion of soluble nitrated cotton, and that no claim is made 
thereto, but what is claimed is the use of the explosive pro- 
duced from a mixture of insoluble nitrated cotton with soluble 
nitrated cotton in the proportions indicated in the specification.*' 

In Re Quest's Patent ( (1888) 5 R. P. C. 812) the disclaimer ran 
as follows : ** We are aware that various arrangements of cycles 
have been heretofore proposed, having either a jointed back-bone 
or the frame divided into portions joined together with one o9* 
more joints. Su^h arrangements have been defective, owing to 
the nature of the joint or joints used." The words in italics were 
required to be added by the Law Officer. 

In Re Newton's Application ((1900) 17 R. P. C. 128) the state- 
ment inserted was as follows : " I wish it to be understood that I 
am aware that it has been proposed to use, in a loom for 
weaving tufted fabrics, a tube frame having bearings for a 
plurality of tuft yarn carrying spools, and tuft yarn carrying 
spools arranged in such bearings, and I declare that what I 
claim is : — " 

There is no objection to a patentee inserting (provided he does 
it fairly) what he believes to be a statement of prior knowledge. 
But he must not put any construction of his own on prior 
specifications. For example, after stating that certain materials 
have been treated before in a certain way, and to which process 
he makes no claim, the applicant may say: '' For further details 
I refer to the specification of A." ; but he must not state : 
''For instance, in the specification of A., flocks are introduced 
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into the milling machine along with the fabric, when by the 
action of the machine, the flock is felted and fastened into the 
fabric ** (Re Atherton'a Patent (1889) 6 R. P. C 647). 

Special Disclaimbbs. — A later patentee ought not to be com- 
pelled to insert a special reference to the earlier specification of 
the opponent, unless it is practically admitted by the later 
applicant that the governing principle was, for the first time, 
discovered or disclosed in the opponents* specification {per 
Webster, A.-G., in Re Welch's Patent (1891) 8 R. P. C. at 
p. 448). '' I have never considered," said Webster, A.-G., in Re 
Guest's Patent (1888) 6 R. P. C. at p. 815, "that a prior 
patentee has any right to be specially named, unless the appli- 
cants are willing to name him, and unless it is clear that there 
is no other publication except the one that is mentioned." And 
see Re HUVs Application (1888) 6 R. P. G. at p. 601; Re 
Newton's Application (1900) 17 R. P. C. at p. 124 ; Re Marsden's 
Patent (1896) 18 R. P. C. at p. 88. 

A special reference will not be required to be inserted where 
the applications for the two inventions are practically con- 
current {Re Oreenhalgh*s Application (1897) 14 R. P. C. at p. 888), 
or where the reference is desired merely by way of calling 
attention to the existence of the prior patent {Re Adam's 
Application (1896) 18 R. P. C. 548). 

Where it appears that the applicant's invention is a mere 
improvement upon the opponent's {Hoskins' Patent (1884) 
Griflf. P. C. 291 ; Re Newton's Application (1900) 17 R. P. C. 
at p. 124; Re Nexmnan's Patent (2) (1888) 5 R. P. C. 279; Re 
Levinstein's Application (1894) 11 R. P. C. 848; Re Maxim's 
Application (1894) 11 R. P. C. 814 ; Re Adam's Application 
(1896) 13 R. P. C. 548 ; Re Tlwmboivugh's Patent (1896) 13 
R. P. G. 115), or where the prior patent is shown to be a master 
or pioneer patent {Re Hoffman's Patent (1890) 7 R. P. C. 92 ; 
{Re Sachse's Application (1900) 18 R. P. C. 221; Re HiU's 
Application (1888) 5 R. P. C. at p. 601 ; Re Welch's Patent 
(1891) 8 R. P. G. at p. 443), or where the applicant's main claim 
is shown to have been anticipated by the prior patent and the 
very minimum of invention is left {Re Sachse's Application, 
supra), a specific reference will be ordered. 

An opponent who desires his patent to be construed as a 
master or pioneer patent, must bring the state of knowledge 
before the Comptroller {Re Southwell's Application (1899) 16 
R. P. C. 861). But in cases where it appears that the applicant's 
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claim is for a mere minimum of invention, the position of a 
master patent is not to be discussed in any narrow spirit (Re 
Sachse'a Application (1901) 18 R. P. C. 221). 

In HoskifiB' Patent ((1884) Griflf. P. C. 291), where the appli- 
cant's invention was only an improvement on the opponent's, 
the form of special disclaimer was as follows: ''This invention 
refers to improvements in the description of cots invented by 

G. N., for which invention a patent, No. , of , has been 

granted to him, and it consists, etc." 

In Re Newman's Patent (2) ( (1888) 5 R. P. C. 279), another case 
of an improvement, the disclaimer ran : '' I am aware of the 

prior patent granted to R. A., dated , No. , and I do 

not claim anything described and claimed in the specification of 
that patent, and in particular I do not claim the apparatus as 
shown and described with reference to figure ." 

In Re Lynde's Patent ((1888) 5 R. P. C. 668), where the 
opponent's was shown to be a master patent, the following 

disclaimer was ordered : " I am aware of E.'s patent. No. , 

of , and do not claim anything claimed and described 

therein." The same form of disclaimer was inserted in Re 
Wallace's Patent (1888) 6 R. P. C. 184 ; and see Re Hoffman's 
Patent (1890) 7 R. P. C. 92. 

In cases where the insertion of a disclaimer would unfairly 
prejudice the patent, a mere reference to the prior patent has been 
ordered instead of a disclaimer (see Re Van Qelder's Patent (1892) 
9 R. P. C. 825 ; Re Maxim's Application (1894) 11 R. P. C. at p. 816) . 

The fact that the opponent's patent has expired is rather a 
reason for mentioning it than for not mentioning it {Re Hall's 
Patent (1888) 5 R. P. C. at p. 286). 

The Law Officer, it seems, is not bound by a decision of the 
Court of Appeal, before the time for appealing to the House of 
Lords has expired, as to the construction of a prior specification 
{Re Hoffinans Patent (1890) 7 R. P. C. at p. 98). 

Striking Out and Amending the DeBoription and Claims.— 

In some cases a claim, and the description to which it relates, 
are ordered to be struck out {Re HalVs Patent (1888) 6 R. P. C. 
288); and the insertion of a disclaimer may be required in 
addition {Re Hamilton's Application (1902) 19 R. P. G. at p. 86). 

In Re Hamilton's Application (supra) Carson, S.-G., ordered 
four out of six claims to be struck out, and certain disclaimers 
to remain. 

In Teague's Patent ( (1884) Griff. P. C. 298), the opponent was 
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given the option of requiring the insertion of a special disclaimer 
or the omission of certain parts of the specification and drawings* 

Amendments. — Sometimes a patent is sealed on condition that 
the claim or description is amended (see Re HiJTs Application 
(1888) 5 B. P. C. 599). But amendments must not be considered 
as a matter of course (Re Criat's Application (1903) 20 B, P. C. 
476). A specification ought to be so framed by the applicant in 
the first instance that a patent may properly be granted ; and it 
is not at all a matter of course that, if the specification is 
presented in such a form that the patent cannot be granted 
without amendment, the necessary amendments will be made 
{per Finlay, S.-G., in Re Thomas's Application (1899) 16 B. P. C. 
at pp. 70, 71 ; and see Re Lupton's Application (1897) 14 B. P. C. 
at p. 262). 

No amendment will be allowed which amounts to a claim to 
an invention which was not in the least the distinctive subject- 
matter which the applicant had in view when he filed bis 
complete specification (Re HarrihTs Application (1900) 17 B. P. C. 
at p. 619; and see Re Grist's Application (1908) 20 E. P. C. 475). 
The applicant will not be allowed to say : " True, what I have 
originally claimed, if you take it as it is stated, is anticipated, 
but I can show you that there is something else in addition, 
which is not anticipated, and I ask you, now that I have found 
out that I have been anticipated in the main claim, to allow 
the necessary changes in the specification to put forward the 
distinctive matter" (Re Mills' Application (1901) 18 B. P. C. 
at p. 824). 

In a proper case, a patent may be sealed with a claim entirely 
differing from that in the specification as originally framed (Re 
Harrild's Application (1900) 17 B. P. C. at p. 619) ; but an 
amendment which practically amounts to the re-writing of the 
whole specification, and the formation of some new claim, will not 
be allowed (Re Grist's Application (1903) 20 B, P. C. at p. 476). 

If the necessary disclaimer or excision would have the effect 
of leaving nothing which can properly form subject-matter for a 
patent, the patent will be refused (Re Hedge's Application (1895) 
12 B. P. C, at p. 137). 

3. That the complete specification describes or claims an invention 
other than that described in the provisional specification, and that 
such other invention forms the subject of an application made by 
the opponent in the interval between the leaving of the provisional 
specification and the leaving of the complete spedHcation, 
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This groand of opposition was given by the Patents Act, 1888. 
Under the law prior to that Act, an inventor might develop hi& 
invention in the interval between the leaving of the provisional 
and the complete specifications (see p. 70, infra) ; and the 
Act has made no alteration in the law in this respect {Re 
Edwards' Patent (1894) 11 B. P. C. 461). 

Hence, a patent will not be refused on this groand where th& 
additional matter included in the complete specification amounts 
only to an improvement on or to fair development of the 
invention disclosed in the provisional specification {Re Millar' » 
AppUcatian (1898) 15 R. P. C. 718 ; Re Edwards* Patent, 8upra ,- 
Re Andersm's Patent (1890) 7 E. P. C. 828; and see p. 70, 
infra). But if the complete specification describes or claims an 
invention which is difiTerent to the invention disclosed in the 
provisional specification, the patent will be stopped, or will be 
granted only upon the condition that the complete specification 
is amended so as not to claim the extra invention (see WiUon's 
AppUcatian (1892) 9 B. P. C. 512, n.) 

In Re Bin's Application ((1892) 9 B. P. C. 489), Webster, A.-G., 
asked for, and referred to, the applicant's original drawings, for 
the purpose of ascertaining what the applicant really intended 
by the words he used in his specifications. 

DiSCONFORMITT IN ItSBLF IS NO GbOUND OF OBJECTION. — 

Disconformity, per se, is no ground of objection to the grant 
of a patent {Newman's Patent (1888) 5 B. P. C. at p. 278; 
Re Haythomthwaite's Application (1890) 7 B. P. C. at p. 71) ; to 
stop a patent, the opponent must show that the complete speci- 
fication not only describes or claims a different invention, but 
also that the different invention forms the subject of an applica- 
tion made by him in the interval between the filing of the two 
specifications. 

Who may Oppose. 

8. 11 (1) of the Act (see p. 40, supra) provides that " any 
person " may oppose on any of the three grounds. The question 
who may oppose on the first and third grounds involves no 
difBculty. 

As to the second ground, viz., that the invention has been 
patented in this country on an application of a prior date, it has 
now been settled by the Court of Appeal that " any person " 
must be read as meaning only a person interested in the prior 
patent, and that a member of the public having no interest is 
noji entitled to be heard, either before the Comptroller or the Law 

L.P. B 
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Officer, in opposition to the grant of a patent (R. v. Comptroller^ 
General (1899) 16 B. P. G. 284). Bat a person interested in one 
prior patent is entitled to rely in support of his opposition npon 
specifications other than those in which he is interested so long 
as they are germane to the particular question {Be Stewart's 
Application (1896) 18 B. R C. 627 ; and see Re J, and J.'s 
Application (1902) 19 B. P. C. 656). 

An agent for the grantee of a patent (Heath's Patent (1686) 
Griff. P. G. at p. 290), or a mere manufacturer under a patent 
(Re Macevoy's Patent (1888) 5 B. P. C. 285; Re Bairstow's 
Patent (1888) 6 B. P. 0. at p. 289 ; but see Re Meyer's Application 
(1899) 16 B. P. G. 626), is not entitled to be heard in opposition. 
But a licensee under a prior patent (Re Hill's Application (1888) 

6 B. P. G. 699), or an assignee of a prior patent (see Olossop's 
Patent (1884) Griflf. P. G. 286 ; Re Marsden's Patent (1896) 18 
B. P. G. 87), may oppose. 

A foreign patentee who is entitled to have his patent antedated 
under s. 108 of the Patents Act, 1888 (see p. 227, infra), so as to 
be prior in date to an application, is not entitled to oppose the 
application on the ground that the invention had been patented 
by him on an application of prior date (Everitt's Application 
(1888) 2 Griflf. P. G. 28; but see Re Main's Patent (1888) 

7 B. P. G. 18). 

A person may oppose once the complete specification of the 
prior invention has been accepted (see p. 48, supt^a); and he 
may oppose although the prior patent has lapsed or expired 
(see p. 44, supra). 

Bogus Oppositions. — Where an opposition is not a genuine 
one, but is entered merely for the purpose of delaying the sealing 
of the patent, the applicant runs a grave risk of entirely losing 
his patent, and the Law Officers will refuse to extend the time for 
sealing without satisfactory evidence that the proceedings are not 
collusive (Re A. B.'s Application (1902) 19 B. P. G. at p. 404 ; 
Be A. B.'s Application (1902) 19 B. P. G. 566). In the former 
case Garson, S.-G., said : " I am aware that this process has been 
resorted to for the purpose of extending the time in which the 
patent will be sealed, and that, as I understand it, for the purpose 
of enabling the necessary proceedings to be taken in America or 
other foreign countries, to ensure the patent being sealed there 
also in due time. . . . But I desire to say that, so far as I am con- 
cerned, I find no right whatsoever under the Act of Parliament 
that any such oppositions should be entered for this indirect 
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purpose ; and I consider oppositions so entered a gross abuse, 
either by applicants for patents or by patent agents, of the pro- 
ceedings in the Comptroller's office, and subsequently, when 
appeal is taken, in this department/' 

Procedure on Oppositions. 

Motioe of Opposition. — Notice of opposition must be given at the 
Patent Office within two months from the date of the advertise- 
ment of the acceptance of the applicant's complete specification 
(s. 11 (1) of the Patents Act, 1888). The notice must be on 
Form D. and must state the ground or grounds on which the 
opponent intends to oppose the grant, and must be signed by 
him. The notice must give an address for service within the 
United Kingdom, and must be accompanied by an unstamped 
copy, which copy must be transmitted by the Comptroller to the 
applicant (Patents Bules, 1908, Bule 82). 

Where the ground or one of the grounds of opposition is that 
the invention has been patented in this country on an application 
of prior date, the number and date of such prior application must 
be specified in the notice (Bule 86, ibid.). 

Should the notice not be in the prescribed form, the Comptroller 
may give leave to amend it; for Bule 76 provides that any 
document for the amendment of which no special provision is 
made by the Acts may be amended. For examples of amend- 
ments which have been allowed, see Re DanieVs Application 
(1888) 6 E. P. C. 418 ; Re Airey's Application (1888) 5 B. P. C. 848. 

Opponent's Evidence. — ^Where the ground of opposition is that 
the applicant has obtained the invention from the opponent, or 
from a person of whom such opponent is the legal representative, 
unless a statutory declaration in support of such allegation is 
left at the Patent Office within fourteen days after the expiration 
of two months from the date of the advertisement of the accept- 
ance of the applicant's complete specification, the opposition is 
deemed to be abandoned (Patents Bules, 1908, Bule 88). The 
Comptroller may request or allow any person who has made 
a statutory declaration in support of this allegation to attend 
before him at the hearing and make oral explanations with 
respect to such matters as the Comptroller may require (Bule 84, 
ibid.). 

Except where the above ground is relied upon, statutory 
declarations need not be left in connection with an opposition ; 
but the opponent may, within fourteen days after the expiration 

B 2 



Digitized by LjOOQ 16 



52 THE GRANT. 

of two months from the date of the advertisement of the accept- 
ance of the applicant's complete specification, leave at the Patent 
Office statutory declarations in support of his opposition, and on so 
leaving must deliver copies thereof to the applicant (Bule 86, ibid.). 

Applicant's EYidenoe. — Within fourteen days from the 
delivery of such copies, the applicant may leave at the Patent 
Office statutory declarations in answer, and on so leaving must 
deliver to the opponent copies thereof (Bule 87, ibid.). 

Evidenoe in Reply. — Within fourteen days from delivery of 
the applicant's copies, the opponent may leave at the Patent 
Office his statutory declarations in reply, and on so leaving 
must deliver to the applicant copies thereof. Declarations in 
reply must be confined to matters strictly in reply (Rule 87, ibid.). 

No further evidence may be left on either side except by leave, 
or on the requisition, of the Comptroller (Bule 40, ibid.). 

Evidenoe where Opponent leaves no Declarations. — If the 

opponent does not leave statutory declarations in support of his 
opposition, the applicant may (if he desires so to do) within 
three months from the date of the advertisement of the accept- 
ance of his complete specification, leave at the Patent Office 
statutory declarations in support of his application, and on so 
leaving must deliver copies thereof to the opponent (Bule 88, ibid.). 
Within fourteen days from the delivery of such copies, the oppo- 
nent may leave at the Patent Office statutory declarations in 
answer, and on so leaving must deliver to the applicant copies 
thereof, and within fourteen days from such delivery the applicant 
may leave at the Patent Office his statutory declarations in reply, 
and on so leaving must deliver to the opponent copies thereof. 
The declarations in reply must be confined to matters strictly in 
reply (Rule 89, ibid.). 

Enlargement of Time for Lodging Evidence. — The times 
prescribed by the Patents Bules, 1908, for lodging evidence, 
other than the times for lodging evidence referred to in Bule 88 
(see p. 51, 8upra), may be enlarged by the Comptroller if he 
thinks fit, and upon such notice to other parties, and pro- 
ceedings thereon, and upon such terms, as he may direct 
(Bule 77, ibid.). 

Power to Dispense with Evidenoe. — Where a person is 
unable to make any declaration required by the Bules, the 
Comptroller, with the sanction of the Board of Trade, may 
dispense with the evidence in certain circumstances (Bule 78, 
ibid.). See p. 81, mpra. 
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Fonn of the Declarations. — The statutory declarations mast 
be headed in the matter or matters to which they relate, and 
must be drawn in the first person, and divided into paragraphs 
consecutively numbered, and each paragraph must so far as 
possible be confined to one subject. Every declaration must 
state the description and true place of abode of the person 
making it, and must be written or printed bookwise, and must 
bear the name and address of the person leaving it, and must 
state on whose behalf it is left (Bule 26, ibid,). 

The declaration may, in the United Kingdom, be made and 
subscribed before any Justice of the Peace, or any Commissioner 
or other officer authorised by law in any part of the United 
Kingdom to administer an oath for the purpose of any legal 
proceeding (Bule 26, ibid.). 

Declarations should be confined to matters material to the 
issue ; if the case is overlaid with unnecessary declarations, the 
costs will be fixed by the Law Officer on the party responsible 
for them {Re Brand's Application (1894) 12 B. P. C. 102; and 
see Re Hedge's Application (1896) 12 B. P. G. 186). 

Specifications or models relied upon should be made exhibits ; 
otherwise they cannot be received as evidence {Lancaster's 
Patent (1884) Griflf. P. C. at p. 294; Bailey's Patent (1884) 
Griff. P. G. 269. But specifications or models not in evidence 
may be referred to for the purpose of better understanding the 
drawings {Lancaster's Patent, supra), or of ascertaining the state 
of knowledge at the date of the applicant's patent {Jones's 
Application (1886) 2 Griff. P. G. 84 ; and see Patents Bules, 1908, 
Bule 41, infra). 

The Hearing. — On completion of the evidence, if any, or at 
such other time as he may see fit, the Comptroller must appoint 
a time for the hearing of the case, and must give the parties ten 
days' notice at the least of such appointment (Patents Bules, 
1908, Bule 41). 

If either party does not desire to be heard he must, as soon as 
possible, notify the Comptroller to that effect. If either party 
desires to be heard he must leave Form E. at the Patent Office ; 
the Comptroller may refuse to hear either party who has not left 
that form prior to the date of the hearing (Bule 41, ibid.). 

If either party intends to refer at the hearing to any publica- 
tion other than a specification mentioned in the notice of 
opposition, he should, unless the same has been referred to in a 
statutory declaration already filed, give to the other party and to 
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the Comptroller five daye* notice at the least ot his intention, 
together with details of each publication to which he intends to 
refer (Bole 41, ibid.). 

At the hearing the applicant begins ; but where the opponent 
charges fraud, his evidence will be taken first, as the anu$ 
probandi is on him (Luke's Patent (1886) Griff. P. C. 294). 

Either party may be represented by his agent, solicitor or 
counsel. 

The Comptroller has no power to summon witnesses or to 
have the declarants cross-examined viva voce (Hatfield's Patent 
(1884) Griff. P. C. 288). 

After hearing the party or parties desirous of being heard, or 
if neither party desires to be heard, then without a hearing, the 
Comptroller must decide the case and notify his decision to the 
parties (Bule 41, ibid.). 

Irregularity in Procednre. — Any irregularity in procedure, 
which in the opinion of the Comptroller may be obviated with- 
out detriment to the interests of any person, may be corrected, 
if and on such terms as the Comptroller may think fit (Bule 76, 
ibid.). 

Costs. — The Comptroller has no power to award costs. 

Appeal firom Ck>mptFoller'8 Decision. — From the decision of 
the Comptroller an appeal lies to the Law Officer (s. 11 (2) of the 
Patents Act, 1883). For the procedure on such appeals, see 
p. 224, infra. 

An appeal lies by an opponent against the mere refusal to 
require a reference to the opponent's patent (Re BroivnhiWs 
Patent (1888) 6 B. P. C. 185). 

Only persons being, in the opinion of the Law Officer, 
'' entitled to be heard " may be heard on an appeal (s. 11 (8) of 
the Patents Act, 1888) ; and the Law Officer is the final autho- 
rity for determining whether a person is entitled to be heard, 
whether before the Comptroller or on appeal, in opposition to 
the grant of a patent (R. v. CoinptroUer-Oeneral (1899) 16 
B. P. C. 288). As to the class of persons so entitled, see 
pp. 49, 50, supra. 
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CHAPTEE IV. 
Thb Speoificatiomb. 

THE PROVISIONAL SPECIFICATION — THB COMPLETE SPECIFICA- 
TION—THE CLAIMS— CONSTRUCTION OF THB SPECIFICATION- 
AMENDMENT OF THB SPECIFICATION. 

General Remarks. — An application for letters patent must be 
accompanied by either (a) a provisional specification or (b) a 
complete specification (s. 5 (2) of the Patents Act, 1888). 

If a complete specification is left in the first instance no pro- 
visional specification is required. If a complete specification is 
not left with the application it may be left, at the present time, 
at any subsequent period within nine months from the date of 
application. But so soon as the Board of Trade by Order direct 
that s. 1 of the Act of 1902 is to come into operation, the 
complete specification will have to be left within six months 
from the date of application (see p. 29, supra). 

Although a provisional specification is not published until the 
complete specification is published (see p. 86, supra), the inven- 
tion may be used during the period between the date of applica- 
tion and the date of sealing without prejudice to the patent to be 
granted (s. 14 of the Patents Act, 1888). 

AdTantages in Leaving only a ProviBional Speoifioation in 
the First Instance. — If application is made in the first instance for 
provisional protection only, the chief advantages are that — (1) less 
immediate outlay is involved ; (2) the inventor has nine months 
(when 6. 1 of the Act of 1902 is in operation the time will be six 
months ; see p. 29, supra) within which to perfect the details of 
his invention ; (8) the inventor is enabled to test the commercial 
value of his invention at a trifling cost ; (4) an inventor, who 
has reason to fear a prior application, may secure immediate 
protection in respect of an invention the details of which he has 
not as yet fully mastered ; and (5) if the invention should prove 
unsatisfactory, the inventor may abandon his application without 
prejudice to a subsequent application (see p. 80, supra). 
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Disadvantages. — No proceedings for infringement can, how- 
ever, be taken until the patent has been granted (s. 16 of 
the Patents Act, 1888), and then only for infringements com- 
mitted after the publication of the complete specification (s. 18, 
ibid.). And the applicant cannot use the word ''patent" or 
'' patented," or any words representing that the invention is 
patented, until the complete specification has been lodged and 
accepted (see p. 89, supra). 

The Provibional Specification. 

The provisional specification, if any, must be left with the 
application (s. 6 (2) of the Patents Act, 1888 ; see p. 29, supra), 
and must 

(1) Commence with the title (s. 6 (5), ibid.); 

(2) Describe the nature of the invention (s. 5 (8), ibid.) ; and 
(8) Be accompanied by drawings, if required (s. 6 (8), ibid.). 

The Title.— S. 5 (6) of the Patents Act, 1888, provides that a 
specification, whether provisional or complete, must commence 
with the title ; but this provision is directory only (see Vickers v. 
SiddeH (1890) 7 R. P. C. at p. 806). 

The title must sufficiently indicate the subject-matter of the 
invention (s. 6, ibid.). If it does not do so, the Comptroller may 
refuse to accept the application, or require an amendment ; but 
an appeal lies from the Comptroller's decision to the Law Officer 
(6. 2 of the Patents Act, 1888). 

Formerly, when no provisional specification had to be filed, 
the accuracy of the title was a matter of the utmost importance, 
as disconformity between the title and the specification was fatal 
to the validity of the grant. Now, the provisional specification 
bears to the complete specification much the same relation as 
that which, before the Patent Law Amendment Act, 1862, the 
title bore to the specification (see per Lord Chelmsford, L.C., in. 
Penn v. Bibby, 2 Ch. at p. 188). The title now, therefore, is not 
of such importance ; and few, if any, defective titles are passed 
by the Comptroller. In very few reported cases, since the intro- 
duction of a provisional specification, has a defective title been 
set up as a ground of objection to the validity of a patent, and in 
each case the objection has been rebutted (see Pirrie v. York 
Street Co, (1898) 10 E. P. C. at p. 46 ; Bowling v. BUUngton 
(1890) 7 R. P. C. at p. 200 ; Shaw v. Jones (1889) 6 R. P. C. at 
p. 836 ; Leadbeater v. Kitchin (1890) 7 R. P. C. at pp. 289, 240). 

Nevertheless, should the Comptroller pass a title which does 
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not sufficiently indicate the subject-matter of the invention 
{Pirrie v. York Street Co., mpra ; Tbut see Leadbeater v. Kitchin, 
supra), it is conceived that objection could be taken to the 
validity of the patent on that ground, notwithstanding the 
reference to an Examiner (see Vickers v. SiddeU (1890) 7 B. P. G. 
at p. 808). 

Should an applicant desire to omit a part of the invention 
described by the title an amendment of the title is probably not 
necessary ; a disclaiming clause might be inserted in the com- 
plete specification, indicating that part only of the invention 
originally covered by the title was intended to be claimed {Dart's 
Patent, Griflf. P. C. at p. 808 ; and see Brown's Patent (1887) 2 
Oriff. P. C. 1). An amendment in the title and provisional 
should be confined to excision only, and the excision should be 
such as does not extend the scope of the title (Dart's Patent, 
supra). 

Desopiption of Nature of Inyention. — The provisional specifica- 
tion must describe the nature of the invention. But it need not 
particularly describe the nature of the invention or the mode of 
performing it ; the complete specification is left to do this (see 
p. 59, injra). 

The office of the provisional specification is only to describe 
generally and fairly the nature of the invention. It need not 
enter into all the minute details as to the manner in which 
the invention is to be carried out (see per Byles, J., in Re 
NewaU dt Elliot (1858) 4 C. B. (N. S.) 269 ; Lucas v. MiUer 
(1885) 2 E. P. C. at p. 159 ; Pneumatic Tyre Co. v. East London 
Co. (1897) 14 B. P. C. at pp. 98, 99), or contain such a descrip- 
tion of the invention as will enable a skilled workman to make it 
(see per Jessel, M.B., in Stoner v. Todd (1876) 4 C. D. at p. 60 ; 
per Bomer, J., in Pneumatic Tyre Co. v. East London Co. (1897) 
14 B. P. C. at pp. 98, 99), or describe the nature of the invention 
otherwise than roughly, so long as it is fairly described (Pneu- 
matic Tyre Co. v. East London Co., supra, at p. 98; United 
Telephone Co. v. Harrison (1882) 21 C. D. at p. 747), or detail 
the particular advantages of the invention (Pneumatic Tyre Cn. 
V. East London Co., supra, at p. 99). 

The provisional specification was never intended to contain a 
complete and exhaustive description of the invention. It was 
intended to be sufficiently specific to disclose the nature of the 
invention, so as to protect the inventor until the time for filing 
the complete specification, but permitting him in the meantime 
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to perfect any details, to modify, sapplement, and develop his 
invention, always keeping within the ambit of his invention as 
disclosed in his provisional specification (per Lopes, L.J., in 
Woodward v. Scmmm (1887) 4 R. P. C. at p. 178). 

The function of the provisional is, therefore, to ascertain, not 
the entirety, bat the identity of the invention (see p^ Smith, L.J., 
in Cassel Co. v. Cyanide Syndicate (1895) 12 R. P. C. at p. 267) ; 
it bears to the complete specification a relation similar to that 
which a writ of summons bears to the statement of claim. The 
inventor must describe his invention sufficiently to ear-mark it 
and enable it to be identified with the invention to be more 
particularly described in the complete specification {Oadd v. 
Mayor of Manchester (1892) 9 R. P. C. at p. 529). 

The provisional specification must, however, be sufficiently 
comprehensive to include the invention comprised in the com- 
plete specification ; if it does not the patent is altogether void 
(see p. 70, infra). Matters which are contained in the com- 
plete, and not in the provisional, must, therefore, be matters 
of detail only. But a part of the invention comprised in 
the provisional may be omitted in the complete (see p. 71, 
infra). 

The Drawings. — A provisional specification is very seldom 
accompanied by drawings ; but there may be cases in which it is 
expedient, if not essential, that drawings should be left in order 
that the specification may include all that the applicant may 
desire to claim in his complete specification. Where drawings 
accompany the provisional specification, the complete specifica- 
tion need not be accompanied by drawings, but may refer to the 
drawings which accompanied the provisional specification (s. 2 
of the Patents Act, 1886). The subject of drawings is fully 
considered later (see pp. 64, 66, infra). 

The Complete Specification. 

The complete specification may be left with the application 
for letters patent (see p. 29, supra), or, at the present time, within 
nine months from the date of the application (s. 8 (1) of the 
Patents Act, 1888). But so soon as the Board of Trade by 
Order direct that s. 1 of the Patents Act, 1902, is to come into 
oi)eration, the specification will have to be left within six months 
from the date of the application (s. 1 (8) of the Patents Act> 
1902; see p. 29, supra). 
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Beqiiinm«nts as to Contents. — The oomplete speoifieation 
must — 

(1) Commence with the title. 

(2) Particularly describe and ascertain the nature of the 
invention (see infra). 

(8) Particularly describe and ascertain in what manner the 
invention is to be performed (see p. 61, infra). 

(4) Be accompanied by drawings, if required (see p. 64 
infra). 

(6) Make a full disclosure (see p. 66, infra). 

(6) Not contain any misleading suggestion (see p. 68, infra). 

(7) Not be ambiguous (see p. 69, infra). 

(8) Conform with the provisional specification (see p. 70, 
infra). 

(9) End with a distiact statement of the invention claimed 
(see p. 72, infra). 

(1) Title. — This requirement has already been dealt with (see 
p. 56, 9wpra). 

(2) Desoription of Natore of InYention. — A complete specifi- 
cation, whether left on application or subsequently, must 
particularly describe and ascertain — (1) the nature of the 
invention ; and (2) in what manner it is to be performed 
(s. 5 (4) of the Patents Act, 1883). 

These two requirements, although often confused and over- 
lapping, are really distinct, and it is always necessary to keep 
clearly before one's mind, and not to commit the mistake of 
supposing, that compliance with one is necessarily compliance 
with the other. One set of words may sufficiently disclose both 
the nature of the invention and the mode of performing it ; but 
in a well-drawn specification the two conditions are kept distinct 
(see per Lindley, L.J., in Edison v. Holland (1889) 6 B. P. C. at 
pp. 279, 280 ; per Grove, J., in PhilpoU v. Hanbwry (1885) 2 
R. P. C. at p. 88). 

The first condition imposes upon the patentee the necessity of 
stating in clear and intelligible language what his invention 
really is, so that others may know what addition the patentee 
has made to what was known before, so that they may know 
what they are not at liberty to do without his consent during the 
existence of the patent ; in other words, so that they may know 
what the monopoly is that is granted to the patentee (see per 
Lindley, L.J., in Edison v. Holland, supra; per Grove, J., in 
PhUpott V. Hanbwy, supra). 
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The second condition (see pp. 61 — 64, infrc^ imposes upon 
the patentee the necessity of stating in clear and intelligible 
language, in what manner the patented invention is to be 
performed, so that others may learn from the specification 
how practically to avail themselves of the patented invention 
when the patent has expired ; how they are to do what is neces- 
sary to carry out the new invention, the nature of which has been 
previously disclosed (see per Lindley, L. J., in Edison v. HoUand, 
iupra ; per Grove, J., in Young v. Rosenthal (1884) 1 R. P. C. at 
pp. 81, 32). 

With reference to the degree of clearness and distinctness of 
the language necessary to be used to comply with these condi- 
tions, it is obvious that no hard-and-fast rule can be laid down ; 
the degree of clearness can only be stated in language which 
itself admits of considerable latitude in its application. On the 
one hand, the patentee must make the nature of his invention, 
and how to perform it, clear and intelligible ; on the other hand, 
it is not necessary for him to instruct persons wholly ignorant of 
the subject-matter to which his invention relates in all that they 
must know before they can understand what he is talking about 
(per Lindley, L.J., in Edison v. Holland (1889) 6 R. P. C- at 
pp. 279, 280 ; per Grove, J., in Philpott v. Hanbury (1885) 2 
B. P. C. at p. 88 ; and see p. 61, infra). 

What is Suffioibnt Dbsgriftion. — In complying with the 
first requirement, i.e., in describing the nature of his invention, 
the patentee does all that is necessary, if he makes the nature 
of his invention plain to persons having a reasonable competent 
knowledge of the subject, although from want of skill they could 
not themselves practically carry out the invention (per Lindley, 
L.J., in Edison v. Holland, supra). He must state the nature of 
his invention in reasonably accurate language (per Grove, J., in 
Philpott v. Hanbury (1886) 2 R. P. C. at p. 88), and should clearly 
point out what the object of his invention is (Allen v. Duckett 
(1893) 10 R. P. C. 397) ; but he need not describe the pith and 
marrow of his invention (per Yaughan Williams, L.J., in Bunge 
v. Higginbottom (1902) 19 R. P- C. at p. 198). 

The test of sufficiency is — ** Is the specification such that a 
fair man, willing or wishing to understand the specification, can 
reasonably gather from it what the patentee considers his inven- 
tion and what he says he prohibits the public from using ? " (per 
Grove, J., in Philpott v. Hanbui-y (1885) 2 R. P. C. at p. 88 ; and 
see per Alderson, B., in Morgan v. Seaward (1886) 1 W. P. C. at 
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p. 178). If '' No," then the patent is altogether bad (Philpott v. 
Hanbury, mpra ; AUen v- Duckett (1898) 10 R. P. C. 897). 

(8) Desoriptlon of Mode of Performing the InYention. — In 

complying with the second requirement, Le., in describing in what 
manner the invention is to be performed, the patentee does all 
that is necessary if he makes it plain to persons having 
reasonable skill in doing such things as have to be done in order 
to work the patent, what they are to do in order to perform his 
invention. If, as may happen, they are to do something the 
like of which has never been done before, he must tell them how 
to do it, if a reasonable competent workman would not him- 
self see how to do it on reading the specification, or on having 
it read to him (per Lindley, L.J., in Edison v. Holland (1889) 6 
R. P. Cat p. 280). 

The description need not be such as will enable a person wholly 
ignorant of the subject-matter to carry out the invention (see per 
Jessel, M.R., in Plimpton v. Malcolnison (1876) 8 C. D. at p. 668). 
^* No sort of specification would probably enable a ploughman, 
utterly ignorant of the whole art, to make a watch" {per Lord 
EUenborough, C.J., in Harmar v. Playne (1809) 11 East, at p. 108). 

On the other hand, the description must be something more 
than that which would only enable persons of exceptional skill to 
perform the invention ; because those persons would, upon a mere 
hint in the specification, probably invent a machine which would 
answer the purpose extremely well (see per Parke, B., in Neilson v. 
Harford (1841) 1 W. P. C. at p. 814 ; and see per Jessel, M.R., 
in Plimpton v. Malcolmson (1876) 8 C. D. at pp. 668, 669). 

To WHOM THB Specification is Addressed. — The persons 
to whom the specification is addressed are artisans of ordinary 
skill in the particular art or manufacture to which the inven- 
tion relates (see per Lord Gaims, L.G., in British Dynamite 
Co. V. Krebs (1896) 18 R. P. C. at p. 192; per Lord Halsbury, 
L.C., in Tubes v. Perfecta Co. (1908) 20 R. P. C. at p. 96 ; Listei- 
V. Norton (1886) 3 R. P. C. at p. 208 ; Plimpton v. Makolmsofi 
(1876) 8 C. D. at pp. 568, 569 ; Neilson v. Harford (1841) 1 
W. P. G. at pp. 814, 815). A specification for improvements in 
gas-motor engines is addressed to gas-motor engine makers and 
workers, and not to the public outside ; consequently you do not 
require the same amount of minute information that you would 
in the case of a totally new machine, applicable to a totally new 
kind of manufacture {per Jessel, M.R., in Otto v. Linford (1882) 
46 L. T. (N. S.) at p. 41). 
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The Spbcificatiom must mot Lbayb Pbbsons to Expebimbnt 
OB Invent. — If the description of the mode of performing the 
invention is not sufficient to enable a workman possessed of 
ordinary skill in the particular industry to obtain the desired 
result without fresh experiment or research, or without the 
exercise of his inventive faculties, it will be bad, and the 
patent invalid (see per Lord Halsbury in Badische v. Levinstein 
(1887) 4 R. P. C. at pp. 462, 468 ; Bradford Dyers v. Bury 
(1902) 19 R. P. C. at p. 7; Simpson v. Holliday (1866) 
L. R. 1 H. L. at pp, 320, 821 ; Wegmann v. Corcoran (1878) 18 
C. D. at p. 66). The specification may call upon a workman to 
exercise all the actual existing knowledge common to the trade 
{Lane-Fox v. Kensington Electric Co. (1892) 9 R. P. C. at p. 247) ; 
but it must not call upon him to exercise his invention or 
ingenuity (Lane-Foxv. Kensington Electric Co.^ supra ; Morgan v. 
Seaward (1886) 1 W. P. C. at p. 174 ; Plimpton v. Malcolmson 
(1876) 8 C. D. at p. 569), or to make experiments {R. v. Wheeler 
(1819) 2 B. & Aid. at pp. 358, 854; Hinks v. Safety Co. (1876) 
4 C. D. 607 ; Wegmann v. Corcoran (1878) 18 C. D. 65 : and see 
the other cases quoted above); and — to use the words of Sir 
George Jessel in Plimpton v. Malcolmson {supra) taken from those 
of Baron Alderson — it must not '^ take the form of a problem " 
(see per Smith, J., in Lane-Fox v. Kensington Electric Co. (1892) 
9 R P. C. at p. 248). 

Information as to Common Details need not be Given. — 
An inventor, however, need not give any directions respecting 
details which the persons to whom the specification is 
addressed must be assumed to know {Kane v. Boyle (1901) 18 
R. P. C. at pp. 885, 886 ; British Dynamite Co. v. Krebs (1896) 
18 R. P. C. 190 ; Re Goulard's Patent (1889) 6 R. P. C. at p. 224 ; 
Badische v. Levinstein (1887) 4 R. P. C. at p. 468 ; Leonhardt v. 
Kalle (1895) 12 R. P. C. 108 ; Plimpton v. Malcolmson (1876) 
8 C. D. at p. 570. For instance, the specification of an invention 
for an improved gas machine need not give any directions 
respecting a condenser; for a workman who is accustomed to 
construct gas apparatus will know that he must put in a condenser 
(see Crossley v. Beverley (1829) 1 W. P. C- at p. 110, n.). And 
in the specification of an invention relating to a supply of 
electricity from dynamos worked in series with alternating 
currents, the inventor need not tell the public to rigidly couple 
the dynamos ; for any workman of ordinary skill who would be 
employed to put up the dynamos would know that the dynamos 
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mtiBt keep time, and that the ordinary mode of effecting this 
would be a rigid coupling (Hopkinion v. St. Jamei's Electric Co. 
(1898) 10 R. P. C. at pp. 61, 62). 

''If a patentee sajs that something must be done, which a 
reasonable competent man would know how to do, the patentee 
need not tell him how to do it, nor warn him to be careful, and 
to exercise such forethought and attention as the delicacy of the 
process to be used, or the material to be employed, plainly 
demand. . . . The fact that a workman may use a wrong tool 
when he has a right one, which a little thought will lead him to 
see ought to be used, does not warrant the inference that a 
specification is bad if it does not tell him what tool to use" {per 
Lmdley, L.J., in Edison y. Holland (1889) 6 R. P. C. at p. 282). 

Test of Sufficient Dbsobiption. — ^It is very difficult to 
describe in words the distinction between an amount of practice, 
without which failure is probable, but the necessity for which 
does not destroy a patent, and an amount of experiment and 
invention, without which failure is certain, and the necessity 
for which destroys a patent. The test by which to decide 
such a question is to be found by asking whether anything 
new has to be found out by a person of reasonable competent 
skill, in order to succeed, if he follows the directions contained 
in the specification. If '' Yes," the patent is bad ; if '' No," it is 
good so far as this point is concerned (see per Lindley, L.J., in 
Edi$on V. Holland (1889) 6 R. P. C. at p. 282). 

All the Modes of Opeeation need not be Stated. — ^A 
patentee need not describe every method known to him of 
carrying his invention into practical effect (see Coles v. BayUs 
(1886) 8 R. P. C. at p. 182; Patents Exploitation v. Siemens 
(1908) 20 R. P. G. 226), or all the materials or substances 
which will answer his purpose (see Bickford v. Skewes (1889) 
1 W. P. C. at p. 218; Leonhardt d Co. v. KalU <k Co. 
(1896) 12 R. P. G. at p. 116); he is not bound to make a 
catalogue of mechanical equivalents {Sandow v. Szalay (1904) 21 
R. P. G. at p. 887). But the best method known to him of 
performing his invention must be stated ; if it is not, the Grown 
will have been deceived in its grant, and his patent will be bad 
(see p. 67, infra). 

Pbopobtions. — And when dealing with new proportions of 
materials or ingredients, although he should state which are the 
best proportions (see p. 67, infra; cf. British Dynamite Co.v. Krebs 
(1896) 18 R. P. C. at p. 192), the patentee need not limit himself 
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to definite proportions (see NeiUon v. Betts (1871) L. B. 5 H. L. 
at p. 21 ; Otto v. Linford (1882) 46 L. T. (N. S.) at p. 41). If he 
does, others who use different proportions may be held not to 
infringe his patent (see Maxim v. Anderson (1898) 16 B. P. G. 421). 

Eppbct op Ebbobs in Description. — An error which appears 
on the face of the specification, or the drawings which it refers 
to, or which woald be at once discovered in following out the 
instructions given, will not vitiate the patent (see Miller v. 
Scarle, Barker (1898) 10 B. P. C. at p. Ill ; Simpson v. HoUiday 
(1866) L. B. 1 H. L. at pp. 820, 821 ; Otto v. Linford (1882) 46 
L. T. (N. S.) 85). But it is otherwise if the error was only 
discoverable by further experiment or inquiry, or if it amounts 
to a false suggestion (see Simpson v. HoUiday, supra ; Hinks v. 
Safety Co. (1876) 4 C. D. at pp. 616, 617 ; Wegmann v. Corcoran 
(1879) 18 C. D. at p. 90). 

(4) The Dpawings. — The complete specification must be 
accompanied by drawings, if required (s. 5 (4) of the Patents 
Act, 1888). It may, however, refer to the drawings which 
accompanied the provisional specification (s. 2 of the Patents 
Act, 1886), in which case the complete specification should refer 
to the drawings as those left with the provisional specification 
(Patents Bules, 1908, Bule 24). 

No drawings are necessary where the invention can be carried 
into effect without them (Savage v. Harris d Son (1896) 18 
B. P. G. at p. 98). But in the case of complicated mechanism, 
drawings are most desirable, if not absolutely essential ; f or " it 
is impossible not to recognise the fact that there are difficulties 
in the use of human language which become aggravated when 
you are dealing with complex machinery, and, indeed, unless the 
Patent Law allowed people to eke out their descriptions by giving 
plates and pictures of what it is they do, in some cases it would 
be almost hopeless to expect that you could, with sufficient 
precision, mark out the boundaries of thought for that which 
you intended to claim as the subject-matter of your invention " 
{per Lord Halsbury, L.C., in Tubes v. Perfecta Co. (1908) 20 
B. P. C. at p. 96). 

The drawings form part of the specification (Macfarland v. 
Price, 1 W. P. C. 74, n. ; Taylor v. Annand (1900) 17 B. P. C. at 
p. 187 ; Miller v. Scarle, Barker (1898) 10 B. P. C. at p. 111). 
They may be called in aid of it {Mathews v. Parmenter (1896) 18 
B. P. C. at p. 519 ; Bloxam v. Elsee (1825) 1 Car. & P. 558) ; and 
may limit the generality of the claim (see British Motor Co. v. 
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Friswell (1901) 18 E. P. C. at p. 506). But the drawings are 
subsidiary to the verbal description, and they cannot be relied 
upon as a description of a material part of an invention if the 
specification omits all reference to that part (Hattersley v. 
Hodgson (1908) 20 B, P. C. 591 ; Clark v. Adie (1877) 2 A. C. 
815 ; and see Otto v. Linford (1882) 46 L. T. (N. S.) 85). 

Effect op Ebrors in Drawings. — An obvious error in a draw- 
ing will not vitiate the patent (Otto v. Linford (1882) 46 L. T. 
(N. S.) 85 ; MUlerv. Scarle, Barker (1898) 10 B. P. C. at p. Ill ; 
cf. Hinks v. Safety Co. (1876) 4 C. D. 607). 

BuLES AS TO Drawings. — ^When drawings are furnished the 
following of the Patents Bules, 1908, must be observed : — 

18. Drawings, when furnished, should accompauy the provisional 
or complete specification to which they refer, except ia the case 
provided for by Rule 24. No drawing or sketch such as would 
require the preparation for the printer of a special illustration for 
use in the letterpress of the specification when printed should appear 
in the specification itself. 

19. Drawings must be made on pure white, hot-pressed, rolled, 
or calendered drawing paper of smooth surface, good quality, and 
medium thickness. Mounted drawings, and drawings on toned 
paper or Bristol or other board, must not be used. Drawings must 
be on sheets which measure 13 inches from top to' bottom, and are 
either 8 inches or 16 inches wide, the narrower sheets being pre- 
ferable. Each sheet should be provided with a border line half an 
inch from the edge of the paper, and the figures should be placed in 
an upright position. If there are more figures than can be shown 
on one of the smaller sized sheets, two or more of these sheets 
should be used in preference to employing the larger size. When 
an exceptionally large drawing is required, it should be continued 
on subsequent sheets. There is no limit to the number of sheets 
that may be sent in, but no more sheets should be employed than 
are necessary, and the figures should be numbered consecutively 
throughout. 

20. Drawings must be of such a character as to be suitable for 
reproduction on a reduced scale. To meet this requirement — 

(a) They must be executed with absolutely black Indian ink. 
(6) £ach line must be firmly and evenly drawn, sharply defined, 
and of the same strength throughout. 

(c) Section lines, lines for effect, and shading lines should be as 

few as possible, and must not be closely drawn. , 

(d) Shade lines must not contrast too much in thickness with 

the general lines of the drawing. 

(e) Sections and shading should not be represented by sohd 

black or washes. 
L.P. p 
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(/) They should be on a scale sufficiently large to show the 
invention clearly, and only so much of the apparatus, 
machine, etc., should appear as effects this purpose. If 
the scale is given, it should be drawn, and not denoted by 
worda 
Reference letters and figures, and index numerals used in 
conjunction therewith, must be bold, distinct, not less than one- 
eighth of an inch in height : the same letters should be used in 
different views of the same parts. Where the reference letters 
are shown outside the figure, they must be connected with the 
parts referred to by fine lines. 

21. Drawings must bear the name of the applicant (and, in the 
case of drawings left with a complete specification after a pro- 
visional specification, the number and year of the application) in 
the left-hand top comer ; the number of sheets of drawings sent, 
and the consecutive number of each sheet, in the right-hand top 
comer; and the signature of the applicant or his agent in the 
right-hand bottom comer. Neither the title of the invention nor 
any descriptive matter should appear on the drawings. 

22. A facsimile or " true copy " of the original drawings must 
be filed at the same time as the original drawings, prepared strictly 
in accordance with the above Rules (except with regard to the 
reference letters and figures, which should be in blacklead pencil). 

The words "original" or "tme copy" must in each case be 
marked at the right hand top comer, under the numbering of the 
sheet 

23. Drawings must be delivered at the Patent Office free from 
folds, breaks, or creases. 

24. If an applicant desires to adopt the drawings lodged with 
his provisional specification as the drawings for his complete 
specification, he should refer to them in the complete specification 
as those left with the provisional specification. 

(5) DisoIoBure. — It is a principle of Patent Law that there 
must be the utmost good faith in the specification {per Lord 
Lyndhurst, L.C., in Startz v. De La Rue, 1 W. P. C. 88). For 
''patents are to be considered as bargains between the inventor 
and the public, to be judged of on the principles of good faith, by 
making a fair disclosure of the invention, and to be construed 
as other bargains " (per Alderson, B. in Neilson v. Harford, 
1 W. P. C. at p. 841 ; and see per Lord Halsbury in Tiibes v. 
Perfecta Co. (1908) 20 B. P. C. at p. 95). To support a patent, 
therefore, it is necessary that the specification should make a 
full and fair disclosure. '' If the patentee suppresses anything, 
or if he misleads, or if he does not communicate all he knows, 
his specification is bad '' {per Bayley, J. in Lewi^ v. Marling 
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(1829) 1 W. P. C. at p. 496 ; and see per Buller, J. in R. v. Ark- 
Wright (1785) 1 W. P. G. at p. 66). But this mast be taken to 
mean a suppression of things material for the public to know 
(see p. 62, mpra); and if the patentee makes a full and fair 
communication so far as his knowledge at the time extends ^ he has 
done all that is required {per Bayley, J. in Lewis v. Marling, 
supra). 

Bbst Mode of Operation must be Stated. — The patentee 
musty in the first place, state the best method known to him 
of carrying out his invention (see per Lindley, L.J., in Edison v. 
Holland (1889) 6 B. P. C. at p. 282). He must disclose the 
means of producing his invention in equal perfection, and 
with as little expense and labour, as it costs him himself 
(Wood V. Zimmery 1 W. P. C. 82, n.) If he can perform his 
invention in one way more beneficial than another, he must 
disclose the more beneficial mode {British Dynamite Co. v. Krehs 
(1896) 18 B. P. C. at p. 195 ; TJwmson v. Batty (1889) 6 B. P. C. 
at p. 101). But where the patentee discloses several modes of 
carrying his invention into [effect, it is not incumbent upon him 
to distinguish their respective advantages (Badische v. Levinstein 
(1887) 4 B. P. C. 449). 

Cheapest Method must be Stated. — He must also state 
the cheapest materials or ingredients with which the patented 
article can be produced (Turner v. Winter (1787) 1 W. P. C. 
at pp. 81, 82 ; Plimpton v. Malcolmson (1876) 3 C. D. at p. 580) ; 
and if the materials or ingredients directed to be used can only 
be obtained abroad, that fact should be mentioned (Sturtz v. 
De La Rue, 1 W. P. C. 88)- 

Improvements must be Stated. — Moreover, the patentee must 
disclose any improv6mentj[discovered by him subsequently to 
lodging his provisional specification (Crossley v. Beverley (1830) 
1 W. P. C. at p. 117 ; and see p. 70, infra). 

Evbbything Material must be Stated. — In short, the 
patentee must communicate everything material for the public 
to know. If anything that gives an advantageous operation 
to the thing invented be concealed, the specification is void 
(Wood V. Zimmer, 1 W. P. C. 82, n. ; 2'etley v. Easton (1852) 
Macr. P. C. at p. 76; Lewis v. Marling (1829) 1 W. P. C. 
at p. 496 ; Allen v. DuckeU (1893) 10 B. P, 0- at p. 401), 

In Liardet v. Johnson ((1778) IjW. P. C. 58), a patent for trusses 
for ruptures was held void because^the patentee omitted to state 

F 2 



Digitized by 



Google 



68 THE SPECIFICATIONS. 

what was very material for tempering steel, namely, rubbing it 
with tallow. In Morgan v. Seaward ((1886) 1 W. P- C. at p. 182), 
Alderson, B., informed the jury that the specification should 
have stated, which it did not, that a slight difference in the 
length of certain rods was necessary to successfully perform the 
patented invention. In Sturtz v. De La Rue (1 W. P. C. 88), the 
grant was declared void because the patent omitted to state that 
certain materials directed to be used could only be obtained on 
the Continent. 

DiSGLOsuBE BY AcciDENT. — It is, doubtless, no objection to 
the validity of a patent to show that some essential material or 
ingredient was disclosed by a mere accident or fluke (see Tper 
Yaughan Williams, L.J., in Badische v. La Societe Chimique 
(1898) 15 R. P. C. at p. 868). 

DisoLosuBB BY AoBNTS. — ^Where an agent takes out a patent 
for- ^foreign inventor, the specification need only state the 
best means of carrying out the invention known to the agent ; 
for the agent is the patentee, and what the law requires is 
that the 'patentee shall tell the public what he knows {Plimjpton v. 
MaUolrmon (1876) 8 C. D. at pp. 582, 588 ; Wegmann v. Corcoran 
(1879) 18 G. D. 65). But if the original inventor has not told 
the agent enough to enable him so to describe the invention as 
that it can be constructed by the aid only of the specification, 
the patent will, of course, be invalid {Wegmann v. Corcoran^ supra). 

(6) Misleading Suggestions. — ^As there must be the utmost good 
faith in the specification (see p. 66, supra), it follows that, if in the 
specification there is anything which tends to mislead the public, 
the patent is void (see per Ashurst, J., in Turner v. Winter (1787) 
1 W. P. C. at p. 80; Re Owen's Patent (1899) 17 R. P. C. 68; 
Crompton v. Ibbotson, 1 W. P. C. 88). 

The patent will be void if the mode, or even one of the modes, 
directed by the specification, does not produce the desired 
result {R. v. Cutler (1848) Macr. P. C. 187 ; Turner v. Winter 
(1787) 1 W. P. C. at p. 81 ; Monnett v. Beck (1897) 14 R. P. C. 
777), or if the specification states as necessary to perform the 
invention something which is not necessary {R. v. Arkwnght 
(1785) 1 W. P. C. at p. 70 ; Lewis v. Marling (1829) 1 W. P. C. 
at p. 496 ; Re Owen's Patent (1899) 17 R. P. C. 68), or if the 
specification suggests that the invention may be made from 
materials or substances which will not answer the purpose 
{Crompton v. Ibbotson, 1 W. P. C. 88 ; Sturtz v. De La Rue^ 
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1 W. P. C. 88 ; Simpson v. HoUiday (1866) L. R. 1. H. L, 815), 
or if the Bpecification leads the public to suppose that a laborious 
process is necessary to the production of the patented article when, 
in fact, it is not {Savory v. Price, 1 W, P. C. 83), or if the speci* 
fication specifies certain proportions of materials or ingredients 
which will not do (Pooley v. Pointon (1885) 2 R. P. C. at p. 172), 
or if the specification represents that the machine described is 
capable of doing more than it really can {Crossley v. Potter 
(1868) Macr. P. G. at p. 245). But a patent is not bad merely 
because the most sanguine expectation of the patentee as to a 
favourable result is not realised in full {Saccharin Corpn. v. 
Chemicals Co. (1900) 17 R. P. C. at p, 88). 

(7) Ambiguity. — " The object of the specification is, that it 
is the price which the party who obtains the patent pays for it, 
and it would be a hard bargain on the part of the public if he 
were allowed to clothe his discovery and his description in 
characters so dark and so ambiguous, that no one could make 
from it when the fourteen years have expired, and he should not 
have paid the price for which he enjoyed the exclusive privilege, 
but that he should have it in his own hands still for as long a 
period as he chooses ; and, therefore, it is always a proper 
answer, when a patent is set up, to say that you have not so 
described it, that it may be understood " {per Tindal, G.J., in 
Walton V. Potter (1841) 1 W. P. C. at pp. 595, 596). 

Hence, it is incumbent on a patentee to describe his invention 
in the clearest and most unequivocal terms of which the subject 
is capable; and if it appears that there is any unnecessary 
ambiguity affectedly introduced into the specification, the patent 
is void (see per Ashurst, J., in Turner v. Winter (1787) 1 W. P. C. 
at p. 80; GaUoway v. Bleaden (1889) 1 W. P. C. at p. 524). 
The patentee must be explicit in the words which he uses {per 
Parwell, J., in Glover v. American Steel Co. (1902) 19 R. P. C. 
at p. 109). He must not give people a mechanical problem and 
call it a specification {per Jessel, M.R., in Plimpton v. Malcolmson 
(1876) 8 C. D. at p. 576). 

A patentee may invalidate his grant by leaving the persons to 
whom the specification is addressed (see p. 61, supra) in doubt 
as to what is the object of his invention {Hastings v. Brown 
(1858) 22 L. J. Q. B. 161 ; Allm v. Duckett (1898) 10 R. P. 0. 
at pp. 400, 401 ; Gandy v. Reddaway (1885) 2 R. P. C. 49 ; and 
see p. 60), or as to the manner in which it is to be performed 
{Bradford Dyers v. Bury (1901) 19 R. P. 0. at p. 7 ; and see 
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p. 61, supra) f or as to what materials or ingredients are to be 
used (see Gandy v. Reddaway (1885) 2 B. P. C. at p. 54 ; Sturtz 
V. De La Rue, 1 W. P. C. 83 ; Turner v. Winter (1787) 1 W. P. C. 
77 ; Cromptan v. Ibbotson, 1 W. P. C. 88 ; Derosne v. Fairie 
(1885) 1 W. P. C- at pp. 157, 158; Glover v. American Steel Co. 
(1902) 19 E. P. C. at pp. 109, 110). 

(8) DisQonformity. — If the invention particularly described in 
the complete specification is not substantially the same as that 
which is described in the provisional specification, the Comp- 
troller may refuse to accept the complete specification until it 
has been amended to his satisfaction (s. 9 (2) of the Patents Act, 
1883 ; and see p. 83, mpra). 

It was contended in Vickers v. SiddeU ((1890) 7 R. P. C. 292) 
that the new machinery of the Comptroller and Examiner (see 
p. 82, eupra) has superseded the power of raising any objection 
to the validity of a patent on the ground of disconformity. But 
Lord Halsbury, L.C., there said (at p. 808) that he was unable 
to take that view. The Court of Appeal decided, in the later 
case of NuttaU v. Hargreaves ((1891) 8 B. P. C. 450), that discon- 
formity is still fatal to the validity of a patent grant ; and in 
Castner-Kellner Co. v. Commercial Corpn. ((1900) 17 B. P. C. 598) 
the House of Lords held a patent invalid for disconformity. 

A patentee, therefore, will still invalidate his grant if he 
claims in his complete specification an invention which is 
different from that disclosed in his provisional specification. 

In deciding whether a complete specification goes beyond the 
limits allowed by law, two questions only have to be considered, 
viz.: (1) What is the nature of the invention for which the 
patentee had obtained provisional protection ? and (2) Is what 
is described in the complete specification an invention of a 
different nature from the former ? {per Lindley, L.J., in Gadd v. 
Mayor of Manchester (1892) 9 B. P. C. at p. 526). If the inven- 
tion set out and claimed by the complete specification is an 
invention different from the invention set out in the provisional 
specification, the patent is bad (Watling v. Stevens (1886) 8 
B. P. C. at p. 151 ; BaUey v. Roberton (1878) 3 A. C. 1055). 

Improvements may be Intboducbd. — An inventor may, in 
fact it is his bounden duty to, introduce into his complete 
specification any improvement discovered by him between the 
date of his application and the date of lodging his complete 
specification (see Crossley v. Beverley (1880) 1 W. P. C. at p. 117; 
MiUer v. Scarle, Barker (1898) 10 B. P. C. at p. Ill; 
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Pneumatic Tyre Co. v. Ixion Tyre Co, (1897) 14 R. P. C. at p. 869 ; 
Crompton v. Patents Investment Co. (1888) 5 R. P. C. at p. 897 ; 
Woodward v. Sansum (1887) 4 R. P. C- 166 ; Lucas v. Miller 
(1885) 2 R. P. C. 155 ; Pneumatic Tyre Co. v. East London Co. 
(1897) 14 R. P, C. at pp. 100, 578). But he cannot, under 
colour of an improvement, obtain the advantages of provisional 
protection for an invention the nature of which he has not 
described in his provisional specification (see per Lindley, L.J., 
in Gadd v. Mayor of Manchester (1892) 9 R. P. C. at p. 526). 

New Modes op Operation may be Introduced. — And the 
patentee is not tied down to the particular methods of obtain- 
ing his object as described in the provisional specification; so 
long as the methods described in the complete specification are 
really idthin the invention disclosed in the provisional specifi- 
cation, the former methods may differ from the latter without 
invalidating the grant (see Oadd v. Mayor of Manchester (1892) 
9 R. P. C. at p. 526 ; Woodward v. Sansum (1887) 4 R. P. C. 
at p. 177 ; Watling v. Stevens (1886) 8 R. P. C. 147 ; Ward v. 
Hill (1903) 20 R. P. C. at pp. 201, 203; Re GeipeVs Patent 
(1904) 21 R. P. C. at. p. 389 ; Siddell v. Vickers (1888) 5 R. P. C. 
at p. 426). 

Effect of Abandoning Part op the Invention. — The 
abandonment in the complete specification of a part of the 
invention comprised in the provisional specification does 
not affect the validity of the patent {Pneumatic Tyre Co. v. 
East London Co. (1896) 14 R. P. C. at pp. 98, 573 ; Thomas v. 
Welch (1866) 1 C. P. at p. 201 ; Re Goulard's Patent (1888) 6 
R. P. C. 525 ; Ward v. HiU (1903) 20 R. P. C. at p. 200). The 
abandonment is a notification to the public that the inventor 
could not work or thought useless the part omitted (Sandow v. 
Szalay (1904) 21 R. P. G. at p. 342), and others may use the 
part omitted without infringing the patent (Sandow v. Szalay, 
supra, at p. 345). But if that which is omitted goes to the 
essence of the invention, the omission will amount to discon- 
formity (see per Vaughan Williams, L. J., in Ward v, HUl (1903) 
20 R. P. C. at p. 198). 

Attitude thb Court Adopts. — Having regard to the pro- 
visions made for the comparison of the two documents by an 
Examiner (see p. 32, supra), the Court will not decide against 
the validity of a patent on the ground of disconformity, 
unless the invention described in the complete specification is 
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unmistakably different from that disclosed in the provisional 
specification. If a case is on the border line, the patent ought to 
be held good rather than bad (see per Lindley, L.J., in Gadd v. 
Mayor of Manchester (1892) 9 B. P. C. at p. 527 ; Chadbum 
V. Mechan (1895) 12 R. P. C. at p. 185). 

DiSCONFORMITY MAY BE CuRBD BY AMENDMENT. — ^DisCOUformity 

may be cured by amendment (see Moser v. Marsden (1896) 18 
B. P. C. 24) ; but the amendment must, of course, be such as 
entirely removes the defect (see Lane-Fox y. Kensington Electric 
Co. (1892) 9 B. P. C. 418). 

Bepobted Gases. — For examples of patents held void on the 
ground of disconformity, see, in addition to the case quoted above, 
United Telephone Co. v. Harrison (1882) 21 C. D. 720 ; Brooks 
V. Lamplugh (1898) 15 B. P. C. 88 ; Osmonds v. Balmoral Co. 

(1898) 15 B. P. C. 505; Tubeless Tyre v. Trench Tyre Co. 

(1899) 16 B. P. C. 291 ; Cera Co. v. Dobbie (1892) 11 
B. P. C. 10; Castner-KeUner Co. v. Commercial Corpn. (1900) 17 
B. P. C. 598 ; Savage v. Bnndle (1900) 17 R P. C. 228 ; Adams 
V. Stevens (1898) 16 B. P. C. 225 ; Nuttall v. Hargreaves (1891) 
8 B. P. C. 450 ; Magee v. Tangyes (1896) 14 B. P. C. 255. 

For examples of patents attacked but not held void on this 
ground, see Watling v. Stevens (1886) 8 B. P. C- 147 ; Ward v. 
Hill (1908) 20 B, P. C. 189 ; Qadd v. Mayor of Manchester 
(1892) 9 B. P. C. 516; Re OeipeVs Patent (1904) 21 B, P. C. 
879 ; Sutcliffe v. Abbott (1902) 20 B. P. C. 50 ; Lucas v. MiUer 
(1885) 2 B. P. C. 155 ; Moseley v. Victoria Co. (1887) 4 B. P. C. 
241 ; Crompton v. PatenU Investment Co. (1889) 6 B. P. C. 287 ; 
Pneumatic Tyre Co. v. Ixion Tyre Co. (1897) 14 B. P. C. 858 ; 
NewaU v. Elliot (1858) 4 C. B. (N. S.) 269 ; Pneumatic Tyre Co. 
V. East London Co. (1897) 14 B. P. C. 578 ; Birmingham Tyre 
Syndicate v. Reliance Co. (1902) 19 B- P. C. 298. 

(9) The Claims. — The complete specification "must end with a 
distinct statement of the invention claimed" (s. 5 (5) of the 
Patents Act, 1888). A "distinct statement" means something 
more than a separate paragraph." ** I think," said Lopes, L. J., 
m Siddelly. Vickers (1888) 5 B. P. C. at p. 488, "the Legislature 
contemplated a distinct summary of the main features of the 
invention, something to which the reader might readily refer 
and learn therefrom, without referring to the body of the 
specification what the characteristic features of the invention 
claimed were." 
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The claim, however, is a part of the specification (Tubes v. 
Perfecta Co. (1908) 20 R- P. C. at p. 99), and must be read and 
construed with reference to the body of the specification, and not 
as if it was an isolated sentence having no connection with or 
reference to that which precedes it (see per Lindley, L.J., in 
Edwon V, Woodhome (1887) 4 E. P. C. at p. 107; Electric 
Construction Co. v. Imperial Tramways (1899) 16 E. P. C. at 
p. 688; EdisoH'BeU v. Smith (1894) 11 E. P. C. 889)- 

Office op the Claim. — The office of the claim is to define 
and limit with precision what it is which is claimed to have 
been invented and thiBrefore patented (per Lord Chelmsford 
in Harrison v. Anderston Foundry Co. (1876) 1 A. C. at p. 581). 
The claim is ** not intended to be any description of the means 
by which the invention is to be performed, but introduced for 
the security of the patentee, that he may not be supposed to 
claim more than what he can support as an invention. It is 
introduced, lest in describing and ascertaining the nature of his 
invention, and by what means the same is to be performed 
(particularly in the case of a patent for an improvement), the 
patentee should have inadvertently described something which 
is not new, in order to render his description of the improve- 
ment intelligible. The claim is not intended to aid the 
description, but to ascertain the extent of what is claimed as 
new (per Lord Cottenham, L.C., in Kay v. Marshall (1886) 2 
W. P. C. at p. 89). Its purpose "is to show how much of that 
which is described, or how little is intended to be the subject of 
the patent, and to disclaim all which is not included in the 
claims which follow" (per Kay, J., in Rawcliffv. Longford (1887) 
4 E. P. C. at p. 286 ; and see Edison-Bell v. Smith (1894) 11 
E. P. C. at p. 401 ; Lucas v. MiUer (1885) 2 E. P. C. at p. 159). 

Prior to the Act of 1888 there was no necessity in any case for 
a claim; its real object was rather to disclaim things which 
were old (see Plimpton v. Spiller (1877) 6 C. D. at p. 426; 
SiddeU v. Vickers (1888) 5 E. P. C. at p. 428). Now, it is not 
correct to speak of a claim as a " disclaimer," as one can only 
protect what is claimed (see per Lord Herschell in Parkinson v. 
Simon (1895) 12 E. P. C. at p. 406). 

When a Claim will be Bad.— Great care is requisite in the 
framing of the claims. If the patentee throws his net too 
wide — as patentees constantly do — to catch people who do 
infringe the real invention, the patent will be bad (see per 
Lindley, L.J., in Dick v. Ellams (1900) 17 E. P. C. at p. 



Digitized by 



Google 



74 THE SPECIFICATIONS. 

per Pollock, C.B., in CroBsley v. Potter (1858) Macr. P. C. at 
pp. 245, 246). 
A patentee will invalidate his grant if he — 

(1) Claims something which is old {HiU y. Thompson (1817) 
1 W. P. C. at p. 287 ; Rushton v. Crawley (1870) 10 Eq. 522 ; 
Clark V. Adie (1877) 2 A. C. 815 ; WiUon v. WiUon (1908) 20 
R. P. C. 1 ; Cropper v. Smith (1884) 1 R. P. C. 81 ; DowUr v. 
Keeling (1898) 15 R. P. C. 214; Kynoch v. Wehh (1900) 17 
R. P. C. 100; Reynolds v. Smith (1908) 20 R. P. C. 123, 410; cf. 
British Dynamite Co. v. Krebs (1896) 18 R. P. C. at pp. 198, 194). 

(2) Claims more than he has invented, that is to say, some- 
thing which is the mere subject of his speculation, or imagina- 
tion, or his endeavouring to grasp more than he is entitled to 
(see per Pollock, C.B., in Teiley v. EasUm (1852) Macr. P. C. 
at pp. 72, 78, 76 ; Hill v. Thompson (1817) 1 W. P. C. at p. 287 ; 
Jordan v. Moore (186ft) 1 C. P. 624 ; Crossley v. PoUer (1848) 
Macr. P. C. 240). 

(8) Claims an invention which is different from the invention 
disclosed in the provisional specification (see p. 70, mpra), 

(4) Claims something which is useless or impracticable 
(Simpson v. Holliday (1866) L. R. 1 H. L. 815 ; Stevens v. 
Keating (1847) 2 W. P. C. at p. 184 ; Kurtz v. Spence (1888) 5 
R. P. C. 161 ; Adamant Stone Co. v. Corpn. of Liverpool (1896) 
14 R. P. C. 11 ; Wilson v. WUson (1908) 20 R. P. C. at p. 17; 
Re Scotfs Patent (1908) 20 R. P. C. at p. 261 ; Re Owen's Patent 
(1900) 17 R. P. C. at p. 79 ; Wegmann v. Corcoran (1879) 18 
C. D. 65 ; Pether v. Shatv (1898) 10 R. P. C. 298). It has 
been said that if a part of a machine is claimed which is 
useless, but that part is not described as essential, the validity 
of the patent will not be affected {Lewis v. Marling (1829) 1 
W. P. C. at p. 495 ; and see Haworth v. Hardcastle (1884) 1 
W. P. C. at pp. 488, 484 ; R. v. Cutlei- (1848) Macr. P. C. 187). 
But see, now. Ward v. HiU (1908) 20 R. P. C. at p. 199 ; Re 
Owen's Patent (1900) 17 R. P. C. at p. 79 ; United Horseshoe Co. 
V. Swedish Horsenail Co. (1889) 6 R. P. C. at p. 8; United 
Hoi'senail Co. v. Steivart (1885) 2 R. P. C. at p. 182. 

(5) Claims a bare principle, i.e. a principle not coupled with 
a mode of carrying it into effect (see p. 6, stipra). And if the 
patentee claims evei^ mode of carrying a principle into effect, 
his claim will amount to a claim to a principle ; for there is no 
difference between claiming a principle to be carried into effect in 
any way you will and claiming the principle itself (see p. 6, supra). 
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(6) Claims a method or process which the specification has 
not described (Monnet y. Beck (1897) 14 B. P. G. at p. 847 ; and 
see Booth v. Kennard (1867) 26 L. J. (N. S.) Ex. 806 ; Tetley v. 
Boston (1852) Macr. P. C. at p. 71). 

Claims fob Impbovements. — ^When the invention is for an 
improvement, the patentee must be careful to claim only the 
improvement and to state clearly and distinctly of what the 
' improvement consists {Kynoch v. Webb (19(K)) 17 R. P. C. at 
pp. Ill, 112, 116, 116 iMacfarland v. Price, 1 W. P. C. 74, n.; 
Foxwell V. Bostock (1864) 4 De G. J. & S. 298). He cannot 
take a well-known existing machine, and, having made some 
small improvement, place that before the public and say: ''I 
have made a better machine. There is the sewing-machine by 
so-and-so; I have improved upon that: that is mine; it is .a 
much better machine than his." He must distinctly state what 
is and lay claim only to his improvement (see per Lord 
Hatherley in Harrison v. Andeiston Foundry Co. (1876) 1 A. C. 
at p. 647). For example, supposing that a compensation 
pendulum was now for the first time invented, it would not do 
to patent improvements in clocks in general terms, and give a 
specification of the whole machinery of a clock, introducing 
somewhere in the course of the description the mode of making 
a compensation pendulum, and then end by claiming the 
arrangement and the combination aforesaid. The patentee 
must say expressly : '' I claim the invention of a compensation 
pendulum, and I make it thus " (see per James, Y.-C, in Parkes 
V. Stevens (1869) 8 Eq. at p. 866). 

Claims fob New Combinations. — ^Where, however, the inven- 
tion consists in a new combination of old parts, there is no 
necessity to distinguish what is new from what is old ; the 
combination itself is, ex necessitate, the novelty (Harrison v. 
Anderston Foundry Co. (1876) 1 A. C. at p. 678 ; Peckover v. 
Rowland (1898) 10 E. P. C. at pp. 287, 288 ; Qoddard v. Lyon 
(1894) 11 E. P. C. 864 ; Hookham v. Johnson (1897) 14 B. P. C. 
at p. 658 ; cf. Kynoch v. Webb (1900) 17 E. P. C. 100). But the 
patentee must make it clear that what he claims is the combina- 
tion only ; not the specific things which make up the combination 
{Rowcliffe V. Morris (1886) 8 B. P. C. at p. 24 ; Kynoch v. Webb 
(1900) 17 E. P. C. at p. 108). 

Claims fob Subobdinatb Integbbs. — Besides claiming a 
combination as a whole, the patentee may claim certain of 
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the parts which go to make up the whole, provided the parts 
80 claimed themselves constitute independent inventions {Clark 
V. Adie (1877) 2 A. G. at p. 821). But if protection is 
desired for the subordinate parts or integers, it must be made 
plain that the patentee has had in his mind and has intended to 
claim them {Clark v. Adie, supra ; and see British Dynamite Co. 
V. Krebs (1896) 18 R. P. C. 190 ; Pneumatic Tyre Co. v. CassweU 
(1896) 13 B. P. G. 164). Moreover, the patentee is at the peril^ 
of justifying the subordinate parts claimed as themselves matters 
which ought properly to form the subject of letters patent 
{Clark V. Adie, supra) ; if any one of them is lacking in novelty 
{Cropper v. Smith (1884) 1 B. P. G. 81 ; Dowlerv. Keeling (1898) 
15 E. P. G. 214 ; Electric Construction Co. v. Imperial Tramways 
(1900) 17 B. P. G. 537 ; Dick v. EWims (1900) 17 B. P. G. 196 ; 
Reason v. M<yy (1908) 20 B. P. G. 205 ; Re ScoU's Patent (1908) 
20 B. P. G. 267 ; RoherU v. Heytcood (1879) 27 W. B. 454; 
Parkinson v. Simon (1896) 12 B. P. G. 408 ; Wilsm v. Wilson 
(1903) 20 B. P. G. 1 ; and see p. 7, supra), or utility {Adamant 
Stone Co. v. Corpn. of Liverpool (1897) 14 B. P. G. at p. 22; 
Wihon V. Wilson (1901) 18 B. P. G. 189; Ward v. Hill (1908) 
20 B. P. G. at p. 199 ; and see p. 16, supra), or invention {Clark 
V. Adie (1877) 2 A. G. at p. 321 ; and see p. 20, supra), the patent 
will be wholly bad. Where, however, the Gourt is satisfied that 
a subordinate part claimed was intended to be claimed, not in 
gross, but as appendant to the main claim, the patent will be 
upheld, although the claim to the subordinate part, if read by 
itself, claims something which is old {British Dynamite Co. v. 
Krebs (1896) 18 B. P. G. 190; Plimpton v. SpiUer (1877) 6 G. D. 
418 ; Parker v, Satchwell (1901) 18 B. P. G. at p. 807 ; Tetley v. 
Easton (1858) Macr. P. G. at pp. 87, 88). But " you are not to 
put a forced construction on the specification, as not intending 
to claim something that is old, because it was foolish or suicidal 
of the patentee to claim it " {per Lord Davey in Kynoch v. Wehh 
(1900) 17 B. P. G. at p. 116 ; and see Wilson v. Wilson (1902) 
20 B. P. G. 1 ; Electric Construction Co. v. Imperial Tramways 
(1900) 17 B. P. G. at p. 549). If a really independent claim to 
something old, however inadvertently or carelessly it be made, is 
in fact made, the Gourt is bound to hold the patent void (see per 
Brett, L.J., in Plimpton v. SpiUer (1877) 6 G. D. at p. 438). 

" Substantially as Dbscribbd." — The words " substantially 
as hereinbefore described '* are commonly inserted at the end of 
a claim ; as to their effect see p. 78, infra. 
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Better to Claim too Little than too Much. — When framing 
their claims, patentees will do well to bear in mind the advice 
given by Pollock, C.B., in Crossley v. Potter (1858) Macr. P. C. 
at p. 256 — that is, that instead of '' including everything, to 
confine themselves specifically to one good thing — and a jury 
will always take care that if that be a real invention no man, 
under colour of improvement, shall be allowed to interfere with 
that which is the offspring of their genius." 

The provisions of s. 6 (5) of the Act (see p. 72, supra) are 
directory only, and should a specification be passed by the 
Examiner (see p. 82, supra) which does not "end with a 
distinct statement of the invention claimed," objection to the 
patent on the ground of want of a distinct claim cannot be taken 
(Vickers v. Siddell (1890) 7 R. P. C. at pp. 808, 806 ; KeUy v. 
Heathman (1890) 7 R. P. C. 848 ; Tubes v. Per/ecta Co. (1908) 
20 E. P. C. at pp. 99, 100). 

Construction of the Specification. 

ProYlBional Specification cannot Aid. — The meaning and 
intention of the patentee must be gathered from the complete 
specification alone; the provisional specification cannot be 
referred to either to explain or enlarge the meaning of the 
complete (Mackelcan v. Rennie (1862) 18 C. B. (N. S.) 52), although 
the provisional may, it seems, be looked at for the purpose of 
ascertaining what is the real object of the invention (see per 
Lord Esher, M.E., in Parkinson v. Simon (1894) 11 R P. C. at 
p. 508). If the complete specification omits all reference to a 
part of the invention disclosed in the provisional specification, 
the inference is that the inventor could not work or thought 
useless the part omitted, and has therefore abandoned it alto- 
gether {Sandow v. Szalay (1904) 21 R. P. C. at p. 842). 

Rules of Constraction. — It was at one time considered that 
the specification should be construed favourably or benevolently 
(see per Jessel, M.R., in Hinks v. Safety Co. (1876) 4 C. D. at 
p. 612 ; Cropper v. Smith (1884) 1 R. P. C. at p. 89). But it is 
now clear the document is to be construed neither benevolently 
nor malevolently (see per Chitty, J., in Lister v. Norton (1886) 
8 E. P. C. at p. 203; cf per Vaughan Williams, L.J., in 
Patent Exploitation v. Siemens (1908) 20 R. P. C. at p. 284), but 
in the same manner as any other document {see per Lord Esher, 
M.R., in NobeVs Co. v. Anderson (1894) 11 R. P. C. at p. 528; 
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Electric Constniction Co. v. Imperial Tramways (1899) 16 R. P. C. 
at p. 688 ; Cropper v. Smith (1884) 1 R- P. C. at p. 89. 

The whole instrament must be looked at (see per Lord 
Halsbury, L.C., in Tubes v. Perfecta Co. (1908) 20 R. P. C. at 
p. 96) ; it must be construed as if it had to be construed the day 
after it was published (see per Lord Esher, M.R., in NobeVs Co. 
V. Anderson (1894) 11 R. P. G. at 528) ; and the then existing 
state of knowledge or circumstances must be regarded (NobeVs 
Co. V. Anderson, supra; Badiseh v. Levinstein (1887) 4 R. P. C. 
at p. 468 ; British Motoi' Syndicate v. Andrews (1901) 18 R. P. C. 
at p. 95). 

Construction op the Claims. — ^With regard to the claim, it 
is a part of the specification, and must be read and construed 
with reference to the body of the specification, and not as if 
it were an isolated sentence having no reference to or con- 
nection with what precedes it (see p. 78, supra). It is not 
proper to look first at the claim, and then at the description, but 
first to read the description, in order that one's mind may be 
prepared for what it is the inventor is about to claim (see per 
Lord Hatherley in Arnold v. Bradbury (1871) 6 Ch. at p. 712 ; 
Tubes V. Perfecta Co. (1908) 20 R. P. C. at p. 99 ; Edison-Bell v. 
Smith (1894) 11 R. P. C. at pp. 895, 896). 

Effect of the Words ** Substantially as Described." — 
The claim commonly terminates with the words '' substantially 
as hereinbefore described." The effect of such words is to 
limit the claim to the method or process described in the body 
of the specification (see Brooks v. Lamplugh (1898) 15 R. P. C. 
at p. 49; Chadbum v. Median (1895) 12 R. P. C. at p. 184; 
Goddard v. Lyon (1894) 11 R. P. C. at p. 362 ; Welsbach Co. v. 
New Incandescent Co. (1900) 17 R. P. C. at p. 250 ; but see per 
Rigby, L.J., in Pneumatic Tyre Co. v. Tubeless Tyre Co. (1898) 
15 R. P. C. at p. 248 ; per Collins, LJ., in Marshall v. Chame- 
leon Patents (1901) 18 R. P. C. at p. 408). Where there are 
several claims, the insertion of these words at the end of each 
has been said to be extremely embarrassing (see per Fry, L.J., 
in Fairfax v. Lyons (1891) 8 R. P. C. at p. 407) ; but as to the 
disastrous consequences which may result from omitting them, 
see Reason v. Moy (1908) 20 R. P. C. 205. The use of the word 
'* substantially " is quit^ unnecessary. '* The law says if a man, 
although not literally infringing the letter of the patent, yet 
substantially infringes it, it is an infringement " (per Grove, J., 
in Young v. Rosenthal (1884) 1 R. P. C. at p. 88). 
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AMENDMENT OF THE SPECIFICATION. 

AmendmenU Required by the Comptroller. 

As has already been mentioned (see p. 88, supra), the 
Comptroller may require an amendment of the specification 
where the nature of the invention is not fairly described, or the 
specification or drawings has or have not been prepared in the 
prescribed manner, or the title does not sufficiently indicate the 
subject-matter of the invention (s. 2 of the Patents Act, 1888) ; 
and where the complete specification is lodged after a provisional 
specification, he may refuse to accept the complete, if it has not 
been prepared in the prescribed manner, or if it disconforms 
with the provisional, until it has been amended to his satisfac- 
tion (s. 9 of the Patents Act, 1888). 

All amendments of specifications, before they have become 
public property, must be made under the sections above referred 
to ; all amiendments afterwards must be made under s. 18 {Jones's 
Patent (1884) Griflf. P. C. 818 ; Dart's Patent (1884) Grifif. P. C. 
807; see infra). Although the power to require amendments 
under s. 2 of the Act of 1888, or s. 9 of the Act of 1888, is vested 
in the Comptroller alone, yet if an applicant points out a proper 
amendment before his specification has become ''public pro- 
perty,*' the Comptroller, it seems, should allow it to be made 
(see Jones' Patent, supra; Dart's Patent, supra). But amend- 
ments will not be allowed as a matter of course (see Re Crist' s 
Application (1903) 20 R- P. C. at p. 476 ; Re Thomas's Applica- 
tion (1899) 16 R. P. C. 69). 

Amendments Required by the Patentee under s. 18. 

All amendments after the specification has become '' public 
property " must be made under s. 18 of the Act of 1888 (see 
supra) ; and if any action for infringement or proceeding for 
revocation is pending, the leave of the Court must first be 
obtained (see p. 85, infra). 

S. 18 (1) provides that '' an applicant or a patentee may from 
time to time, by request in writing left at the Patent Office, seek 
leave to amend his specification, including drawings forming 
part thereof, by way of disclaimer, correction, or explanation." 
But no amendment is allowed that would make the specification, 
as amended, claim an invention substantially larger than or 
substantially different from the invention claimed by the specifi- 
cation as it stood before amendment (S. 18 (8), ibid.). 
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What Amendments are Permissible. — ^A disclaimer may be 
used for the purpose of turning an ambiguous specification into 
a clear specification (Moser v. Marsden (1893) 10 E. P, C. 850 ; 
(1896) 13 B. P. C. 24), but not for the purpose of turning an 
insufficient description into a sufficient one {Re Johnson's Patent 
(1896) 18 E. P- C- 659). 

A disclaimer may be allowed which consists in striking out 
ninety-nine hundredths of what was contained in the original 
specification (Re DeUwik's Patent (1898) 15 E. P. C. at p. 688). 
But a disclaimer which has the effect of claiming a different 
invention will not be allowed (see infra). 

Where there is a specific claim to the invention as a whole, 
but no claim to any subordinate part, the patentee cannot strike 
out the whole claim and insert an independent claim to a 
subordinate part (see^Re SerreWs Patent (1889) 6 E. P. C. at 
p. 108). But "if you have got a claim for A., B., C, D., E., 
and F., and you confine it to F., that is a narrower claim than 
the original, and it is not different, because it is included in the 
old claim" {per Davey, S.-G., in Cochrane's Patent (1885) Griff. 
P. C. at p. 805). 

If the principle of the invention is amply described in the 
original specification, an amendment by way of fuller description 
will not be allowed {NordenfeWs Patent (1887) 2 Griff. P. C. at 
p. 18 ; and see Re Johnson's Patent (1896) 13 E. P. C. at p. 668). 

Leave to amend will be refused if the amendment imports 
subsequent knowledge into the specification (see Re Johnson's 
Patent, supra ; Beck's Patent (1886) 2 Griff. P. C. 10), or if it 
has the effect of claiming a new invention {Re Parkinson's Patent 
(1896) 18 E. P. C. at p. 518; Moser v. Marsden (1896) IS 
E. P. C. 24 ; Re Lancaster's Application (1908) 20 E. P. C. at p. 
868 ; Re Hattersley's Patent (1904) 21 E. P. C. 238 ; Re Lang's 
Patent (1890) 7 E. P. C, at pp. 471, 472 ; Re Hamld's Applica- 
tion (1900) 17 E. P. C. at p. 619 ; s. 18 (8) of the Patents Act, 
1888). 

Where the patentee claims specific parts of his invention, he 
will be allowed to amend by claiming those parts in combination 
only, provided he has clearly intended to claim them conjointly 
{Re Bateman's Disclaimer (1854) Macr, P. C. 116; Kelly v. 
Heathman (1890) 7 E. P. C. 343 ; cf. Re Hattersley's Patent 
(1904) 21 E. P. C. 288). In the first case, the patentees were 
allowed to disclaim the words "firstly," "secondly," and 
"thirdly," and to substitute the word "or" for the word 
" secondly," and the word "and" for "thirdly." 
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A claim for several integers or for several processes may be 
amended so as to be confined to only one (Cochrane' s Patent (1885) 
Griff. P. C. at p. 805 ; Re Ryland's Patent (1888) 5 E. P. C. 
at p. 668 ; and see Re HattersUy's Patent (1904) 21 B. P. C. 
at p. 288 ; cf. Re SerreWs Patent (1889) 6 R. P. C. at p. 108). 

Where a patentee has chosen to claim an improved method 
apart from particular means, he will not be allowed to practically 
re-write his specification by inserting all the particular means 
(Re Nairn's Patent (1891) 8 R. P. C. at p. 445). 

Drawings may be added by amendment (see Re Lang's Patent 
(1890) 7 R. P. C. 469). In Morgan's Patent ( (1886) 2 Grifif. P. C. 
17), a misdescription of one of the drawings was amended, 
although the patent was ten years old. 

Amendment may be allowed where an applicant for a patent 
in respect of an imported invention has misdescribed the inven- 
tion through misunderstanding the inventor's instructions (Re 
Johnson's Patent (1896) 18 R. P. C. at p. 662). 

In Re Vidal's Patent ( (1898) 15 R. P. C. 721), the words " a 
process of preparing" were not allowed to be altered to the 
words '* the manufacture of,'* on the ground that the alteration 
would enlarge the claim. 

The Law Officer (s. 18 (4) of the Patents Act, 1883) or the 
Comptroller (s. 18 (5), ibid. ; Hearson's Patent (1884) Grifif. P. C. 
at p. 810) may allow an amendment subject to conditions. 

Reasons against Leave to Amend. — It requires a strong case, 
and a clearer case, for granting leave to amend where the 
application is made late in the life of a patent, because the 
Comptroller or Law Officer must be satisfied that the mistake 
was an original mistake, and he must try to put himself back in 
the position of the parties at the time (see per Webster, A.-G., in 
Re Johnson's Patent (1896) 18 R. P. C. at p. 668; cf. Re Lang's 
Patent (1890) 7 R. P. C. at p. 471). 

The fact that a complete specification was filed in the first 
instance is to be considered as a reason against the application 
(Nordenfelt's Patent (1887) 2 Grifif. P. C. 18). 

If a patentee has, by abstaining from taking proceedings to 
amend, acquiesced in the assertion of the opponent that the 
patent is a bad one, and the opponent, on the strength of that, 
has created a business which it is afterwards sought to attack 
by an application to amend the patent, leave may be refused 
altogether or granted only on special terms (Re Allison's Patent 
(1898) 15 R. P. C. at p. 411). 

L.P. a 
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The section provides that a patentee may seek leave to amend 
from " time to time " ; but second applications for leave are not 
encouraged (Re Haddan's Patent (1885) 2 Griff. P. C. 12 ; cf. 
Chattoood'8 Patent v. MercantUe Bank (1899) 17 E. P. C. 28)- 

Effeot of Amendment. — An amendment takes effect from the 
date when leave to amend is given (Andrews v. Crossley (1892) 
9 B. P. G. 165). Once an amendment has been allowed, it is 
conclusive, except in the case of fraud (s. 18 (9) of the Patents 
Act, 1888), and the regularity of the amendment cannot be 
subsequently questioned (Moser v. Marsden (1895) 18 R. P. C. 
24 ; Re Dellwik's Patent (1896) 18 E. P. C. 691). 

An amendment is in all Courts and for all purposes to be 
deemed to form part of the specification (s. 18 (9), ibid.). An 
amended claim, when admitted by the proper authorities, is a 
complete substitute, to all effects and purposes, for the claim 
originally lodged. " The validity of the amended claim must, 
therefore, be determined in the same way, and on the same 
footing, as if it had formed part of the original specification : 
and the claim, as it stood before amendment, cannot be com- 
petently referred to, except as an aid in the construction of its 
language after amendment " (per Lord Watson in Moser v. 
Marsden, supra, at p. 81 ; and see Reason v. Moy (1908) 20 
E. P. C. at p. 211). 

Where an amendment by way of disclaimer, correction, or 
explanation has been allowed, no damages can be given in any 
action in respect of the use of the invention before the amend- 
ment, unless the patentee establishes to the satisfaction of the 
Court that his original claim was granted in good faith and 
with reasonable skill and knowledge (s. 20 of the Patents Act, 
1888 ; see p. 209, infra). 

Who may Amend. — S. 18 (1) provides that '' an applicant 
or a patentee *' may seek leave to amend (see p. 79, supra). A 
request for leave to amend may therefore be made by an appli- 
cant for a patent, or a patentee, or the person for the time 
being entitled to the benefit of a patent " (s. 46 of the Patents 
Act, 1888). 

An assignee, though he has granted a mortgage (see Van 
Gelder v. Sowerhy Bridge Society (1890) 7 B. P. C. at p. 211), 
is a person entitled to the benefit of the patent, and competent 
to apply for leave. But a mortgagee cannot, it seems, apply 
alone (see Van Oelder v. Sowerhy Bridge Society, supra, at 
p. 212). A mortgagor, it is submitted, should apply with his 
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mortgagee (see Re Church's PatenU (1886) 8 E. P. C. 95) ; and 
although each co-owner is entitled to the benefit of the patent, 
one should not apply without the other or others. 

A person who has obtained his grant under the International 
Convention, cannot claim greater privileges than a national 
applicant, and he is liable to the same restrictions as a subject 
or citizen of the country in which he is making the application ; 
his specification is to be construed in exactly the same way as 
though the patent had been applied for by a British subject 
resident here {Re VidaVs Patent (1898) 15 E. P. C. 721). 

The Request to Amend. — The request to amend must be left 
at the Patent Office and must state the nature of the amend- 
ments and the reason for the same (s. 18 (1) of the Patents Act, 
1883), and, when not made in pursuance of an order of the 
Court, must contain a statement that no action for infringe- 
ment or proceeding for revocation is pending (Patents Eules, 
1908, Eule 42). 

The request must be signed by the applicant, and must con- 
tain an address for service within the United Kingdom ; and it 
must be accompanied by a duly certified copy of the original 
specification and drawings, showing in red ink the proposed 
amendment (Eule 42, ibid.). 

It must be advertised by publication of the request and the 
nature of the proposed amendment in the Official Journal of the 
Patent Office, and in such other manner (if any) as the 
Comptroller may direct (s. 18 (2), ibid. ; Eule 42, ibid.). 

When no notice of opposition is given, or the opponent does 
not appear, the Comptroller must determine whether, and sub- 
ject to what conditions, if any, the amendment ought to be 
allowed (s. 18 (5), ibid.). 

OppoBition to Amendment. — At any time within one month 
from the first advertisement of the request to amend, " any 
person " may give notice at the Patent Office of opposition to 
the amendment (s. 18 (2) of the Patents Act, 1883). But " any 
person " must be construed as meaning only a person who, in 
the opinion of the Law Officer, is entitled to be heard, and it 
seems whose interest is equivalent to the interest of a person 
entitled to be heard in opposition to the grant of a patent 
(see R. V. ComptroUer-Oeneral (1899) 16 E. P. C. 233). 

The notice of opposition must be on Form G., and must state 
the ground or grounds on which the opponent intends to oppose 
the amendment, and must be signed by him. It must state his 

G 2 
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address for service in the United Kingdom, and must be accom- 
panied by an unstamped copy, which copy must be transmitted 
by the Comptroller to the applicant (Eule 44, ibid.). 

Within fourteen days after the expiration of one month from 
the first advertisement of the application for leave to amend, the 
opponent may leave at the Patent Office statutory declarations 
in support of his opposition, and on so leaving must deliver 
copies thereof to the applicant (Bule 45, ibid.). 

Upon such declarations being left, and such copies being 
delivered, the applicant may, within fourteen days from the 
delivery of such copies, leave at the Patent Office statutory 
declarations in answer, and on so leaving must deliver to the 
opponent copies thereof, and within fourteen days from such 
delivery the opponent may leave at the Patent Office his statu- 
tory declarations in reply, and on so leaving must deliver to the 
applicant copies thereof. Declarations in reply must be confined 
to matters strictly in reply (Bule 46, ibid). 

No further evidence can be left on either side except by leave, 
or on the requisition of the Comptroller (Bule 46, ibid.). 

Where Opponent Leaves no Dbolabations. — If the opponent 
does not leave statutory declarations in support of his opposition, 
the applicant may (if he desires so to do) within two months 
from the date of the first advertisement of the application for 
leave to amend, leave at the Patent Office statutory declarations 
in support of his application, and on so leaving must deliver to 
the opponent copies thereof (Bule 47, ibid.). 

Within fourteen days from the delivery of such copies, the 
opponent may leave at the Patent Office statutory declarations 
in answer, and on so leaving must deliver to the applicant copies 
thereof, and within fourteen days from such delivery the appli- 
cant may leave at the Patent Office his statutory declarations in 
reply, and on so leaving must deliver to the opponent copies 
thereof. Statutory declarations in reply must be confined to 
matters strictly in reply (Bule 48, 'ibid.). 

For form of Statutory Declarations, see p. 58, supra. 

The Hearing. — On completion of the evidence (if any), or at 
such other time as he may see fit, the Comptroller appoints a 
time for the hearing of the case, and gives the parties ten days' 
notice at the least of such appointment (Bule 46, ibid.). 

If either party does not desire to be heard, he must as soon as 
possible notify the Comptroller to that effect. If either party 
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desires to be heard, he mast leave Form E. at the Patent Office ; 
the comptroller may refuse to hear either party who has not left 
that form prior to the date of hearing (Rule 46, ibid.). 

After hearing the party or parties desirous of being heard, or 
if neither party desires to be heard then without a hearing, the 
Comptroller decides the case and notifies his decision to the 
parties (Bule 46, ibid.). 

The Comptroller cannot decide adversely to an applicant for 
amendment without (if so required by the applicant within the 
prescribed time) giving him an opportunity of being heard 
personally or by his agent (s. 94 of the Patents Act, 1888). 

Costs. — The Comptroller has no power to award costs ; he 
cannot, therefore, make it a condition precedent that a sum 
shall be paid by the applicant to the opponent where the sum 
is intended to defray the opponent's expenses connected with 
the opposition {Pietsckmann's Patent (1884), Grifif. P. C. 814). 

Requirements alFter Amendment. — ^Where leave to amend is 
given, the applicant must, if the Comptroller so requires, and 
within a time to be limited by him, leave at the Patent Office a 
new specification and drawings as amended (Bule 49, ibid.). 

Every amendment of a specification must be advertised forth- 
with by the Comptroller in the Official Journal of the Patent 
Office, and in such other manner (if any) as the Comptroller may 
direct (Bule 50, ibid.). 

Appeal from Comptroller's Deoision. — From the decision of 
the Comptroller an appeal lies to the Law Officer, whether the 
application to amend is opposed or not (s. 18 (3) and (6) of the 
Patents Act, 1883). 

For the procedure on such appeals, see p. 224, infra. 

Amendments Pending Action. 

When and so long as any action for infringement or proceed- 
ing for revocation of a patent is pending (s. 5 of the Patents 
Act, 1888) the patentee must obtain the leave of the Court 
before he can seek leave to amend (s. 19 of the Act of 1888). 
No action is ** pending" where an action has been discontinued 
or concluded {Cropper v. Smith (1884) 1 B. P. C. 254) ; and 
where an appeal is pending, application can be made under 
8. 18 without leave {Cropper v. Smithy supra). 

If an application for leave to amend has been made befiyre any 
action for infringement or proceeding for revocation is brought, 
the applicant can proceed without leave of the Court although 
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an action for infringement or proceeding for revocation is com- 
menced before the amendment is allowed {Woolfe v. Automatic 
Picture Gallery (1903) 20 R. P: C. 177). 

S. 19 provides that : " In an action for infringement of a 
patent, and in a proceeding for revocation of a patent, the Court 
or a Judge may at any time order that the patentee shall, 
subject to such terms as to costs and otherwise as the Court or 
a Judge may impose, be at liberty to apply at the Patent Office 
for leave to amend his specification by way of disclaimer, and may 
direct that in the meantime the trial or hearing of the action 
shall be postponed." Leave may be given on a second applica- 
tion ; the section is not confined to one {Chatwood's Patent v. 
Mercantile Bank (1900) 17 E. P. C. at p. 24). 

The right of amendment in this case, it will be noticed, is not 
so extensive as that given by s. 18. Under s. 19 the patentee 
can only amend by way of disclaimer (see Re Armstrong's Patent 
(1897) 14 R. P. C. at p. 754) ; and that word must be read 
strictly, and does not include corrections or explanations, except 
such explanations as may be required for the purpose of defining 
the disclaimer {Re Owens Patent (1898) 15 E. P. C. 755). 

The matter of granting or refusing leave is entirely a 
discretionary one (Re Armstrong's Patent (1897) 14 R. P. C. at 
p. 754; New Conveyor Co. v. Edinburgh Commissioners (1904) 
21 R. P. C. 147) ; and the discretion does not become fixed by 
the exercise of the discretion by a particular Judge in a particular 
case (see per Chitty, J., in Re Dellwik's Patent (1896) 18 R. P. C. 
at p. 598; and see Allen v. Donlton (1887) 4 R. P. C. at p. 385). 
Neither the Court of Appeal nor the House of Lords will interfere 
with the exercise of the Judge's discretion, unless it is clearly 
of opinion that the discretion has been wrongly exercised {Re 
Armstrong's Patent, supra; L/udington Cigarette Co. v. Baron 
Cigarette Co. (1900) 17 R. P. C. at p. 748), or unless the Judge 
did not exercise his discretion at all {Allen v. Doulton (1887) 
4 R. P. C. at p. 886). 

If the application is a trumpery or trifling one {Re Dellwik's 
Patent (1896) 13 R, P. C. at p. 698), or if it appears that no 
disclaimer could make the patent a good one {Re Ai'mstrong's 
Patent (1896) 18 R. P. C. 508; (1897) 14 R. P. C. 747), leave 
will not be given. Leave may be given although the plaintiff 
has known of the infringement for a considerable time, e.g,, nine 
years before action brought; but the plaintiff will be put on 
terms {Carrigall v. Ai-mstrong (1903) 20 R. P. C. 523). 

The Court will consider the proposed amendments in order to 



Digitized by 



Google 



AMENDMENT OF THE SPECIFICATION. 87 

see whether the case is a trampery one ; but it will not inquire 
whether they ought or ought not to be allowed, as the 
Comptroller and Law Officer are the sole authorities in this 
matter {Re Dellmk's Patent (1896) 18 R. P. C. at p. 598 ; and 
see Re Hall (1888) 5 R. P. C. at p. 810). 

Imposing Terms. — The Court or a Judge may impose terms 
as to " costs and otherwise " (s. 19). The words '' costs and 
otherwise " authorise the Judge to impose what terms he pleases 
{Lang v. Whitecross (1890) 7 R. P. C. at p. 892). 

Terms are nearly always imposed ; but the Judge has absolute 
discretion in the matter, and there is no hard-and-fast rule (see 
Lang v. Whitecross, supra, at p. 898 ; Goulurd v. Lindsay (1888) 
5 R. P. C. at p. 196). 

Wherever leave is given to amend, care ought to be taken of 
the defendant in the action as well as of the plaintiff ; and care 
ought to be taken that no injustice is done to the defendant by 
reason of the amendment. But there is no form of order which 
is invariably to be followed in all cases ; adequate protection 
may be given to the defendant in various cases in various forms 
(see per Lindley, L.J., in Bray v. Gardner (1887) 4 R. P. C. at 
p. 44). 

The Court usually imposes the condition that the amended 
specification shall not be given in evidence {Bray v. Gardner, 
supra, at pp. 42, 48; Singer v. Stassen (1884) 1 R. P. C. at 
p. 124 ; Allen v. Doulton (1887) 4 R. P. C. 877 ; Codd v. Bratby 
(1884) 1 R. P. C. 209). In Lang v. Whitecross ( (1890) 7 R. P. C. 
889) leave to use the amended specification as evidence was 
granted on condition that no damages be recovered, or claim for 
injunction be founded on anything done before disclaimer. 

And the patentee will, as a general rule, be required to defray 
all costs occasioned by the amendment {Singer v. Stassen, supra; 
Codd V. Bratby, supra; Bray v. Gardner (1887) 4 R. P. C. 40; 
Haslam v. GoodfeUow (1887) 5 R. P. C. 28; Carrigali v. Armstrong 
(1908) 20 R. P. C. at p. 524). In several cases he has been 
required to pay all costs up to and including the application 
consequent upon the amendment {Fusee Vesta Co. v. Bryant dt 
May (1887) 4 R. P. C. 71 ; Goulard v. Lindsay (1888) 5 R. P. C. 
192). 

The Court usually imposes the further term that the patentee 
shall waive all claim to relief in respect of any infringement 
committed before the date of the disclaimer {Goulard v. Lindsay 
(1888) 5 R. P. C. 192; CoU v. Bratby (1884) 1 R. P. C. 209). 
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But in this, as in other cases, there is no fixed rule (see Lang y. 
Whitecross (1890) 7 R. P. C. at p. 898). 

Dbblby v. Pbbkbs.— In Deeley v. Perkea ((1896) 18 R. P. C. 
581), the order made by the House of Lords in a proceeding for 
revocation, provided that: "No action shall be brought for 
infringement of the patent in respect of any guns or parts of 
guns made prior to " the conclusion of the hearing of the appeal. 
This form of order was adopted in Ltidington Cigarette Co. v. 
Baron Cigarette Co. (1900) 17 R. P. C. at pp. 214, 745; Re 
Allison'8 Patent (1900) 17 R. P. C. 518; and in Jandus v. 
Arc Lamp Co. (1908) 21 R. P. C. 115 ; and see Re Scott's Patent 
(1908) 20 R. P. C. at p. 268). But the order made in Deeley v. 
Perkes must not be regarded as laying down a settled form 
{Ludington Cigarette Co. v. Baron Cigarette Co. (1900) 17 R. P. C. 
at p. 216). It would not have been made had it been a case of 
mere infringement (ibid., at p. 745) ; and it should, it seems, 
only be made in special circumstances (ibid., at p. 216). In 
Re OeipeVs Patent (1908) 20 R. P. C. at pp. 556, 558, Buckley, J., 
after consideration of the order made in Deeley v. Perkes, made 
an order in this form : " That if the specification be amended, 
no injunction shall be asked in any action brought for 
infringement of the patent in respect of any steam traps made 
prior to this date unless the patentee establishes to the satis- 
faction of the Court that bis original claim was framed in good 
faith and with reasonable skill and knowledge." But this form 
of order was not altogether favoured by the Court of Appeal 
( (1904) 21 R. P. C. at p. 887). 

Mbybr t?. Sherwood. — In Meyer v. Sherwood ((1890) 7 R. 
P. C. 284) the plaintiff, at the close of the defendant's case, 
asked that the trial might be postponed, in order that he might 
apply at the Patent Office for leave to disclaim. The application 
was granted. After amendment, and at the further hearing, the 
plaintiff applied for leave to amend his pleadings. Smith, J., 
held, that if leave were granted it could only be on the terms of 
the plaintiff paying all costs up to the time of application, and 
recovering no damages up to the same date ; and that, in the 
circumstances, the proper course would be to dismiss the action 
with costs. The Court of Appeal affirmed the decision, but 
Lindley,L. J., considered that the order might have reserved to the 
plaintiff " liberty to bring a fresh action for an injunction, if so 
advised.'* 
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Amending the Pleadinqs. — The order, now, usually allows 
both parties to make all necessary amendments in their plead- 
ings after disclaimer {Re Chatwood's Patent (1899) 16 R. P. C. 
at p. 878; Haslam v. Ooodfellow (1888) 6 R P. C. 28). 

Restriction on Recovery of Damages. — By virtue of s. 20 of 
the Patents Act, 1888, where an amendment has been allowed, 
no damages are to be given in any action in respect of the use of 
the invention before the amendment, unless the patentee establishes 
to the satisfaction of the Court that his original claim was framed 
in good faith and with reasonable skill and knowledge (see p. 209, 
infra). 

Procedure. — The application for leave to apply to amend may 
be made by summons at chambers, or by motion, or at the 
hearing. 

When leave has been obtained, s. 18 applies to the case as if 
that section stood without the three words in it — '' correction or 
explanation " (Re Lang's Patent (1890) 7 E. P. C. at p. 471 ; Re 
Hall (1888) 5 R. P. C. at p. 810 ; see p. 79, sitp-a). 

Where a request for leave to amend is made in pursuance of 
an order of the Court or a Judge, an office copy of the order must 
be left with the request to amend (see, p. 88, supra) at the 
Patent Office (Patents Rules, 1908, Rule 48). 

In Re Hearson's Patent ( (1884) 1 R. P. C. 218) the Law Officer 
granted leave to amend upon the condition that no action should 
be brought in respect of any infringement committed prior to 
the amendment. But the present practice is not to impose terms 
in excess of those imposed by the Court (Re Pitt's Patent (1901) 
18 R. P. C. 478). 

Where two actions for infringement of the same patent are 
pending, the Comptroller cannot refuse to hear an application for 
leave to amend because liberty to apply for leave has not been 
obtained in both actions {Re Hall (1888) 6 R. P. C. 806). 
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Devolution, Disposition, and Registration op Patents. 

DB volution — assignments — VOLUNTARY LICENCES — COMPUL- 
sory licences— registration of patents— rectification 
of the register. 

Devolution. 

A PATENT is a chose in action {British Mutoscope Co. v. Homer 
(1901) 18 R. P. C. at pp. 179, 180). 

On death, the patent passes to the executors or administrators 
of the deceased patentee ; and the executors may effect a proper 
assignment of the patent before probate is registered {EUwood v. 
Christy (1864) 10 Jur. (N. S.) 1078). The interest of co-patentees 
is joint ; and on the death of one his interest passes by survivor- 
ship to the other, unless there has been a severance of the joint 
interest (NaUonal Co. v. Gibbs (1899) 16 R. P. C. 889 ; (1900) 
17 R. P. C. 802). 

On bankruptcy, the patent vests in the trustee in bankruptcy, 
and, if before his discharge a bankrupt obtains letters patent, the 
grant vests in the trustee for the benefit of the creditors {Hesse v. 
Stevenson (1803) 8 Bos. & P. 565 ; approved in Re Roberts [1899] 
1 Q. £. at p. 180). But the interest in an unpatented invention 
does not pass (see per Lord Alvanley in Hesse v. Stevenson, supra, 
at pp. 577, 578). 

If a person possessed of an invention dies without making appli- 
cation for a patent for the invention, application may be made by, 
and a patent for the invention granted to, his legal representative 
(see p. 25, supi-a). 

Assignments. 

Power to assign is vested in the patentee by the terms of the 
grant ; and the right to assign is recognised by ss. 86 and 87 of 
the Patents Act, 1888. 

A patentee may assign either the whole or any part of his 
patent {Walton v. Lavater (1860) 8 C. B. (N. S.) 162; Dunnicliffv. 
Mallet (1859) 7 C.B. (N. S.) 209) ; and a patent may be assigned for 
a particular place in or part of the United Kingdom or the Isle of 
Man (s. 86, ibid.). 
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A patent may be assigned to a body corporate (see s. 117, ibid.) ; 
and a body corporate may be registered as proprietor by its 
corporate name (Patents Bules, 1903, Bule 69 ; see p. 108, infra). 

Agreement to Assi^. — An agreement usually precedes the 
actual assignment where the patent has not yet been granted, or 
where the proposed assignee desires to test first the value or 
validity of the patent, or where the patent is to be assigned to a 
company about to be formed. 

An agreement to assign oper&tes as an equitable assignment 
{Stewart v. Casey (1891) 9 K. P. C. at pp. 12, 13, and see p. 94, 
infra) y which may be specifically enforced (see Jandus v. Johnson 
(1900) 17 E. P. C. at p. 876). 

For Forms of Agreement to Assign, see the Encyclopaedia of 
Forms and Precedents. 

Form of the Assignment. — A legal interest in a patent can 
only be assigned by deed {Stewart v. Casey (1892) 9 R. P. C. at 
p. 18) ; and if made by an agent the agent must be authorised under ' 
seal to execute the deed {Hazlehurst v. Rylands (1891) 9 R. P. C. at 
p. 7). But an instrument not under seal, which purports to be 
an assignment, effectually passes the immediate equitable interest 
{Stewart v. Casey, supra). 

If an assignment is expressed to take effect upon the happening 
of a certain event, the legal interest vests in the assignee upon 
the happening of the event without further assignment {Cartwright 
V. Aimtt (1799) 2 Bos. & P. 48). 

An assignment may be made of a patent to he granted {Re 
PanieWs Patent (1888) 5 B. P. C. 126) ; but such a document 
cannot be entered on the Begister of Patents, unless it is executed 
immediately before the grant and can be clearly identified as 
referring to the invention which is the subject of the patent 
subsequently granted {Re ParneWs Patent, supra, at p. 128). 

Where the assignor conveys as " beneficial owner " the usual 
covenants for title are implied (s. 7 of the Conveyancing Act, 1881). 

For Forms of Assignments, see the Encyclopaedia of Forms and 
Precedents. 

Yalidity of Patent. — This should be the subject of an express 
covenant ; for there is no implied warranty of validity {Hall v. 
Conder (1857) 2 C. B. (N. S.) 22; Nadel v. Martin (1903) 20 
B. P. G. at pp. 138, 723). But an assignment estops the assignor 
from himself disputing the validity of the patent {Oldham v. 
Langmead, cit. in Hayne v. Maltby (1789) 3 T. B. at p. 441 ; 
Chambers v. Crichley (1864) 33 Beav. 374 ; Hocking v. Hocking 
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(1887) 4 R. P. C. 484 ; (1889) 6 R. P. C. 69). If, however, a 
patentee becomes bankrupt, and his trustee in bankruptcy assigns 
the patent, the patentee is not estopped from afterwards denying 
the validity of the patent as against the assignee (Cropper v. 
Smith (1885) 10 A. C. 249). And the assignor cannot be restrained 
from giving evidence as to matters which may show that the 
patent is bad {London and Leicester Co. v. Oriswold (1886) 8 
R. P. C. at p. 258). 

If the consideration is not to be payable if in the opinion of 
the assignee or some third party the patent is invalid, it should 
be stated that such opinion is to be conclusive, if such is the 
intention (see Hazlehurst v. Rylands (1892) 9 R. P. C. 1). 

Where the assurance is to contain a covenant guaranteeing the 
validity of the patent, it should be made clear whether the 
guarantee is to be in the nature of a condition entitling the 
defendants to repudiate on the patent being declared invalid, or 
a mere warranty for the breach of which the remedy is to be 
damages only (see Nadel v. Martin (1908) 20 R. P. C. 723). 

If the assignor guarantees the validity of the patent, the 
assignees may themselves raise the question of validity in an 
action for the purchase money brought by the assignor {Nadel v. 
Martin (1903) 20 R. P. C. at pp. 785, 736). 

Future Improvements. — ^It is not against public policy for the 
patentee to agree to assign all future improvements on or patent 
rights with respect to the invention assigned, and an agreement 
to that effect may be specifically enforced {Printing Co. v. Samp- 
son (1875) 44 L. J. (N. S.) Eq. 705 ; London and Leicester Co. v. 
Griswold (1886) 8 R. P. C. 251). 

In Pneumatic Tyre Co. v. Dunlop ((1896) 18 R. P. C. 558), D., 
a patentee, assigned certain patents to P., and covenanted that 
any improvements on the inventions patented which he should 
become "possessed" of should be held to be part of the 
property assigned, and should be duly communicated by D. to P., 
and that D. should do all acts necessary to vest the improvements 
in P. D. subsequently became, by purchase, interested with other 
persons in two patents, which were said to be improvements on 
the patents assigned. The plaintiffs, who had become possessed 
of P.'s interest, asked that D. might be ordered to assign the 
two patents to them. It was held, in the circumstances, that 
'' possessed " meant possessed as an original inventor, or under 
sole control, and that the covenant did not apply to the two 
patents. 
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The purchaser should require the patentee to covenant that any 
future invention relating to the subject-matter of the patent 
shall be assigned ; not merely any " improvement in or addition 
to " the invention (see Davies v. Curtis (1908) 20 E. P. C. 561). 

Maintenanoe of the Patent. — ^Where the assignment is not an 
absolute one, e.g., where it is in respect of a particular district^ 
or of only a part of the patent, the payment of the renewal fees 
should be made the subject of an expresa covenant (see King v. 
Oliver (1884) 1 B. P. G. 28). Apart from any express stipulation, 
the assignee is under no obligation to keep the patent on foot, 
at any rate where he is under no obligation to manufacture {Re 
Railway Appliances (1888) 88 C. D. 597). 

Infringements. — ^A legal assignee may sue for an infringement 
of the patent ; and as a grantor must not defeat his own grant, 
the assignee may sue the assignor if he makes use of the 
invention assigned {Hocking v. Hocking (1888) 6 R. P. C. 69). 
And the assignee of a separate and distinct portion of a patent 
may sue for an infringement of that part without joining one 
who has an interest in another part {Dunnicliffv. Mallet (1859) 
7 C. B. (N. S.) 209 ; and see p. 171, infra). 

Assigiiment is oonsideration of Royalties. — If a patent is 
assigned in consideration of a lump sum and of the payment of 
a royalty on all articles manufactured under the patent, the 
assignee is not, in the absence of express covenant, under any 
obligation either to manufacture the patented articles, or to keep 
the patent on foot {Re Railway Appliances (1888) 88 G. D. 597). 

Reservation of Right to Work Invention Assigned.— The 

assignment sometimes reserves to the assignor the right to 
himself use the invention assigned. A reservation clause should 
clearly express the extent of the right reserved. In Hmvard v. 
Tweedales ((1895) 12 B. P. G. 159) T. assigned a patent, 
reserving a right to work the patented invention personally, 
which right was not to be transferable. T. entered into partner- 
ship with two others, and by an agreement between him and his 
firm, he agreed to employ his firm to manufacture articles under 
the patent on his behalf, and to sell them for him. The Gourt held 
that the firm were manufacturers, not as agents for T., but as 
contractors for him, and granted an injunction to restrain the 
manufacture. 

Liability of Assignee taking with Notice of Prior Assignment* 

— An assignee, who takes with notice of an original assignment^ 
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takes subject to the liabilities of the original assignee, and if the 
first assignment provides for an account of profits, he may be 
sued for these direct (Werdennan v. Societe Generaie d'Electricite 
(1881) 19 C. D. 246 ; explained and distinguished in Bagot Tyre 
Co. V. Clipper Tyre Co. [1902] 1 Ch. at p. 157). But see 
Wapshare Co. v. Hyde (1901) 18 E. P. C. at p. 878. 

Position of Co-owners. — ^Where a patent is vested in two or 
more persons, either by virtue of the grant of letters patent 
(Mathers v. Oreen (1865) 1 Ch. 29), or of an assignment {Steen 
V. Rogers (1898) 10 K. P. C. 245), each co-owner may work the 
patent without consent of the other or others, and without 
accounting to the other or others for the profit he makes. 
Hence, an agreement should be entered into binding each 
co-patentee or co-assignee to account. 

One co-owner may assign his individual share in the patent (see 
Walton V. Lavater (1860) 8 C. B. (N. S.) 162), and sue infringers 
(see p. 171, infra). But no one co-owner can assign the whole 
patent ; or cause to be set out in the Register of Patents any 
entry prejudicing the rights of the other owners ; or release the 
rights of the other owners {Re Horsley's Patent (1869) 8 
Eq. 475). 

Where a patent is assigned by co-patentees, and the assign- 
ment contains certain covenants on their part, e.g.f that the 
patent is valid, it should be made clear whether the covenants 
are to be construed as joint or several (see National Co. v. Gibbs 
(1900) 17 E. P. C. 802). 

Position of Equitable Assignees. — The position of an equit- 
able assignee is less beneficial than that of a legal owner. His 
title may be defeated by a subsequent legal assignment (see 
Actien Gesellschaft y. Temler (1900) 18 R. P. C. at pp. 14, 15; 
Wapshare Co, v. Hyd4i (1901) 18 R. P. C. 874) ; he cannot sue 
infringers without joining the legal owner {Bowden's Patents v. 
Smith (1904) 21 R. P. C. 438) ; and he has, therefore, no defence 
to an action for threats {Kensington Electric Co. v. Lane-Fox (1891) 
8 R. P. C. at p. 280). 

An equitable assignment of a patent, or of a share or interest 
in a patent, may be entered on the Register of Patents under 
s. 23 {Stewart v. Casey (1892) 9 R. P. C. at p. 15 ; see p. 108, 
infra) ; but the document must be a complete agreement {Re 
Fletcher's Patent (1893) 10 R. P. C. 252), and one capable of 
specific performance {Haslett v. Hutchinson (1891) 8 R. P. C. 
457) and, if made before the grant of the patent, must leave no 
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doubt that it refers to that patent {Re ParneWB Patent (1888) 5 
R. P. C. at p. 128). 

Assijiiments to War Secretary.— S. 44 of the Act of 1888 
provides as follows: — 

44. — (1) The inventor of any improvement in instruments or 
munitions of war, his executors, administrators, or assigns (who are 
in this section comprised in the expression the inventor), may 
(either for or without valuable consideration) assign to Her Majesty's 
Principal Secretary of State for the War Department (hereinafter 
referred to as the Secretary of State), on behalf of Her Majesty, all 
the benefit of the invention and of any patent obtained or to be 
obtained for the same ; and the Secretary of State may be a party 
to the assignment. 

(2) The assignment shall effectually vest the benefit of the inven* 
tion and patent in the Secretary of State for the time being on 
behalf of Her Majesty, and all covenants and agreements therein 
contained for keeping the invention secret and otherwise shall be 
valid and effectual (notwithstanding any want of valuable con- 
sideration), and may be enforced accordingly by the Secretary of 
State for the time being. 

(3) Where any such assignment has been made to the Secretary 
of State, he may at any time before the application for a patent 
for the invention, or before publication of the specification or 
specifications, certify to the Comptroller his opinion that, in the 
interest of the public service, the particulars of the invention and 
of the manner in which it is to be performed, should be kept 
secret. 

(4) If the Secretary of State so certifies, the application and 
specification or specifications, with the drawings (if any), and any 
amendment of the specification or specifications, and any copies of 
such documents and drawings, shall, instead of being left in the 
ordinary manner at the Patent Office, be delivered to the Comptroller 
in a packet sealed by authority of the Secretary of State. 

(5) Such packet shall, until the expiration of the term or extended 
term during which a patent for the invention may be in force, be 
kept sealed by the Comptroller, and shall not be opened save under 
the authority of an order of the Secretary of State, or of the law 
officers. 

(6) Such sealed packet shall be delivered at any time during the 
continuance of the patent to any person authorised by writing under 
the hand of the Secretary of State to receive the same, and shall if 
returned to the Comptroller be again kept sealed by him. 

(7) On the expiration of the term or extended term of the patent, 
such sealed packet shall be delivered to any person authorised by 
writing under the hand of the Secretary of State to receive it 

(8) Where the Secretary of State certifies as aforesaid, after an 
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application for a patent has been left at the Patent Office, but before 
the publication of the speci6cation or specifications, the application, 
specification or specifications, with the drawings (if any), shall be 
forthwith placed in a packet sealed by authority of the Comptroller, 
and such packet shall be subject to the foregoing provisions respecting 
a packet sealed by authority of the Secretary of State. 

(9) No proceeding by petition or otherwise shall lie for revocation 
of a patent granted for an invention in relation to which the Secretary 
of State has certified as aforesaid. 

(10) No copy of any specification or other document or drawing 
by this section required to be placed in a sealed packet, shall in any 
manner whatever be published or open to the inspection of the 
public, but, save as in this section otherwise directed, the provisions 
of this part of this Act shall apply in respect of any such invention 
and patent as aforesaid. 

(11) The Secretary of State may, at any time by writing under 
his hand, waive the benefit of this section with respect to any par- 
ticular invention, and the specifications, documents, and drawings 
shall be thenceforth kept and dealt with in the ordinary way. 

(12) The communication of any invention for any improvement 
in instruments or munitions of war to the Secretary of State, or to 
any person or persons authorised by him to investigate the same or 
the merits thereof, shall not, nor shall anything done for the purposes 
of the investigation, be deemed use or publication of such invention 
so as to prejudice the grant or validity of any patent for same. 

Registration of Assignments. — ^AU assignments should be 
entered on the Register of Patents (as to this, see p. 107, infra). 

Mortgages. 

A mortgagee is not in as favourable a position as an assignee ; 
for the mortgagor remcdns the person entitled to the patent 
within the meaning of s. 46 of the Act of 1883 {Van Oelder v. 
Sowerhy Bridge Society (1890) 7 E. P. C. at p. 211), and may sue 
infringers without joining the mortgagee (Van Oelder v. Sowerhy 
Bridge Society, supra, at p. 212). The mortgagee cannot be 
entered on the Register of Patents as a proprietor under s. 87 of 
the Act of 1888 {Van Oelder v. Sowerhy Bridge Society, supra ; and 
see p. 109, infra). 

Voluntary Licences. 

The power of granting licences is conferred by the grant of 
the letters patent. A licence is an authority to do that which 
without the licence could not be done, and which would be a 
violation of the patentee's monopoly. Even though it be 
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exclusive, it confers no interest in property; but a licence 
may be, and often is, coupled with a grant, and that grant then 
may convey an interest in property {Heap v. Hartley (1889) 6 
E. P. C. at pp. 500, 501). 

Licences may be exclusive or non-exclusive ; they may be 
limited in point of duration or area; and they may be con- 
ditional on use only tin connection with some other article 
sold by the licensor. 

Fonn of the Lioenoe. — A licence is usually under seal ; but, 
notwithstanding the express terms of the grant, a deed is not 
essential (Chanter v. Dewhurst (1844) 18 L. J. (N. S.) Ex. 198 ; 
Post Card Co. v. Samuel (1889) 6 E. P. C. at p. 562). A licence is 
not a conveyance within the meaning of s. 7 of the Conveyancing 
Act, 1881 ; but it does not follow that the introduction of the 
words " as beneficial owner " is unimportant (see per Lindley, 
L.J., in Guyot v. Thomson (1894) 11 E. P. C. at p. 554). 

The words "use and exercise" in the grant of a licence 
confer, in the absence of anything limiting the construction of 
them, a licence to exercise all the powers under the patent — to 
make and vend as well as use and exercise (see per Vaughan 
Williams, L.J., in Dunlop Co. v. North British Co. (1904) 21 
E. P. C. at p. 181). 

For Forms of Licences, see the Encyclopaedia of Forms and 
Precedents. 

Agreement to Grant Licence. — On the execution of an agree- 
ment to grant a licence, the parties, in equity, stand in the same 
position as if they had executed a licence {Post Card Co. v. 
Samuel (1889) 6 E. P. C. at p. 562 ; Tweedale v. Howard (1896) 
18 E. P. G. at p. 581) ; and an agreement to take a licence may 
be specifically enforced {Brake v. Radermacher (1908) 20 E. P. C. 
681). 

The agreement may be made verbally {Crossly v. Dixon (1863) 
10 H. L. C. 293 ; Coppin v. Lloyd (1898) 15 E. P. C. 378), and a 
memorandum of it subsequently signed may be entered on the 
Eegister of Patents {Re Fletcher's Patent (1893) 10 E. P. C. at 
p. 255). 

An agreement to grant a licence may be made, and a licence 
may be granted, prior to the issue of the patent {Otto v. Singer 
(1890) 7 E. P. C. 7 ; and see Re ParneWs Patent (1888) 5 E. P. C. 
126). If the licence is to be to use the invention for which 
provisional protection has been obtained, the effect of letters 
patent being granted for an invention less than the whole 
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invention described in the provisional specification should be 
considered (see Otto v. Singer, supra). 

For Forms of Agreements for Licences, see the Encyclopeedia 
of Forms and Precedents. 

ExclosiYe Licenoes. — ^An exclusive licence, unlimited as to 
area, closely resembles an absolute assignment ; but a licensee, 
unlike an assignee, cannot sue for an infringement (Heap v. 
Hartley (1889) 6 E. P. C. 495). 

An exclusive licence, unless the contrary is stated, will not be 
construed as applying only to a particular business (see Boivn v. 
Humber Co. (1889) 6 E. P. C. 9). 

Where the licence is not to be an exclusive one, it is commonly 
provided that if the licensor grants more favourable terms to 
future licensees, the licensee is to be entitled to a corresponding 
reduction of royalties. 

Lioenoes to ParchaseFS. — ^A licence to manufacture a patented 
article imports a licence to the licensee and his purchasers to sell 
it {Thomas v. Hunt (1864) 17 C. B. (N. S.) 183). And the sale 
of a patented article imports a licence to use and resell it {Incan- 
descent Co. V. Cantelo (1895) 12 E. P. C. 262 ; Heap v. Hartley 

(1888) 5 E. P. C. at p. 609 ; (1889) 6 E. P. C. 495). 

But an article may be sold subject to conditions, e.g., subject 
to use only in connection with another article supplied by the 
licensor ; and persons who buy with notice of the condition are 
bound by it {Incandescent Co. v. Brogden (1899) 16 E. P. C. 179), 
but not if they buy without notice {Incandescent Co. v. Cantelo 
(1895) 12 E. P. C. 262). 

As to a licence to use a patented article made in a particular 
way, see Dunlop Co. v. Buckingham Co. (1901) 18 E. P. C. 428 ; 
Dunlop Co. V. Cresivell (1901) 18 E. P. C. 478. 

An exclusive licensee for the sale of a patented article within a 
certain district cannot restrain the user of the article within the 
district if the person using it bought it outside the district and 
without notice of the licence ; and the fact that the licence was 
entered in the Eegister of Patents is not sufficient to affect the 
purchaser with notice {Heap v. Hartley (1888) 5 E. P. C. 608 ; 

(1889) 6 E. P. C. 495). 

If a licensor grants a licence to use a patented machine on 
condition that the machine is to remain the property of the 
licensor, and to be removable on notice, and the licensee's land- 
lord distrains and sells the machine, the purchaser, if he had 
notice of the conditional licence, will not be allowed to use the 
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machine {British Miitoscope Co. v. Homer (1901) 18 R. P. C. 

177). 

Validity of Patent. — During the term of the licence, the 
licensee, in the absence of express provision, is estopped from 
disputing the validity of the patent {Ashworth v. Law (1890) 7 
R. P. C. at p. 234 ; Useful Patents v. Rylands (1885) 2 R. P. C. 
at p. 261 ; MilU v. Carson (1893) 10 R. P. C. at p. 17) ; and he 
must continue to pay the royalties reserved, notwithstanding 
that the patent has been declared void or has been ordered to be 
cancelled (African Gold Co. v. Sheba Gold Co. (1897) 14 R. P. C. 
at p. 663). 

But the doctrine that a licensee may not dispute the validity 
of the patent applies only to one who has obtained a licence, and 
not to one who can only become a licensee on complying with 
certain terms and conditions (Basset v. Graydon (1897) 14 
R. P. C. at p. 709). And the validity of the patent may be 
questioned by the licensee when his licence has been determined 
(Dangerfield v. Jones (1865) 13 L. T. (N. S.) 142) ; the licensee is 
entitled to determine the licence and immediately afterwards say 
that the patent is bad (Hedges v. Mtdliner (1892) 10 R. P. C. at 
p. 27). 

The right to contest the validity of the patent is sometimes 
expressly conferred. If there is a condition that the licence shall 
determine if the invention is declared invalid, and the invention 
is declared invalid by a competent Court but the decision is 
reversed on appeal, the former decision cannot be relied upon 
(Cheetham v. Nuthall (1893) 10 R. P. C. 321). If a licence is 
taken " subject to the result of an inqmry into the validity of the 
patent," the licensee cannot dispute the validity if he has worked 
under the patent, without inquiry, for a considerable time (see 
Wilson V. Union Oil MiUs (1891) 9 R. P. C. at p. 63). 

Although a licensee is estopped from questioning the validity 
of the patent, it is open to him, of course, when sued for 
royalties, to show that what he has done does not fall within the 
limits of the patent (Clark v. Adie (1877) 2 A. C. 423; Crosthivaite 
V. Steel (1889) 6 R. P. C. 190 ; Neil v. Macdonald (1902) 20 
R. P. C. 213; Davies v. Curtis (1903) 20 R. P. C. 561). 

As a licensor cannot derogate from his grant, he cannot dispute 
the validity of the patent as against his licensee (Gonville v. Hay 
(1903) 21 R. P. C. at p. 51). 

Infringements. — As has been already mentioned, a licensee — 
even though his licence be an exclusive one — cannot sue 
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infringera alone (Heap v. HarOey (1889) 6 R. P. C. 495). But 
where the licence is exclusive, the licensee is usually expressly 
authorised to take action and to use the name of the licensor 
upon an indemnity being given as to costs. Sometimes it is 
stipulated that the licensor shall not commence proceedings for 
infringement without the consent of the licensee (see Chiyot v. 
Thomson (1894) 11 R. P. C. at p. 644). 

If the licensor covenants to take action against any infringers, 
and that, if he fails to do so, he will not call upon the licensees 
to pay any further royalties, the covenant does not come into 
operation until the licensor has notice of an infringement, and 
until after the lapse of a reasonable time for instituting pro- 
ceedings (Henderson v. Mostyn Coppei* Co. (1868) 8 C. P. 202). 

If it is provided that the licensor shall prosecute infringers till 
" final judgment," his undertaking does not, probably, cease on 
obtaining a judgment from a Court of first instance (see Com- 
mercial Corpn. V. Atkins (1902) 19 R. P. C. 98). 

Maintenanoe of the Patent. — In the absence of any express 
or implied agreement, it seems that neither the licensee nor the 
licensor is bound to keep the patent on foot (see Re Railway 
Appliances (1888) 88 C. D. 597 ; MiUs v. Carson (1892) 9 R. P. C. 
838; (1898) 10 R. P. C. 9). The matter of payment of the 
renewal fees should, therefore, be the subject of an express 
stipulation. 

If, however, the licensor undertakes to protect and defend the 
patent from all infringements, he must pay the fees necessary to 
keep the patent on foot (Lines v. Usher (1897) 14 R. P. C. 206). 

Payment of Royalties. — As a licence reserving royalties does 
not oblige the licensee to manufacture (see Railivay Appliances 
(1888) 38 C. D. 597 ; Cheetham v. Nuthall (1893) 10 R. P. C. at 
p. 333), it is sometimes provided that the licensee shall make a 
certain number of the patented articles each year, or shall 
guarantee that the royalties payable in each year shall reach a 
certain sum. 

In the absence of agreement to the contrary, the licensee must 
continue to pay the royalties reserved, notwithstanding that the 
patent has been declared void or has been cancelled (African 
Gold Co. V. Sheba Gold Co. (1897) 14 R. P. C. at p. 663). 

Where a licence to use several patents was granted during the 
residues unexpired of the terms of the patents, and it was pro- 
vided that the royalties reserved should continue until the 
expiration of all the terms granted by the patents, it was held 



Digitized by 



Google 



VOLUNTARY LICENCES, 101 

that royalties must be paid for the use of any of the inventions 
so long as any of the patents were subsisting {Siemens v. Taylor 
(1892) 9 R P. C. 898). 

When sued for royalties it is open to the licensee to show that 
what he is doing is not within the patentee's specification (see 
p. 99, supra). It is therefore sometimes provided that any 
further invention relating to the patented invention discovered 
by either party shall be subject to the terms of the licence ; if it 
is merely provided that any subsequent ''improvement in or 
addition to" the invention shall be deemed to be included in 
the licence, the licensor may find that the licensees are working 
an invention which, though very similar to his, is not an 
"improvement or addition" (see Davies v. Curtis (1908) 20 
E. P. C. 561). 

Asdjnment of Lioences. — ^A licence is not assignable unless a 
contrary intention is expressed or implied, e.^., where granted to 
the licensee and his assigns {Bower v. Hodges (1868) 22 L. J. 
(N. S.) C. P. 194 ; Lawson v. Macphersan (1897) 14 R. P. C. at 
p. 697). 

But although not expressly or impliedly assignable, the 
licensor cannot impeach an assignment if he has acquiesced in it, 
e.g.f accepted royalties from the assignee {Lawson v. Macpherson, 
supra). 

Revooation of Licences. — ^A mere licence, whether exclusive 
or not, and whether verbal {Coppin v. Lloyd (1898) 15 R. P. C. 
878) or written {Hedges v. MuUiner (1898) 10 R. P. C. at 
p. 27 ; Ward v. Livesey (1888) 5 R, P. C. at p. 106 ; (1896) 18 
R. P. C. 710), is revocable at will. 

But a licence coupled with an interest {Ward v. Livesey, 
supra), or coupled with obligations both on the licensor and 
licensee {Guyot v. Thomson (1894) 11 R. P. C. at pp. 658, 654), 
or containing terms which are inconsistent with the right to 
revoke {Ouyot v. Thomson, supra, at p. 564), is not revocable at 
will. Where a lump sum is to be paid as well as royalties, the 
licence will, it seems, be treated as irrevocable, at any rate at the 
instance of the licensor {Ouyot v. Thomson, supra, at p. 664) ; 
and where the words '' as beneficial owner " are introduced, the 
presumption is that the licence was intended to be irrevocable 
{Ouyot V. Thomson, supra). 

Registration of Lloenoes. — ^Every licence should be entered on 
the Register of Patents (see p. 107, infra). 
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Compuls(yi'y Licences, 

Prior to the Patents Act» 1902, the power to order the grant of 
a compulsory licence was vested in the Board of Trade (see 
8. 22 of the Act of 1888). S. 22 has been repealed by s. 8 of the 
Act of 1902, and the jurisdiction is now vested in the Judicial 
Committee of the Privy Council. 

S. 8 (1) of the Act of 1902 (which applies to patents granted 
before as well as after the commencement of the Act (sub-s. 11) ) 
provides that any person interested may present a petition to the 
Board of Trade alleging that ** the reasonable requirements of 
the ptiblic with respect to a patented invention have not been 
satisfied^ and praying for the grant of a compulsory licence, or, 
in the alternative, Jor the revocation of the patent" 

The Board of Trade must consider the petition, and if the 
parties do not come to an arrangement between themselves, 
the Board, if satisfied that a primd facie case has been made out, 
must refer the petition to the Judicial Committee of the Privy 
Council, and, if the Board are not so satisfied, they may dismiss 
the petition (sub-s. 2). 

If the petition is referred to the Judicial Committee, and the 
Committee are satisfied that the reasonable requirements of the 
public with reference to the patented invention have not been 
satisfied, the patentee may be ordered by an Order in Council 
to grant licences on such terms as the Committee may think 
just, or, if the Committee are of opinion that the reasonable 
requirements of the public will not be satisfied by the grant of 
licences, the patent may be revoked by Order in Council ; but 
no order for revocation can be made before the expiration of 
three years from the date of the patent, or if the patentee gives 
satisfactory reasons for his default (sub-s. 8). 

If it is proved to the satisfaction of the Judicial Committee that 
the patent is worked or that the patented article is manufactured 
exclusively or mainly outside the United Kingdom, then, unless 
the patentee can show that the reasonable requirements of the 
public have been satisfied, the petitioner is entitled to an order 
for a compulsory licence or, subject to the above proviso, to an 
order for revocation (sub-s. 5). 

When " Reasonable Ebquirements of Public " not Satisfied. 
— The " reasonable requirements of the public " are not to be 
deemed to have been satisfied if, by reason of the default of the 
patentee to work his patent or to manufacture the patented 
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article in the United Kingdom to an adequate extent, or to grant 
licences on reasonable terms, (a) any existing industry or the 
establishment of any new industry is unfairly prejudiced, or 
(b) the demand for the patented article is not reasonably met 
(sub-s. 6). 

The Order. — ^An Order in Council directing the grant of a 
licence operates, without prejudice to any other mode of enforce- 
ment, as if it were embodied in a deed granting a licence and 
made between the parties to the proceedings (sub-s. 7). 

Parties. — On the hearing of any petition the patentee and 
any person claiming an interest in the patent as exclusive 
licensee or otherwise, must be made parties to the proceeding, 
and the Law Officer or such other counsel as he may appoint is 
entitled to appear and to be heard. 

Costs. — The costs are in the discretion of the Judicial Com- 
mittee ; but the Committee, in awarding costs, may have regard 
to any previous application for, or offer of, a licence, made either 
before or after the application to the Committee (sub-s. 9). 

Prooeedings before the Board of Trade. — The proceedings 
before the Board of Trade are governed by the Patents Rules, 
1908, Rules 69—75. These are as follows :— 

69. A petition to the Board of Trade for an order under section 3 
of the Patents Act, 1902, shall show clearly the nature of the peti- 
tioner's interest and the ground or grounds upon which he claims 
to be entitled to relief, and shall state in detail the circumstances 
of the case, the terms upon which he asks that an order may be 
made, and the purport of such order, and the name and address of 
the patentee and any other person who is alleged in the petition to 
have made default. 

70. The petition and an examined copy thereof shall be left at the 
Patent Office accompanied by affidavits or statutory declarations in 
proof of the allegations contained in the petition together with any 
other documentary evidence in support, and the petitioner shall 
simultaneously with, or as soon as may be after the leaving of such 
petition deliver to the patentee and any other person who is alleged 
in the petition to have made default, copies of the petition and of 
such. affidavits or statutory declarations and other documentary 
evidence in support. 

71. The persons to whom such copies are delivered by the peti- 
tioner, may within fourteen days after being invited to do so by the 
Board of Trade leave at the Patent Office their affidavits or statutory 
declarations in answer, and if they do so shall deliver copies thereof 
to the petitioner, and the petitioner may within fourteen days from 
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such last-mentioned delivery leave at the Patent Office his affidavits 
or statutory declarations in reply, and if he does so shall deliver 
copiesr thereof to the patentee or any other person alleged in the 
petition to have made default, such last-mentioned affidavits or 
statutory declarations being confined to matters strictly in reply. 

The times prescribed by this Rule may be altered or enlarged by 
the Board of Trade, if they think fit, upon such notice to parties 
interested and upon such terms, if any, as they may direct. 

72. No further evidence than as aforesaid may be left by either 
side at the Patent Office except by leave or on requisition of the 
Board of Trade and upon such terms, if any, as the Board may 
think fit. 

73. The Board of Trade shall consider the petition and the 
evidence, with a view to satisfying themselves whether Aprimd/cieie 
case has been made out for proceeding further with the petition, 
and if they are not so satisfied they shall dismiss the petition. 

74. If they are so satisfied, they shall consider whether there is 
any probability of an arrangement being come to between the 
parties, and if it appears to them that there is any reasonable 
probability that such an arrangement can be come to, they may 
take such steps as they consider desirable to bring it about, and in 
the meanwhile may defer the reference of the petition to the Judicial 
Committee of the Privy Council. 

75. If the Board are not of opinion that there is a reasonable 
probability of any arrangement being come to between the parties 
and are satisfied that a primd fade case has been made out by the 
petitioner, they shall refer the petition to the Judicial Committee, 
with copies of any affidavits, statutory declarations, or other docu- 
mentary evidence which may have been furnished under the fore- 
going Rules, and with certified copies of all entries in the Register 
of Patents relating to the patent in question and any other infor- 
mation in the possession of the Board which it appears to them may 
be of service to the Judicial Committee in ascertaining what persons 
should be made parties to the proceedings before the Committee, 
and the Board shall give written notice to the parties that the 
petition has been referred to the Judicial Committee. 

Prooeedings before the Jadioial Committee. — These are 
governed by the Privy Council Rules, 1903, and are as follows : — 

I. On receiving written notice from the Board of Trade that a 
petition has been referred to the Judicial Committee of the Privy 
Council, the petitioner shall, after satisfying the requirements of 
Rules II. and IV., apply to the Judicial Committee to fix a time for 
hearing the petition. 

II. (a) No application to fix a time for hearing the petition shall 
be made unless the petitioner shall have previously given notice to 
the patentee, to the opponents, and to any other person claiming 
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an interest in the patent as exolusive licensee or otherwise, that the 
petition has been referred to the Judicial Committee, that it is his 
intention to apply to the Judicial Committee on a specified day, 
which day shall be not less than four weeks from the date when the 
notice is served or sent, to fix a time for hearing the petition, and 
that any person desiring to be heard before the Judicial Committee 
at the time so fixed must enter a caveat at the Council Office on or 
before the day so specified. 

(b) The said notice shall be served in the usual way, but where 
the person to be served resides or has his principal place of business 
outside the United Kingdom, it may be sent to him by post in a 
registered envelope. 

III. (a) Any person claiming an interest in the patent as exclusive 
licensee or otherwise, whether he has received the notice prescribed 
by Rule II. or not, shall, if he desires to be heard before the Judicial 
Committee, enter a caveat at the Council Office on or before the 
day specified by such notice, provided always that, if he has not 
received the said notice, or if he resides or has his principal place 
of business outside the United Kingdom, he may apply to the 
Judicial Committee to extend the time for entering his caveat on 
the ground that the time limited by such notice is insufficient. 

(b) Every caveat shall specify the caveator's address for service, 
which address shall be within four miles of the Council Office. 

IV. An application to the Judicial Committee to fix a time for 
the hearing of the petition shall be accompanied by eight printed 
copies of the specification, and by an affidavit of the petitioner 
showing the persons to whom, and the manner in which, the notice 
prescribed by Rule II. has been given. 

y. The time for hearing a petition shall be fixed by an order of 
the Judicial Committee, and shall be not less than four weeks from 
the day on which the application for fixing the same is made. 
The petitioner shall, immediately after the issue of such order, 
give public notice thereof by advertising the same once at least in 
the London Gazette and in the Timely and in such other newspaper 
or newspapers (if any) as the Judicial Committee may direct. 
After completing such advertisements, the petitioner shall forthwith 
lodge an affidavit thereof at the Council Office. 

YI. The statements contained in the affidavits required by 
Rules IV. and V. may be disputed upon the hearing. 

VII. The petitioner shall be entitled to be served by the 
caveators, not less than three weeks before the day of hearing, 
with notice of the grounds of their respective objections, if such 
grounds are different from or additional to those taken by them in 
the proceedings before the Board of Trade. Copies of all objections, 
or additional objections, so served as aforesaid, shall be lodged at 
the Council Office not less than fourteen days before the day fixed 
for the hearing. 
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VIIL (a) All petitions and other documents lodged at the 
Council Office shall (unless the Judicial Committee otherwise 
direct) be printed in the form prescribed by the Patent Rules of 
the Board of Trade which are in force for the time being, and the 
parties shall furnish as many copies of the documents lodged by 
them as shall be required by the Judicial Committee. 

(6) Parties shall be entitled to have copies of all papers lodged 
in respect of the petition at their own expense. 

IX. No solicitor or agent shall be entitled to conduct proceedings 
under this Act before the Judicial Committee unless he is a solicitor 
or agent admitted to practise before the Privy Council in accord- 
ance with Her late Majestj*s Order in Council of the 6th March, 
1896. Such solicitor or agent shall be allowed the same fees, and 
the same Council Office fees shall be chargeable in respect of 
proceedings under this Act, as are prescribed by the general rules 
applicable to proceedings before the Judicial Committee. 

X. Applications to the Judicial Committee to fix a time for hear- 
ing the petition and on other matters of procedure shall be 
addressed in the first instance to the Registrar of the Privy CouncU, 
who shall take their Lordships' instructions thereon and communi- 
cate the same to the parties. In cases of doubt the Registrar may, 
or, if so requested by any of the parties, he shall enter the applica- 
tion for hearing before their Lordships' Board. 

XI. The Judicial Committee may excuse the parties from com- 
pliance with any of the requirements of these Rules, ai^d may give 
such directions in matters of procedure and practice and otherwiae 
as they shall consider to be just and expedient. 

XII. (a) Any affidavits, statutory declarations or other docu- 
mentary evidence which may have been furnished to the Board of 
Trade, or any copies thereof which may be referred by the Board 
to the Judicial Committee may be received in evidence in proceed- 
ings under this Act before the Judicial Committee, subject to such 
cross-examination of any of the deponents as may be permitted 
by the Judicial Committee. The Judicial Committee may require 
the production of any original documents copies of which are 
tendered in evidence under this Rule. 

(h) The parties may tender before the Judicial Committee such 
further documentary or other evidence as they may be advised. 

XIII. The Judicial Committee may refer any matters in connec- 
tion with proceedings under this Act to be examined and reported 
on in the same manner as matters may be referred by them under 
section 17 of the Act 3 iS: 4 Will. IV. c. 41 (Judicial Committee 
Act, 1833). 

XtV. The Judicial Committee will hear the Attorney-General or 
other oounHoI on behalf of the Crown on the question of granting 
the prayer of any petition. Counsel on behalf of the Crown is 
not roquirod to give notice of the grounds of any objection he may 
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think fit to take or of any evidence which he may think fit to 
place before the Committee. 

XV. Costs incurred in the matter of any petition under this 
Act shall be taxed by the Registrar of the Privy Council, or other 
officer deputed by the Judicial Committee to tax the same, and the 
Registrar or such other officer shall have authority to allow or dis- 
allow in his discretion all payments made to persons of science or 
skill examined as witnesses. 

Registration op Patents. 

The " Roaster of Patents."— There is kept at the Patent Office 
a Begister of Patents, wherein must be entered the names and 
addresses of grantees of patents, notifications of assignments and 
of transmissions of patents, of licences under patents, and of 
amendments, extensions, and revocations of patents, and such 
other matters affecting the " validity of or proprietorship " of 
patents as may from time to time be prescribed (s. 23 (1) of the 
Patents Act, 1883). 

The Begister is prima facie evidence of any matters by the Act 
directed or authorised to be inserted therein (s. 23 (2), ibid. ; 
see Jandus v. Johnson (1900) 17 E. P. C. at p. 874). 

Registration under the Act is not, in itself, notice to the world 
of the entries registered (see Heap v. Hartley (1888) 5 R. P. C. 
at p. 608 ; (1889) 6 R. P. C. at p. 499 ; and see Nexo Ixion Tyre 
Co. V. SpiUbury (1898) 15 R. P. C. 567). 

Entry of Patent Grants. — Upon the sealing of a patent the 
Comptroller must cause to be entered in the Register the name, 
address, and calling of the patentee as the grantee thereof, and 
the title of the invention, together with the address for service 
(Patents Rules, 1903, Rule 51). A patent granted on any Con- 
vention application must be entered in the Register as dated 
of the date on which the first foreign application was made 
(Rule 52, ibid.). 

Entry of Payment of Renewal Fees. — Upon the issue of a 
certificate of payment of the renewal fee, the Comptroller must 
cause to be entered in the Register a record of the date of pay- 
ment of the fee on such certificate (Rule 61, ibid.). If a patentee 
fails to make any prescribed payment within the prescribed time, 
or any enlargement thereof duly granted, there must be entered 
in the Register a notification of such failure (Rule 62, ibid.). 

Entry of Jndioial Orders. — Where an order has been made 
by His Majesty in Council for the extension of a patent for a 



Digitized by 



Google 



108 DISPOSITION AND REGISTRATION OP PATENTS. 

further term, or for the grant of a new patent, or where an order 
has been made for the revocation of a patent or the rectification 
of the Register under s. 90 of the Act of 1888, or otherwise 
afiEecting the validity or proprietorship of the patent, the person 
in whose favour such order has been made must forthwith leave 
at the Patent Office an office copy of such order. The Begister 
must thereupon be rectified, or the purport of such order must 
otherwise be duly entered in the Begister, as the case may be 
(Rule 60, ibid.). 

Bi^t to be Entered as '' Proprietor." — Where a person be- 
comes entitled by assignment, transmission, or other operation 
of law to a patent, the Comptroller must on request, and on 
proof of title to his satisfaction, cause the name of such person 
to be entered as proprietor of the patent in the Begister of 
Patents (s. 87 of the Patents Act, 1888 ; Patents Bules, 1908, 
Bule 54). There is no obligation on an assignee to register the 
assignment if he does not wish to. Of course, he takes his 
chance, if he does not, of having his title defeated by someone 
else who does i*egister (New Ixion Tyre Co. v. Spilsbury (1898) 
15 B. P. C. at p. 571). 

Eifeot of Re^stration as '' Proprietor.*' — ^The person for the 
time being entered in the Begister as proprietor of a patent has, 
subject to the provisions of the Act and to any rights appearing 
from the Begister to be vested in any other person, power abso- 
lutely to assign, grant licences as to, or otherwise deal with, the 
same, and to give effectual receipts for any consideration for 
such assignment, licence, or dealing (s. 87, ibid., as amended by 
s. 21 of the Patents Act, 1888). But any equities in respect of 
the patent may be enforced in like manner as in respect of any 
other personal property (s. 87, ibid.) ; as to the meaning of this, 
see New Ixion Tyre Go. v. Spilsbury (1898) 15 B. P. C. at p. 571. 

Entry of Equitable Asst^ments. — Legal proprietorship is that 
which is dealt with by s. 87, and the person who is the pro- 
prietor of the patent means the proprietor of the patent in Icuo 
{Stewart v. Casey (1892) 9 B. P. C. at p. 18). An equitable 
assignee cannot, therefore, be registered as " proprietor " under 
s. 87. But an equitable assignment of a patent, or of a share or 
interest in a patent, may be entered in the Begister under s. 28 
of the Act as a document "affecting the proprietorship" of a 
patent {Stetcart v. Casey (1892) 9 B. P. C. 9), so long as it is 
complete in itself and capable of specific performance (see p. 94, 
supra). 
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Entry of Moptgatfes. — Mortgages may be entered in the 
Begister under s. 28 as documents ''affecting the proprietor- 
ship"; but a mortgagee cannot be entered as ''proprietor" 
under s. 87 {Van Oelder v. Sowerhy Bridge Society (1890) 7 
R. P. C. at p. 212). 

Entry of Lioenoes. — A notification of a licence may be entered 
under s. 28. 

Entry of Yerbal Agreements. — ^Verbal agreements cannot be 
entered in the Begister ; but a memorandum of a verbal agree- 
ment subsequently signed may be entered under s. 28 (see Re 
Fletcher's PaUnt (1898) 10 R. P. C. at p. 255). 

Entry of Agreements made Prior to Grant of Patent. — A 

document dated before the grant of the patent affected by it 
cannot be entered in the Register, either under s. 28 or s. 87, 
unless, it seems, the document was entered into immediately 
before the issue of the patent, and is so clear and precise as to 
leave no doubt as to the proposed patent referred to in it (see 
Re PameWa Patent (1888) 5 R. P. C. 126). 

Trusts cannot be Entered. — No notice of any trust, expressed, 
implied, or constructive, can be entered on the Register (s. 85 of 
the Patents Act, 1883 ; see Haslett v. Hutchinson (1891) 8 R. P. G. 
457). But s. 85 only excludes from registration notices of trusts, 
as distinct from documents which create trusts in equity; the 
entry of an equitable assignment is not to be refused simply 
because the assignment creates a trust {Stewart v. Casey (1891) 
9 R. P. C. at p. 15). 

Application for Registration as "Proprietor." — ^Where a 
person becomes entitled to a patent, or to any share or interest 
therein, by assignment, or by transmission, or other operation of 
law (see p. 108, supra), a request for the entry of his name in 
the Register as such complete or partial proprietor, or of such 
share or interest therein, must be addressed to the Comptroller, 
and left at the Patent Office (Patents Rules, 1908, Rule 54). 

The request must be on Form L., and must in the case of 
individuals be made and signed, by the person requiring to be 
registered as proprietor, or by his agent duly authorised to the 
satisfaction of the Comptroller, and in the case of a body corporate 
by its agent, authorised in like manner (Rule 55, ibid.). It must 
state the name, address, and calling of the person claiming to be 
entitled to the patent, or to any share or interest therein, and 



Digitized by 



Google 



110 DISPOSITION AND REGISTRATION OP PATENTS. 

the particulars of the assignment, transmission, or other operation 
of law, by virtue of which he claims to be entered in the Register as 
proprietor, so as to show the manner in which, and the person or 
persons to whom, the patent, or such share or interest therein, 
has been assigned or transmitted (Bule 66, ibid,). 

Every assignment, and every other document containing, 
giving effect to, or being evidence of the transmission of a patent 
or affecting the proprietorship thereof as claimed by the request, 
except such documents as are matters of record, must, unless the 
Comptroller in his discretion otherwise directs, be produced to 
him, together with the request and such other proof of title as he 
may require for his satisfaction. As to a document which is a 
matter of record, an official or certified copy thereof must be 
produced (Rule 57, ibid.). 

There must also be left with the request an attested copy of the 
assignment or other document or copy required to be produced 
(Rule 58, ibid.). 

Application for Entry of Notifloation of a Dooument. — An 

attested copy of every licence granted under a patent, or of any 
other document purporting to affect the proprietorship of a 
patent, must be left at the Patent Office, with a request on 
Form M., that a notification thereof may be entered in the 
Register. The accuracy of the copy must be certified as the 
Comptroller may direct, and the original document must at the 
same time be produced and left at the Patent Office if required 
for further verification (Rule 68, ibid.). 

Correction of Clerical Errors or Address. — The Comptroller 
may, on request in writing accompanied by the prescribed 
fee : (a) Correct any clerical error in or in connection with an 
application for a patent ; or (b) correct any clerical error in the 
name, style, or address of the registered proprietor of a patent 
(s. 91 of the Patents Act, 1888). The request should be on 
Form P. 

If a patentee sends to the Comptroller on Form R. notice of an 
alteration in his address, the Comptroller will cause the Register 
to be altered accordingly, and may require the altered address to 
be in the United Kingdom (Rule 58, ibid.), or the Isle of Man 
(Rule 3, ibid.). 

If a company is registered as " proprietor," and subsequently 
changes its name, alteration of name may be made by the 
Comptroller under s. 87 of the Act of 1883 {Re New Ormonde 
Co.'s Trade Mark (1896) 13 R. P. C. 475). 



Digitized by VjOOQ 16 



REGISTRATION OF PATENTS. Ill 

Reotifloation of Re^ster at Instance of Person AggrieYed. — 

S. 90 (1) of the Patents Act, 1883, as amended by s. 28 of the 
Act of 1888, provides that the Court may, on the application 
of any person aggrieved by the omission ivithout sufficient cause of 
the name of any person or of any other particulars from any 
Register kept under the Act, or by any entry made without 
sufficient cause in any such Register, make such order for 
making, expunging, or varying the entry, as the Court thinks 
fit, or the Court may refuse the application, and in either case 
may make such order with respect to the costs of the proceedings 
as the Court thinks fit. 

The grievance must be a legal grievance ; it must be a stet pro 
ratione rolunUis. The applicant must show that it tends to his 
injury or to his damage in the legal sense of the word (see per 
Selborne, L.C., in Re Riviere's Tracts Mark (1884) 26 C. D. 48 ; 
and see Re PowelVs Trade Mark (1894) 11 E. P. C. 4). 

A person is not " aggrieved " merely because the Comptroller 
has refused to grant him a patent (see Re N&nnal Co.'s Trade 
Mark (1887) 4 R. P. C. 128); and a common informer (Be 
PowelTs Trade Mark (1894) 11 R. P. C. at p. 7 ; Re ApoUinaiis 
Co:s Trade Mark (1890) 8 R. P. C. 187), or a person interfering 
from sentimental motives only (see per Fry, L.J., in Re Apolli- 
naris Co.'s Trade Mark, supra, at p. 160), is not an aggrieved 
person. 

Although a grievance in the sense intended by the section does 
not mean mere annoyance, yet it is not necessary that the appli- 
cant should prove that he is suffering serious damage (see per 
Fry, L.J., in Apollinaris Co.'s Trade Mark, supra, at p. 160). 

If an entry in the Register is wrongly made in the first 
instance, but, in events which happen, subsequently becomes 
correct, the application will be refused (see Re Manning's Patent 
(1902) 20 R. P. C. 74). 

The words " made without sufficient cause " refer to entries 
made at any time ; they are not confined to entries made at the 
time of registration (Re Batt d Co.'s Trade Mark (1898) 15 
R. P. C. at p. 589). 

Procedure on Application for Rectification of Re^ster. — 

The Act says nothing whatever about the method of procedure 
to rectify the Register ; and the Rules do not prescribe how 
applications are to be made (see per Lindley, L.J., in Re King 
d Co:s Trade Mark (1892) 9 R. P. C. at p. 860). 
The application may be by motion or summons ; but not, it 
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seems, by way of coanter-claim (see Pinto v. Badman (1891) 8 
B. P. G. at p. 187). The usual practice is by motion. 

As, however, no special procedure is prescribed, it is sufficient, 
it seems, to give the opponent a written notice of the application, 
and an opportunity of showing cause why it should not be enter- 
tained. " There is no magic in a notice of motion. ... All that 
you have to do is to take care that your opponent is there, and 
tell him that you are going to apply for an order — ^an order, not 
on him, but on the Comptroller; an order to rectify the 
Register " (per Lindley, L.J., in Re King d Go's Trade Mark^ 
supra f at pp. 860, 861). But the notice should be full and 
sufficient to protect the opponent's rights in every respect (see 
per Bowen, L.J., in Re King d Co.' 8 Trade Mark, siipra, at 
p. 865). 

There is no power to serve a notice of motion out of the juris- 
diction, nor in the Court to give leave for such service. Where 
the person affected is a foreigner, the proper course, it seems, is 
to serve notice of motion on the Comptroller, and to send a 
letter to the foreigner, accompanied by a copy of the notice, 
stating that an application will be made on the day mentioned 
in the notice affecting his interest (see La Compagnie Oenirale 
d'Eatuc Minirales (1891) 8 E. P. C. 446). 

The High Court of Justice in England has jurisdiction to 
make an order for rectification where the person affected is a 
person domiciled in Scotland or Ireland {Re King d Co.*8 Trade 
Mark (1892) 9 E. P. C. at p. 364). 

The Court may in any proceeding under s. 90 decide any 
question that it may be necessary or expedient to decide for the 
rectification of the Begister, and may direct an issue to be tried 
for the decision of any question of fact, and may award' damages 
to the party aggrieved (sub-s. 2). 

The costs are in the discretion of the Court (see p. Ill, supra). 

Any order of the Court rectifying the Begister must direct 
that due notice of the rectification be given to the Comptroller 
(sub-s. 8). 

EfTeot of Making False Entries. — If any person makes or 
causes to be made a false entry in the Begister, or a writing 
falsely purporting to be a copy of an entry in the Begister, or 
produces or tenders or causes to be produced as tendered in 
evidence any such writing, knowing the entry or writing to be 
false, he is guilty of a misdemeanour (s. 98 of the Patents Act, 
1883). 
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Inspeotion of the Register. — The Begister of Patents is open 
to the inspection of the public on every week-day except Satur- 
day between the hours of ten and four, and on Saturday between 
the hours of ten and one, except on the days and the times 
following : — (a) Christmas Day, Good Friday, the day observed 
as His Majesty's birthday, days observed as days of public fast 
or thanksgiving, and days observed as holidays at the Bank of 
England ; (6) days which may from time to time be notified by 
a placard posted in a conspicuous place at the Patent Office; 
(c) times when the Begister is required for any purpose of 
official use (s. 88 of the Patents Act, 1888 ; Patents Bules, 1908, 
Bule 64). 

Certified Copies of Entries in Re^ster. — ^Certified copies of 
any entry in the Begister may be obtained by any person 
requiring the same, on payment of the prescribed fee (s. 88 of 
the Patents Act, 1888 ; Patents Bules, 1908, Bule 66). 

A certificate purporting to be under the hand of the Comp- 
troller as to any entry is primd facie evidence of the entry having 
been made, and of the contents thereof (s. 96, ibid.). 

Copies or extracts, purporting to be certified by the Comp- 
troller and sealed with the seal of the Patent Office, of or from 
the Begister, are admissible in evidence in all Courts, and in all 
proceedings, without further proof or production of the originals 
(s. 89, ibid.). 



ii.p. 
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CHAPTER VI. 

Revocation op Patents. 

grounds for revocation— who may petition— the 
pboceduret-evidencb— appeals. 

It has already been mentioned that a patent may be revoked 
under s. S of the Patents Act^ 1902, if the reasonable require- 
ments of the public with respect to the patented article have not 
been satisfied (see p. 102, supra). In this chapter it is proposed 
to consider the revocation of a patent on petition to the High 
Court under s. 26 of the Patents Act, 1888. 

No proceeding by petition or otherwise lies for revocation of 
a patent granted for an invention in relation to which the 
Secretary of State for War has certified under s. 44 (9) of the 
Patents Act, 1888 (see p. 95, supra). 

Grounds for ReTOoation. — By virtue of s. 26 of the Act of 
1888 a patent may be revoked — 

(a) On the ground that the patent was obtained in fraud of 
the petitioner's rights, or of the rights of any person under or 
through whom he claims (see p. 117, infra ; Re Avery's Patent 
(1887) 4 B. P. C. 822 ; Re Jamesons Patent (1902) 19 B. P. C. 
at p. 254). 

(b) On the ground that the petitioner, or any person under or 
through whom he claims, was the true inventor of any inven- 
tion included in the claim of the patentee (see p. 117, infra ; 
Walker v. Hydro-Carbon Syndicate (1884) 2 B. P. C. 8). 

(c) On the ground that the petitioner, or any person under or 
through whom he claims an interest in any trade, business, or 
manufacture, had publicly manufactured, used, or sold, within 
this realm, before the date of the patent, anything claimed by 
the patentee as his invention (see p. 117, infra ; Re Haddan's 
Patent (1885) 2 B. P. C. 218; Re Edmond's Patent (1889)6 
B. P. C. 855 ; Re Taylor's Patent (1896) 13 B. P. C. 482). 

(d) On any ground on which a patent might, at the commence- 
ment of the Act of 1888, have been repealed by scire facias. 

The grounds on which a patent might formerly have been 
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repealed by scire facias were " fraud, false suggestion, non-com- 
pliance on the part of the patentee with the conditions of the 
letters patent, failure of any of the essential requisites of novelty 
or utility, or abuse of the privileges granted by the letters 
patent" (Webster's Letters Patent, p. 82). 

A patent may be revoked if the invention was not proper 
subject for a patent (see p. 1, supra) ; or if the invention was not 
new (see p. 7, supra) or useful (see p. 16, supra); or if the 
patentee was not the true and first inventor (see p. 26, supra) ; 
or if the specifications are defective (see pp. 56, 59, supra). 

The mere fact that the patent was taken out to evade the 
provisions of an Act of Parliament is no ground for revocation of 
the patent {Re Vaisey's Patent (1894) 11 B. P. C. at p. 598). 

In Re Morgan's Patent ((1888) 5 R. P. C. 186) the grounds 
raised, and held to be properly raised, were : (1) That the patentee 
was not the inventor of the alleged invention ; (2) want of 
novelty ; (8) disconformity ; (4) prior publication ; and (5) prior 
user. In Re Goulard's Patent ((1888) 5 R. P. C. at p. 529), where 
the fiat of the Attorney-General had been obtained, the objections 
taken to the patent were : (1) Want of novelty ; (2) absence of 
sufficient invention; (8) that certain of the claims were for 
principle only ; want of utility ; (5) absence of a proper specifica- 
tion ; (6) that the specification did not describe or ascertain the 
nature of the invention or the manner of performing it ; (7) that 
the specification did not distinguish what was old from what was 
new; (8) that the specification was vague and calculated to 
mislead the public in certain specified particulars; and (9) 
disconformity. 

Fraud. — Where the petitioner alleges that the patent was 
obtained '' in fraud of his rights, or the rights of any person 
under or through whom he claims " (see p. 117 infra), the 
petitioner must prove that the patentee has been guilty of dis- 
honest or culpable acts in obtaining the patent (see Re Avery's 
Patent (1887) 4 R. P. C.—per Stirling, J., at p. 166, per Cotton, L. J., 
at pp. 826, 827 ; and see Re Jajneson's Patent (1902) 19 R. P. C. 
at p. 254). In the former case the patentee — ^who was advised 
by a patent agent that he was an inventor within the meaning of 
the Patent Law — applied for a patent, made a statutory declara- 
tion that he was the true and first inventor, and did not disclose 
the fact that part of the invention had been communicated from 
abroad. The patent having been granted, it was argued in the 
proceedings for revocation that the patent had been granted 

I 2 
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in fraud of the petitioner's rights — ^he having instructed an agent 
in England to obtain a patent here for a part of the invention, 
and the agent having appointed the patentee his substitute — ^and 
that the statement that the patentee was the inventor was so reck- 
lessly untrue as to be evidence of fraud. It was held, on the 
evidence, that the patentee had made only an innocent mistake, 
and did not act in fraud of the rights of the petitioner, his prin- 
cipal. " The mere fact," said Cotton, L. J., " that an agent makes 
an honest mistake, even though that may cause loss to the 
principal, is not, in my opinion^ an act done in fraud of the 
rights of the principal. ... To be in fraud of his rights it 
must be either done with the intention of depriving the principal 
of his rights, or must be insisted upon so as to deprive the prin- 
cipal of his rights." This patent, however, might have been 
revoked on the ground that the patentee was not the true and 
first inventor (see pp. 827, 828) ; and the petition was dismissed 
without prejudice to any petition which the petitioner might 
present as a person alleging that he was the true inventor of any 
of the inventions included in the claim of the patent. 

Patents were revoked on the ground of having been obtained in 
fraud of the petitioner's rights in the following circumstances : — 

(a) The respondent and petitioner jointly applied for pro- 
visional protection. The application lapsed. Subsequently the 
respondent, unknown to the petitioner, and in breach of a part- 
nership agreement, applied for and obtained a patent alone for 
the same invention (Re Gale's Patent (1891) 8 B. P. G. 488). 

(6) A patent was granted to N. The evidence showed that the 
experiments resulting in the patented invention were made by 
C. with the assistance of H., that G. was the true and first inven- 
tor of the principal of the invention, and that the patent was 
taken out so as to deprive G. of his rights and gain an advantage 
for N. (Re Norwood's Patent (1895) 12 B. P. G. 214; and see Re 
Norwood's Patent (No. 2) (1898) 15 B. P. G. 98). 

(c) A patent was granted to M. and N., who were directors of 
a company in which W., a workman, was employed. M. had 
asked W. to invent a tap which would, by the introduction of 
steam into cold water, give hot, cold, or warm water as required. 
W. perfected the tap in all details. M. paid him lOZ. for over- 
time work on the models. W. presented a petition for revocation 
of the patent, which was revoked on the ground that it had been 
obtained in fraud of his rights (Re Marshals Patent (19(K)) 17 
B. P. C. 558). 

Where a patent has been revoked on the ground of fraud. 
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the Comptroller may, on the application of the true inventor, 
grant to him a patent in lieu of and bearing the same date as the 
date of revocation of the patent revoked, but the patent so 
granted ceases on the expiration of the term for which the 
revoked patent was granted (s. 26 (8) of the Patents Act, 1888). 
If revoked on other grounds, the Comptroller has no such power 
(see Re MarshaWs Patent (1900) 17 E. P. C. at p. 666 ; Re 
Norwood's Patent (1895) 12 R P. C. at p. 219). Hence, it is 
most desirable to obtain a declaration that the patent was 
obtained in fraud of the petitioner's rights. But it is not a 
matter of course that the Comptroller wUl grant a new patent. 
He may grant the patent ; he therefore has a discretion in the 
matter {Re Norwood's Patent (1895) 12 R. P. C. at p. 219). 

Patentee not True Inventor. — If the petitioner relies 
upon the fact that he was the true inventor (see infra), 
the issue is, Does the respondent's invention so resemble the 
invention of the petitioner as that it constitutes an infringe- 
ment ? (see per Bacon, V.-C, in Walker v. Hydro-Carbon Syndicate 
(1884) 2 R. P. C. at p. 10). If the petitioner's invention was 
described in a prior specification, the respondent may prove the 
state of conunon knowledge so as to narrow the ambit of the 
petitioner's claim {Walker v. Hydro-Carbon Syndicate, supra). 

Who may Petition for Revooation. — A petition for revocation 
may be presented by — 

(a) The Attorney-General in England or Ireland, or the Lord 
Advocate in Scotland. 

(6) Any person authorised by the Attorney-General in England 
or Ireland, or the Lord Advocate in Scotland. 

(c) Any person alleging that the patent was obtained in. fraud 
of his rights, or of the rights of any person under or through 
whom he claims. 

{d) Any person alleging that he, or any person under or 
through whom he claims, was the true inventor of any invention 
included in the claim of the patentee. 

{e) Any person alleging that he, or any person under or 
through whom he claims an interest in any trade, business, 
or manufacture, had publicly manufactured, used, or sold, within 
this realm, before the date of the patent, anything claimed by 
the patentee as his invention (s. 26 (4) of the Act of 1888). 

Paragraphs (c), {d), and {e) are not to be construed as stating 
the only grounds that can be alleged in the petition ; for, as has 
been stated, every ground on which a patent might, at the 
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commencement of the Act of 1888, be repealed hy scire facias is a 
ground for revocation (see p. 114, supra). But if a person attacks 
a patent on grounds other than (c), (d), or (e), he must bring 
himself within paragraph (b), i.e., he must obtain the fiat of the 
Attorney-General (Re Morgan's Patent (1888) 5 R. P. C. 186). 
Under paragraphs (c), (d), or (e) the petitioner may present his 
petition without leave of the Attorney-General ; and if qualified 
to present his petition under any of those paragraphs, he may 
impeach the patent on any other ground {Re Morgan's Patent, 
supra). But if he alleges that he is the true and first inventor, 
and also prior publication, he must obtain the fiat of the Attorney- 
General, as these allegations are inconsistent ; evidence to prove 
prior publication would rebut the allegation of true and first 
inventor {Re Jameson's Patent (1902) 19 R. P. C. 246). In 
Scotland the concurrence of the Lord Advocate is always necessary 
(s. 109 (1) of the Patents Act, 1888). 

How to Obtain Fiat of Attomey-Oeneral. — If the petitioner 
is not qualified to present his petition under heads (c), {d), or {e) 
of sub-s. 4 (see p. Ill, siqrra) yhe must obtain the fiat of the Attorney- 
General authorising the presentation of his petition. And if 
there is any doubt about his being so qualified, the fiat should be 
obtained ; for the Court will not hear the petitioner on any ground 
if it appears that he has no locus standi (see pei* Cotton, L. J., in Re 
Avery's Patent (1887) 4 R. P. C. at p. 826 ; Re Dedge's Patent (1895) 
12 R. P. C. at pp. 462, 458). The fiat, however, may be applied for 
after the petition has been presented ; and the Court may order the 
petition to stand over until the fiat has been obtained {Re Dedge's 
Patent (1895) 12 R. P. C. 448 ; and see Re Jameson's Patent, supra). 

To obtain the Attomey-Generars authority under sub-s. 4 (6), 
the following papers must be sent to the Law Officers' Clerk, Royal 
Courts of Justice (room 549), London: — (1) Memorial to the 
Attorney-General asking for his authority and stating all the cir- 
cumstances ; (2) statutory declaration verifying the statements in 
the memorial; (8) two copies of the proposed petition and of 
the particulars proposed to be delivered with it ; (4) certificate 
of a barrister that the petition is proper to be authorised by the 
Attorney-General ; (5) certificate by a solicitor that the proposed 
petitioner is a proper person to be a petitioner, and that he is 
competent to answer the costs of all proceedings in connection 
with the petition if unsuccessful (see Griff. P. C. pp. 319, 820) ; 
and (6) declaration that the validity of the patent cannot be 
disputed in any legal proceedings then pending. 
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The Attorney-General sometimes gives or refuses his authority 
ex parte. In some cases he directs notice to be given to the 
parties and directs the parties to be heard before him (Griff. 
P. C. 820), 

The Attorney-General has no power to give costs in these 
cases {Welch's Application, Griff, P. C. 820 ; but see s. 88 of the 
Act of 1888), though the costs of the application are sometimes 
by consent made costs in the action {Vicker's Application, Griff. 
P. C. 820). 

In FerrantVs Application (Griff. P. C. 820), and in the Appli- 
cation of King's Trustees (ibid,), the authority was given without 
directing any notice to be given to the patentees. 

See, further, the cases referred to in Griffin's Patent Gases at 
p. 820. 

The fiat will not be granted as a matter of course ; but in 
practice it is never refused in a reasonable case {per Bomer, J., in 
Re Dedge's Patent (1895) 12 E. P. C. at p. 452 ; and see per Smith, 
L.J., in Shoe Co. v. Cutlan (1895) 12 R. P. C. at p. 583). 

The Procedure. 

The proceeding by scire facias to repeal a patent is abolished, 
and revocation is now obtained by petition to the Court (s. 26 (1) 
and (2) of the Patents Act, 1888). " The Court " means, in 
England, His Majesty's High Court of Justice in England 
(s. 117), and in Ireland the High Court of Justice in Ireland 
(B. Ill (1) ). 

In Scotland, the proceedings for revocation of a patent are in 
the form of an action of reduction at the instance of the Lord 
Advocate, or at the instance of a party '' having interest " with 
his concurrence ; and service of all writs and summonses in that 
action must be made according to the forms and practice existing 
at the commencement of the Act of 1888 (s. 109 ; see Weir v. 
Denny (1894) 11 R. P. C. 657 ; Montgomerie v. Patersm (1894) 
11 R. P. C. 221, 633). 

A petition for revocation may be sent for trial at the Assizes 
before a Judge without a jury (see Re Edmond's Patent (1889) 
6 R. P. C. 855). 

Subject to sub-ss. 5, 6, and 7 of s. 26, the Act leaves the practice 
to be governed by the ordinary practice upon a petition to the 
High Court ; and the petitioner may administer interrogatories to 
the respondent {Haddan's Patent (1884) Griff. P. C. at p. 109). 

The Petition. — The petition must be presented in the name 
of the person qualified to present it ; an attorney of the qualified 
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petitioner cannot present it (see Re Avery's Patent (1887) 4 
B. P. C. 152). All persons beneficially interested in the patent 
at the date of the presentation of the petition must be made 
respondents (Re Avery's Patent^ supra). Where a patent was 
assigned after the petition was presented, the assignee was 
allowed to be made a respondent in the place of the patentee on 
50i. being paid into Court as security for costs (Re Haddan's 
Patent (1885) 2 E. P. C. 218). 

If the petitioner is not qualified as of right to present the 
petition, he must obtain the fiat of the Attorney-General (see 
p. 118, supra). 

The petition should be served in the usual way. But the Act 
contains no special provision as to the service of the petition, 
and where the respondent is out of the jurisdiction, personal 
service will not be required. The Court will merely require in 
the interests of justice that the patentee has full notice of the 
proceedings (see Re Drummond's Case (1889) 6 E. P. C. 576 ; 
Re Goerz's Patent (1895) 12 B. P. C. 870). In Re CerckeVs 
Patent ( (1898) 15 B. P. C. at p. 501) Bomer, J., directed notice of 
the proceedings and copies of the petition and of the particulars 
of objections to be sent under registered cover to the respondent, 
who was abroad. The respondent did not appear at the hearing, 
and the patent was revoked ; but no order was made as to costs. 
Similar directions were given in Re Hirschfeld's Patent ( (1894) 
11 B. P. C. at p. 515), and m Re Allison's Patent ( (1900) 17 
B, P. C. 297). 

A respondent out of the jurisdiction will not be ordered to give 
security for costs (Re Miller's Patent (1894) 11 B. P. C. at p. 57). 

Partioolars of Objeotions. — The petitioner must deliver with 
his petition particulars of the objections on which he means to 
rely, and no evidence can, except by leave of the Court or a 
Judge, be admitted in proof of any objection of which particulars 
are not so delivered (s. 26 (6) of the Patents Act, 1883). The 
particulars may be from time to time amended by leave of the 
Court or a Judge (s. 26 (6), ibid. ; see p. 183, infra). 

The Court, it seems, has no power to grant a certificate, as in 
an action for infringement (see p. 213, infra), that the parti- 
culars are reasonable and proper (see Re Oovlard's Patent (1888) 
5 B. P. C. at p. 537 ; but see Re Partridge's Patent (1903) 20 
E. P. C. at p. 460). 

Particulars of objections are fully considered on pp 178 — 
184, infra. 
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InterFO^tories. — On making the usual deposit, the petitioner 
is entitled to interrogate the respondent {Haddan's Patent (1884) 
Griff. P. C. at p.l09). 

Consent Order. — If the respondent is satisfied that he has no 
case, and wishes to consent to an order for revocation, he should 
go to charnbers and say that he submits to a formal order and 
pay the costs {Re Scott's Patent (1908) 20 E. P. C. 604). 

Trial with WitnesBes. — The petition may be ordered to go 
into the witness list {Re Miller's Patent (1894) 11 E. P. C. at 
p. 56; Re Allison's Patent (1900) 17 E. P. C. 297). An applica- 
tion for an order that the petition shall go into the witness list 
should be made when the petition comes into petition list and 
in the presence of both parties {Re Borrowinan's Patent (1902) 
19 E. P. C. 159). 

The Trial. — The mode of trial is similar to that of an action 
for infringement. The case is tried without a Jury, unless the 
Court otherwise directs (s. 28 (1) of the Patents Act, 1888). 
The Court may, and must, on request of either of the parties, 
call in the aid of an assessor specially qualified, and try and hear 
the case wholly or partially with his assistance (s. 28 (1), ibid.). 
If more convenient to the parties, an order may be made for 
trial at the Assizes {Re Edniond's Patent (1889) 6 E. P. C. 855). 
And if an action for infringement is pending, the petition may 
be directed to be heard at the same time as the infringement 
action {Re Edge's Patent, W. N. (1890) at p. 149). 

At the hearing, the respondent has the right to begin, and if 
the petitioner gives evidence impeaching the validity of the 
patent, the respondent has the right to reply (s. 26 (7) of the 
Act of 1888). 

Joint petitioners should appear by the same counsel ; but in 
some cases they will be allowed, if the other side raises no 
objection, to appear separately (see Re Norwood's Patents (1895) 
12 E. P. C. at p. 221). 

Evidence. — The evidence at the hearing may be given either 
by witnesses in Court {Re MiUer's Patent (1894) 11 E. P. C. at 
p. 56) or by affidavit {Re Gale's Patent (1891) 8 E. P. C. at 
p. 439). But where fraud is alleged, the evidence should not be 
tendered on affidavit (see Re Gale's Patent, supra, at p. 440). 

Where the evidence is given on affidavit, the respondent, as 
he has the right to begin, should file his evidence in the first 
instance (see per Chitty, J., in Re Gale's Patent (1891) 8 E. P. C. 
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at p. 440). If any of the deponents have been cross-examined, 
the cross-examination should be put before the Court, and not 
kept back ; if withdrawn, the Court will conclude that the party 
cross-examined was speaking the truth {Re Gale's Patent, supra). 

Effect of Decision in Priop Action betveen Same Parties. — 

The respondent is not precluded from showing that his patent is 
valid by reason of the patent having been declared invalid in an 
action for infringement previously brought by him against the 
petitioner — i.e., there is no estoppel. The reason of this is, that 
a petition for revocation, by whomsoever brought, is a petition 
on behalf of the public, and is not personal to the petitioner 
{Re Deeley's Patent (1895) 12 R. P. C. at p. 199 ; and see 
Shoe Co. V. Cutlan (1895) 12 R. P. C. at p. 588 ; Re Lewis's 
Patent (1896) 14 R. P. C. at p. 85). 

" This is almost the only instance in which the same party 
litigant can litigate over again the same facts which he has 
already put in issue before another tribunal and get a second 
trial, although he has already had the matter adjudicated against 
him once before. . . . But at the same time, it is impossible 
for the Judge who tries the second action not to bear in mind 
the fact that, unless the witnesses are so obviously unimpeach- 
able that there is no suspicion of an attempt to mislead the 
Court, it is a most dangerous precedent to allow witnesses to 
appear and attempt to supplement evidence which has proved 
deficient on the former occasion " {per Farwell, J., in Re Jameson's 
Patent (1902) 19 R. P. C. at p. 252). 

Amendment of the Specification. — When and so long as any 
proceeding for revocation of a patent is pending, no amendment 
of the specification can be made without the leave of the Court 
or a Judge (see p. 85, supra). But the Court or a Judge may at 
any time order that the patentee shall be at liberty to apply at 
the Patent Ofiice for leave to amend his specification by way of 
disclaimer, and may direct that in the meantime the hearing 
shall be postponed (see p. 86, supra). 

The Order. — If an order has been obtained for the revocation 
of a patent, the person in whose favour the order has been made 
must forthwith leave at the Patent OflSce an office copy thereof. 
The Register of Patents is thereupon rectified, or the purport of 
the order will otherwise be duly entered in the Register (Patents 
Rules, 1908, Rule 60). 

Once revoked, difficulties may arise as to the patent being 
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resuscitated in case of a successful appeal (see Re Armstrong's 
Patent (1897) 14 R. P. C. at pp. 756, 756 ; DeeUy v. Perkes (1896) 
18 R, P. C. at pp. 589, 590). Hence, the Court will usually stay 
the execution or delivery out of the order pending an appeal (see 
Re Armstrong's Patent, supra; Re Klaber*s Patent (1902) 19 
R. P. C. at p. 180) ; and it may grant liberty to apply for leave 
to amend the specification in a particular way, and direct that 
the order for revocation shall not take effect if the specification 
be so amended (Re Scott's Patent (1903) 20 R. P. C. at p. 263 ; 
Re GeipeVs Patent (1903) 20 R. P. C. at p. 556 ; Re Justice's Patent 
(1901) 18 R. P. C. at p. 248 ; Deeley v. Perkes, supra). 

The GoBts. — The petitioner, if successful, is entitled to the 
costs, whether the opponent appears (Re Edmond's Patent (1880) 
6 R. P. C. at p. 858) or not (Re Wallace's Patent (1895) 12 
R. P. C. at pp. 445, 446 ; Re Sleight's Patent (1893) 10 R. P. C. 
at p. 448). 

The Court, it is conceived, has no power to grant a certificate, 
as in an action for infringement (see p. 213, infra), that the par- 
ticulars of objection were proven or reasonable and proper 
(Goulard's Patent (1888) 5 R. P. C. at p. 537 ; but see Re Part- 
ridge's Patent (1903) 20 R. P. C. at p. 460, where Joyce, J., 
granted a certificate in an undefended case). But the Court 
will not allow costs in respect of any objection which was not 
reasonably raised (Re Dedge's Patent (1895) 12 R. P. C. at 
pp. 454, 455). 

A respondent out of the jurisdiction will not be required to 
give security for costs (Re Miller's Patent (1894) 11 R. P. C. 
at p. 57). 

AppeaL — An appeal lies from the decision at the hearing to 
the Court of Appeal and to the House of Lords (see Deeley v» 
Perkes (1896) 13 R. P. C. 581). 

Where an order for revocation has been made, the Court will 
stay execution or delivery out of the order pending an appeal 
(supra). 

The Court of Appeal is always very reluctant to allow fresh 
evidence to be given on appeal (Walker v. Hydro-Carbon Syndi- 
cate (1886) 3 R. P. C. at p. 254) ; especially so where the 
application to tender farther evidence is made by the petitioner, 
as no irremediable damage can result from refusing his application 
(see Shoe Co. v. Cutlan (1895) 12 R. P. C. at p. 683). 
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Action fob Threats. 

action under the statute op monopolies— action under 
the patents act, 1883— what amounts to a threat — 
defences— procedure— remedies. 

Action Under the Statute of Monopolies. 

Sect. 4 of the Statute of Monopolies provides that if any person 
be "hindered, grieved, disturbed, or disquieted'* by occasion or 
pretext of any monopoly or letters patent, he may have his 
remedy for the same at the common law by an action to be 
grounded upon the statute, and " shall recover three times so 
much as the damages " which he sustained by reason of being 
so hindered, grieved, disturbed, or disquieted. But the Act has 
no operation with reference to letters patent for " any manner 
of new manufactures within this realm to the true and first 
inventor " provided they be " not contrary to the law nor 
mischievous to the State, etc." (see p. 1, supra). 

In only one reported case has this statute been relied upon 
(Peck V. Hindes (1898) 15 R. P. C. 118). The reason for this is 
not altogether clear. The damages recoverable under the statute 
are greater than those recoverable under s. 82 of the Patents 
Act, 1888 ; the plaintiff is entitled as of right to treble damages. 
And under this statute the plaintiff may be any person " hindered, 
grieved, disturbed, or disquieted " ; under the Act of 1883 only 
a person '* aggrieved " can bring action. Moreover, the Statute 
of Monopolies is not confined to (though it doubtless includes) 
threats of legal proceedings or liability; it applies to an 
action at law, even though brought in good faith (see Peck v. 
Hind€8 (1898) 15 R. P. C. at p. 127). Hence, it seems, if a 
patentee sues for an infringement, and the defendant shows that 
the patent is bad, and that he has been " hindered, etc.," an action 
under the statute lies, and the defendant can recover treble 
damages. 

The statute, however, does not apply to letters patent for 
** new manufactures within this realm to the true and first 
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inventor" (s. 6). But if it is shown that the patent was not in 
fact granted for a " new manufacture " (as to the meaning of 
these words see Chapter I.), and the patent is therefore invalid, 
the plaintiff must, it is submitted, succeed. In Peck v. Hindes 
{supra) Mathew, J., held that the statute did not apply, as the 
patent in question, though invalid originally, became valid 
subsequently by disclaimer. Had the patent in that case been 
hopelessly bad, it is conceived that s. 4 would have applied and 
that the plaintiff would have been entitled to treble damages and 
costs. 

Action Under the Patents Act, 1883. 

S. 82 of the Patents Act, 1883, provides as follows : — 

Where any person claiming to be the patentee of an invention, by 
circulars, advertisements, or otherwise threatens any other person 
with any legal proceedings or liability in respect of any alleged 
manufacture, use, sale, or purchase of the invention, any person or 
persons aggrieved thereby may bring an action against him, and 
may obtain an injunction against the continuance of such threats, 
and may recover such damage (if any) as may have been sustained 
thereby, if the alleged manufacture, use, sale, or purchase to which 
the threats related was not in fact an infringement of any legal 
rights of the person making such threats: Provided that this 
section shall not apply if the person making such threats with due 
diligence commences and prosecutes an action for infringement of 
his patent. 

'* The Legislature desires that threats of patent actions shall 
not hang over a man's head ; that the sword of Damocles, in 
such a case, should either not be suspended, or should fall at 
once ; and it is with that view that the section seems to be 
framed " (per Bowen, L.J., in Skinner v. Perry (1892) 10 E. P. C. 
at p. 8). A patentee must not threaten legal proceedings unless 
the manufacture to which the threat applies infringes the legal 
right of the threatener, or unless the threatener is about to forth- 
with bring an action to show the validity of his threats. If he 
cannot bring himself within the two saving clauses at the end of 
the section, then the section absolutely forbids him threatening 
legal proceedings at all ; and it is nihil ad rem to say that what 
he did was bond fde, or that what he did was on a privileged 
occasion (see jper Smith, L.J., in Skinner v. Perry ^ supra). 

What JLmonnts to an Actionable Threat. — '' As a matter of 
law, anything said, or anything written by a person, even by 
way of warning, if it is for the purpose of intimating to another 
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person that Bomebody else is inf ringing his patent, and he there- 
fore must not buy from that person, is in the nature of a threat " 
(per Bucknill, J., in Bishop v. Inman (1900) 17 R. P. C. at 
p. 755). The section does not apply to mere general warnings 
(see per Bowen, LJ., in Challender v. Royle (1887) 4 R. P. C. at 
p. 874 ; per Lindley, L J., in Johnson v. Edge (1892) 9 R. P. C. 
at p. 148). It does not prevent a patentee from saying that 
which the patent itself implies — that anybody infringing must 
expect legal proceedings to be taken against him. That is 
merely saying what everybody knows {Johnson v. Edge, supra). 
But a circular, though framed in general terms, may, in certain 
circumstances, be proper subject for an action. Thus, in Johnson 
V. Edge (supra), E., the owner of two patents for wrapping up 
blue, sent out the following circular as a wrapper round his 
blue : " Notice to grocers and others. Information of extensive 
violation of E.'s patent rights has been received. All parties are 
warned not to infringe those rights. R. & R. C. W., Solicitors." 
J., also a dealer in blue, brought an action against E. to restrain 
him from issuing threats. Held : that the circular was a threat 
within the section, though J., the aggrieved person, was not the 
person to whom the threat was issued. And see Herrburger v. 
Squire (1888) 5 R. P. C. 581. 

In Challender v. Royle ((1887) 4 R. P C. at pp. 874, 875) 
Bowen, L.J., said that the threat, which is the subject-matter of 
the action, must be about an act done ; that threats as to some- 
thing which might be done in the future would not fall within 
the section. But in Johnson v. Edge ( (1892) 9 R. P. C. at p. 148) 
Lindley, L.J., said he thought the section might apply to an 
intended infringement, provided that it could be shown that the 
intended infringement if carried out would be an actual infringe- 
ment. And see per Kekewich, J., in Kurtz v. Spence (1888) 
5 R. P. C. at p. 171 ; per Day, J., in WiUoughby v. Taylor (1898) 
11 R. P. G. at p. 58. A single threat may amount to an action- 
able threat (Webb v. Levinstein (1898) 15 R. P. C. 78) ; and a 
threat not withdrawn is a continuing threat (Driffield Co. v. 
Waterloo Co. (1886) 8 R. P. C. at p. 48 ; cf. English Co. v. Gare 
Co. (1894) n R. P. C. at pp. 680, 681). 

A threat is actionable whether it is addressed direct to the 
person aggrieved or to some third person. " If I threaten a man 
that I will bring an action against him, I threaten him none the 
less because I address that intimation to himself, and I threaten 
him none the less because I address the intimation to a third 
person " (per Bowen, L.J., in Skinner v. Peny (1892) 10 R. P. C. 
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at p. 7 ; and see Johnson v. Ed^e (1892) 9 R. P. C. 142). And 
an action is sustainable although the circular containing the 
threat makes no reference to the threatener's patent, if it is clear 
that the threatener, at the time, had his patent in his mind (see 
Douglass v. PintcWs Patent Co. (1896) 18 R. P. C. at p. 680). 

Examples of Actionable Threats. — The following statements 
have been held to be " threats " within the section : — 

(1) " Notice to grocers and others. Information of extensive 
violation of E.'s patent rights has been received. All parties are 
w&med not to infringe those rights. R. & R. C. W., Solicitors " 
{Johnson v. Edge (1892) 9 R. P. C. 148). 

(2) " Notice to the pianoforte trade. I have lately ascertained 
that certain foreign manufacturers are infringing my patent 

No. in respect of improved pianoforte actions, particularly 

that portion of it relating to the armed damper. ... As there is 
great difficulty in obtaining judgment against a foreign house, 
they being represented in some cases only by a traveller, and he 
having no fixed residence, under the circumstances I am com- 
pelled, and it is my intention, to take legal proceedings against 
all persons infringing my patent. . . . N.B. — All actions without 
my official tablet being affixed are an infringement of my patent" 
(Herrburger v. Squire (1888) 5 R. P. C. 581). 

(8) " I . . . understand that you have given Mr. D. the order 
for the gas buoy lanterns, no price having been asked from 
my company. As we have supplied hundreds of lanterns, and 
Mr. D. has, so far as I know, not made one, I am much 
surprised at this. I am afraid this matter will lead to a great 
deal of difficulty and unpleasantness, and you must not be 
surprised if my company applies for an injunction against 
Mr. D. to restrain him from selling his gas buoy lanterns" 
(Douglass v. Pintch's Patent Co. (1896) 13 R. P. C. 673). 

(4) " We understand that your house is being supplied with 
electric light by the K. Co., which Company, as you are doubt- 
less aware, is now being sued for damages for infringement of 
our patented system of electric distribution. We have been 
advised that you, as one of the users of the said system, are 
liable for the infringement. We beg, therefore, to caution you 
of the fact, and to offer you an indemnity upon the terms 
contained in the enclosed circular " {Kensington Electric Co. v. 
Lane-Fox (1891) 8 R. P. C. 277). 

(5) "We are informed that you are making glasses with a 
lip of a special construction, which we have protected by patent. 
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If this is the case, we must request you to stop at once the 
manufacture of these glasses, and also to furnish us with an 
account of all you have made " (Webb v. Levinstein (1898) 16 
E. P. C. 78)- 

(6) "Noticing that you are exhibiting at the above show a 
^ Balli ' car mounted on Cee springs, a direct infringement of 
our patent, we have to request that you will immediately remove 
same from the show, dismount same, and render us some 
explanation as to your infringement of our patent rights" 
{Burt V. Morgan (1887) 4 E. P. C. 278). 

Threats by Letter or Word of Mouth. — The word " other- 
wise " is not to be read ejiisdem generis with " circulars " or 
"advertisements" (Skinner v. Perry (1892) 10 E. P. C. at p. 5). 
The section includes threats made by word of mouth (Kurtz v. 
Spence (1888) 5 E. P. C. 161 ; and see Dowson v. Drosophore Co. 
(1894) 11 E. P. C. 636), or by letter (Driffield Co. y. Waterloo 
Co. (1886) 8 E. P. C. 46 ; Skinner v. Perry (1892) 10 E. P. C. at 
p. 6 ; Day v. Foster (1890) 7 E. P. C. 64 ; Hoffming v. Sahlmry 
(1899) 16 E. P. C. 375). 

The fact that an interview or letter was " without prejudice " 
does not make any difference (Kurtz v. Spence (1888) 6 E. P. C. 
at p. 173). Nor does the fact that the threatening letter was 
written by the defendants' solicitors (Driffield Co. v. Waterloo Co. 
(1886) 3 E. P. C. 46; Combined Weighing Co. v. Automatic 
Weighing Co. (1889) 6 E. P. C. 602 ; and see Engels v. Hvbert 
Sijndicate (1902) 19 E. P. C. at p. 208). 

A letter from a patentee in answer to an inquiry may be a 
threat (Skinner y. Perry (1892) 10 E. P. C. 1; and see Beven v. 
Welsbach Co. (1902) 20 E. P. C. at p. 73). 

In the case of a verbal threat, the person aggrieved should 
give the name of the person to whom the threat was made, as in 
an action for slander (Dowson v. Drosophore Co. (1894) 11 E. P. C. 
636). 

Defences to the Action. — It is a good defence to show — 
(a) That the plaintiff has, in fact, infringed ; or (b) that, although 
the plaintiff has not infringed, the defendant has brought him- 
self within the proviso, i.e., he has with due diligence commenced 
and prosecuted an action for infringement. 

The FroTiso. — The section does not apply if the person 
making the threats " with due diligence commences and pro- 
secutes an action for the infringement of his patent. 
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Hence, where a patentee commences an action for infringe- 
ment, with due diligence, and prosecutes that action, he is 
entitled to give notice to the public that his patent is being 
infringed, and that he intends to insist upon his rights if infringers 
insist upon going on infringing (see per Smith, L.J., in Dunlop 
Co.y. New Seddon Co. (1897) 14 R. P. C. at p. 889; Dunlop Co. 
V. CUftaa Co. (1902) 19 R. P. C. 527) ; and if an action for 
threats is brought against him, he is entitled to succeed, although 
he has failed in proving any infringement {CoUey v. Hart (1896) 
7 E. P. C. 101 ; Combined Weighing Co. v. Automatic Weighing 
Co. (1889) 6 B. P. C. 502). As to the effect of the alleged 
infringer issuing a circular stating that the patentee's grant is 
invalid, and that he will guarantee purchasers against any claim 
by the patentee, see British Vacuum Co. v. Suction Cleaners 
(1904) 21 R P. C. 800. 

The proviso is a curious one : the right of action given by the 
Legislature, and properly exercised at the time of the issue of 
the writ, may be defeated the next day by the threatener com- 
mencing an action for infringement. ^'A man may wait any 
reasonable time ... to see what is likely to come of this action 
founded on the threats, look up a little more carefully than he 
has hitherto done the question of the validity of the patent, and 
the details of infringement, and so forth, and may, within a 
reasonable time, commence his action for infringement, and say : 
" You were quite right till this morning, but now you are wrong ; 
I have commenced an action with due diligence, and there is an 
end of your case " (per Kekewich, J., in Combined Weighing Co. 
V. Automatic Weighing Co.^ supra, at p. 508). 

Action must be Bona Fide. — But in order to bring the 
case within the proviso the action must be a bond fide one 
{Bishop V. Inman (1900) 17 B- P. C. at pp. 758, 769; Day v. 
Foster (1890) 7 B. P. C. at p. 61 ; ChaUender v. Boyle (1887) 4 
B. P. C. at p. 878 ; Dunlop Co. v. New Seddon Co. (1897) 14 
B. P. C. at p. 840). If it is not honestly brought, or if it is 
collusive (ChaUender v. Boyle, supra ; CoUey v. Hart (1890) 7 
B. P. G. 101) or brought after the action for threats for the sole 
purpose of evading that action (see Johnson v. Edge (1892) 9 
B. P. C. 142 ; Appleby's Chain v. Eadie Chain (1899) 16 B. P. C. 
at p. 880; cf. Waite v. Johnson Die Press Co. (1900) 18 
B. P. C. 1), the proviso cannot be relied upon. The fact that 
the action for infringement has been discontinued is not, in 
itself, evidence of mala fides (see English Co. y. Oare Co. (1894) 

L.P. K 
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11 R. P. C. at p. 681 ; CoUey v. HaH (1890) 7 R. P, C. at 
pp. 110, 111 ; Pecky. Hindes (1898) 16 R. P. C. 118 ; cf. Bishop 
V. Inman (1900) 17 R. P. C- 749). 

Action need not be Against the Plaintiff. — The action 
need not necessarily be brought against the person aggrieved 
(CJiaUender v. Royle (1887) 4 R. P. C. at p. 874 ; Combined 
Weighing Co. v. Automatic Weighing Co. (1889) 6 R. P. C. 
502). But the action must be brought by the threatener 
(Kensington Electric Co. v. Lane-Fox (1891) 8 R. P. C. 277) ; 
and it must be in respect of the same infringement {Combined 
Weighing Co. v. At(4^omatic Weighing Co., supra). An exclusive 
licensee, however, who has an option to purchase, may rely upon 
an action brought by his licensor {Incandescent Co. v. New 
Incandescent Co. (1897) 76 L. T. 47). 

The Action may be Brought Before or After the Threats 
Action. — It is not necessary that the action for infringement 
should be brought after the action for threats; it maybe brought 
before {Berliner v. Edison-Bell (1899) 16 R. P. C. at p. 888 ; Day 
V. Foster (1890) 7 R. P. C. at p. 60). 

Action must be Commenced with Due Diligence. — The action 
must not only be bond fide, but must also be brought " with 
due diligence." The question of due diligence is one of fact; 
and one for the jury (see Bishop v. Inman (1890) 17 R. P. C. at 
p. 759). It is impossible to fix any precise time within which 
the action must be commenced. Due diligence in one set of 
circumstances may not be due diligence in another {CoUey v. 
Hart (2) (1890) 7 R. P. C. at p. 106). 

An action commenced immediately before the threats are 
made {Berliner v. Edison-Bell (1899) 16 R. P. C. at p. 888), 
or before the action for threats is brought {Day v. Foster (1890) 7 
R. P. C. at p. 60 ; Voelker v. Welsbach Co. (1901) 18 R. P. C. 494), 
is commenced with due diligence. 

In considering whether an action has been brought with due 
diligence, the time to be looked at is the time the threat was 
made ; not the time at which the defendant had notice of what 
the plaintiff was doing {ChaUender v. Royle (1887) 4 R. P. C. at 
p. 376). 

Actions brought three months after the issue of the threats 
have been held to have been brought with due diligence 
{ChaUender v. Royle, supra ; CoUey v. HaH (1890) 7 R. P. C. 
101). 
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In Edlin v. Pneumatic Tyre Agency ((1898) 10 R. P. C. 811) 
the threats were made three years before the action for infringe- 
ment was brought, and it was held that there had been no want 
of diligence. But in this case there had been more or less 
continuous negotiations between the parties. In Herrburger v. 
S^ire ((1888) 6 B. P. G. 581) an action brought about thirteen 
months after the issue of the threats was held not to have been 
brought with due diligence. In Voelker v. Wehbach Co. ( (1901) 18 
B. P. C. 494) the action for infringement was commenced nearly 
two years before and was still pending at the commencement of 
the threats action. Lord Alverstone, O.J., considered-r-on a 
motion for an interlocutory injunction — that there had in the 
particular circumstances been no such amount of delay as 
amounted to want of due diligence. 

On Bringing thb Action by Way of Countbrolaim. — Where 
the action for threats has been commenced soon after the issue 
of the threats, the patentee may wait a reasonable time to 
have the statement of claim delivered to him, in order to see 
whether he cannot bring his action by way of counter-claim 
(Colley V. Hart (1890) 7 B. P. C. at p. 108 ; cf. Appleby's Chain 
V. Eadie Chain (1899) 16 B. P. C. at p. 830). But the patentee 
is not bound to try the question of infringement by a counter- 
claim. If, however, he desires to bring a separate action, he 
should attempt to stay the action for threats on proper terms 
so as to prevent re-duplication of costs; otherwise the threat 
action may be dismissed without costs {Combined Weighing 
Co. V. Automatic Weighing Co. (1889) 6 E. P. C. at p. 509; 
Automatic Weighing Co. v. Combined Weighing Co. (1889) 6 
B. P. C. at p. 871). 

Action must bb Prosecuted with Dub Diligence. — Not 
only must the patentee with due diligence commence, but he 
must duly prosecute the action {Challender v. RoyU (1887) 4 
B. P. C. at p. 872) ; and he must not prosecute it leisurely 
{Household v. Fairbum (1885) 2 B. P. C. at p. 142). But it 
is not essential that the action should result in judgment in 
his favour {Colley v. HaH (2) (1890) 7 B. P. C. at p. 110; 
Combined Weighing Co. v. Automatic Machine Co. (1889) 6 
B. P. 0. 502), or even that it should be brought to trial. If the 
patentee discovers that his action is a hopeless one, it is his duty 
" to put an end to it at once, and not go on with it to trial " (see 
per North, J., in Colley v. HaH, supra, at p. Ill ; English Co. v. 
Gare Co. (1894) 11 B. P. C. at p. 682; Peck v. Hindes (1898) 15 
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R. P. C. 118 ; cf. Bishop v. Inman (1900) 17 R. P. C. 749 ; 
Waite V. Johnam (1900) 18 R. P. C. 1). 

If the action is set down by the defendants for want of prose- 
cution (Combined Weighing Co. v. Automatic Weighing Co. (1889) 
6 R. P. G. at p. 509) » or is dismissed owing to the default of the 
plaintiffs {Waite v. Johnson (1901) 18 R. P. C. 1), that isprimd 
facie evidence that the plaintiff has not prosecuted his action 
with due diligence. But if the action has been dismissed owing 
to the default of the plaintiff (the defendant in the threat action) 
it is open to him to commence a second action so as to bring 
himself within the proviso (Waite v. Johnson, supra). 

Hie Procedure. 

The Writ — The writ is usually endorsed for (1) an injunction 
to restrain continuance of the threats, and (2) damages. 

Interiocutory Injimction. — ^It requires a very strong case to 
warrant the granting of an ex parte injunction (see Wilson v. 
Church (1885) 2 R. P. C- 175). But leave to serve notice of 
motion with the writ is usually given. Where the patentee was 
resident abroad an ex parte injunction was granted on special 
terms (Overton v. Bum (1896) 18 R. P. C. 455). 

An interlocutory injunction to restrain threats will not be 
granted unless the plaintiff makes out a primd facie case — ^not 
merely a primd facie case on the balance of convenience, but a 
primd facie case of a right that is invaded. ''It is wrong 
simply to grant an injunction on the ground that, even without 
considering whether the plaintiff has any primd fade case, 
it cannot do the defendant any harm . . . and granting an 
injunction may do some good " (see per Cotton, L J., in ChaUen- 
der v. Royle (1887) 4 R. P. C. at p. 872 ; per Bowen, L.J., ibid., at 
p. 876; Barber v. Nathan (1902) 19 R. P. C. 881). 

When there is a doubt whether the plaintiff has infringed or 
not, the fact that the defendant refrains from bringing an action 
for infringement is evidence against the defendant (CoUey v. Hart 
(1889) 6 R. P. C. at p. 21). 

In cases where it is questionable whether the threats are 
threats within the section, and the defendant disclaims any 
intention of making the threats alleged, the Court will order 
the motion to stand to the trial, with liberty to the plaintiff to 
bring it on again on two days' notice (Douglass v. PintscKs Patent 
Co. (1895) 18 R. P. C. 60). 

Where the defendant brings an action for infringement, the 
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Court, on motion by the plaintiff for an interlocutory injunction, 
will usually make no order, on the defendant undertaking to 
prosecute his action for infringement with due diligence, and 
expressing his intention of not issuing further threats (Mackie v. 
Solvo Co. (1892) 9 R. P. C. 465 ; and see Waite v. Johnson (1901) 
18 R P. C. at p, 8). In Engels v. Hubert Syndicate ((1902) 19 
R P. G. at p. 208), Byrne, J., granted an injunction, but intimated 
that if the defendant brought a bond fide action for infringement 
he might apply to discharge the order. 

Statement of Claim. — The plaintiff should allege (a) the 
threats; (b) that he has not infringed; and (c), if he thinks 
such is the case, that the defendant's patent is invalid. 

It is now well settled that the plaintiff may raise the issue of 
want of validity of the defendant's patent in his threat action ; if 
the patent is invalid there cannot be any " infringement of any 
legal rights" (see ChaUender v. RoyU (1887) 4 R P. C. at 
pp. 871, 872 ; Kwrtzv. Spence (1887) 4 E. P. C. 427 ; Herrburger v. 
Squire (1889) 6 E. P. C. 194). 

The plaintiff may raise the issue of validity either in his state- 
ment of claim (see WiUoughby v. Taylor (1894) 11 E. P. C. at 
p. 47 ; Herrburger v. Squire (1888) 5 E. P. C. at p. 585), or in his 
reply {Dowson v. Drosophore Co. (1895) 12 E. P. C. at p. 100 ; but 
see now E. S. C, Order 23, Bule 1). 

Pabticulabs op Threats. — The defendant is entitled to par- 
ticulars of the threats complained of (Law v. Ashworth (1890) 
7 E. P. C. 86). In the case of a verbal threat, the name of the 
person to whom the threat was made should be given, as in 
an action for slander (Dowson v. Drosophore Co. (1894) 11 E. P. C. 
586). But the plaintiff need not state the names of customers 
whom he has, in consequence of the threats, promised to indemnify 
(L/aw V. Ashworth, supra). 

Malice. — It is sometimes pleaded that the threat was made 
falsely and maliciously, in order to support the alternative right 
of action at common law to which the defence that an action for 
infringement has been commenced is no answer (see CoUey v. 
Hart (2) (1890) 7 E. P. C. at p. Ill ; Bishop v. Inman (1900) 17 
R P. C. at p. 758 ; Barber v. Nathan (1902) 19 B. P. C. 881 ; 
RipUy V. AHhur (1900) 18 E. P. C. 82) ; but if malice is alleged 
and persisted on, and is not proved, this may materially affect the 
question of costs (Colley v. Hart^ supra, at p. 114). 

FaFticulars of ObjectionB. — If the plaintiff allies that the 
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defendant's patent is invalid, he must deliver to the defendant 
particulars of objections to the patent, as if the plaintiff was 
defendant in an action for infringement (Kurtz v. Spence (1887) 
4 R. P. C. at p. 438 ; see p. 178, infra). 

Particulars of objections should, where the plaintiff is aware of 
the patent or patents on which the threats were based, be 
delivered together with the statement of claim ; but where the plain- 
tiff is not aware of the defendant's patents, he may delay giving 
particulars until the defendant has furnished him with a list of 
the patents on which he relied (see Union Electrical Co. v. 
Electrical Storage Co. (1888) 5 K. P. C. 829). 

If the particulars are not sufficient, further and better parti- 
culars may be claimed before delivery of the defence {Law v. 
Aahworth (1890) 7 R. P. C. 86). 

The Defence. — The defendant may (1) deny the issue of the 
threats, and (2) allege that the plaintiff has in fact infringed and 
(8) that he has with due diligence commenced and prosecuted or 
is prosecuting JEtn action for infringement (see p. 128, mpra). 

If infringement is relied upon, the defendant must give 
particulars of the infringement {WiUoughhy v. Taylor (1894) 11 
R. P. C. at p. 47). 

Staying the Threats Action. — As has already been mentioned, 
the defendant is entitled to succeed, although the plaintiff has not 
in fact infringed, if he with due diligence commences and prose- 
cutes an action for infringement (see p. 128, aiLpra). Where an 
action for infringement is brought not by way of counter-claim 
(see p. 181, 8upra)y the defendant should attempt to stay the 
action for threats on proper terms so as to prevent re-duplication 
of costs (see p. 181, supra). But the threats action will not be 
stayed until after the hearing of the action for infringement if 
the latter action does not relate to all of the patents which are in 
issue in the former action (Doivson v. Drosophore Co. (1895) 12 
R. P. C. 95). 

The Trial. — The action may be tried at the Assizes {Appleby's 
Chain v. Eadie Chain (1899) 16 R. P. C. 818), and before a jury 
{ibid. ; Bishop v. Inman (1900) 17 R. P. C. 749 ; Peck v. Hindes 
(1898) 15 R. P. C. 118). 

Priind facie, the burden of proof is on the plaintiff ; he there- 
fore has, pHmd facie, the right to begin (see Challetider v. lioyle 
(1887) 4 R. P. C. at p. 871). But where the plaintiff alleges 
that the defendant's patent is invalid, the defendant has the 
same right of beginning and replying as he would have if he 
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had brought an action against the plaintiff for infringement 
{Kurtz V. Spence (1887) 4 R. P. C. at p. 488). 

If the validity of the patent is in issue, the defendant must 
support the patent as if he were plaintiff in an action for infringe- 
ment ; therefore, where it is alleged that the patentee was not 
the true and first inventor, the defendant cannot protect himself 
by the mere production of the letters patent {Kurtz v. Spence 
(1888) 5 R. P. C. at p. 177). 

It is conceived that a declaration that the defendant's patent 
is invalid cannot be made in a threat action (see Herrburger v. 
Squire (1888) 5 R. P. C. at p. 696). 

Costs. — These, as a general rule, follow the result {Colley v. 
Hart (1890) 7 R. P. C. at p. 114). 

If the defendant brings a separate action for infringement he 
should endeavour to stay the action for threats ; if he does not 
do so the action may be dismissed only without costs (see p. 181, 
snpi^a). 

Where the plaintiff alleges and persists on malice, which is 
not proved, the question of costs may be materially affected (see 
CoUey V. Hart (1890) 7 R. P. C at p. 114). 

Gbbtificatb as to Pabtigulabs of Objections. — In WiUoughhy 
V. Tayhyr ((1894) 11 R. P. C. at p. 5b), Day, J., certified that the 
plaintiff's particulars of objections were reasonable and proper. 
But it is conceived that s. 29 (6) of the Patents Act, 1888, which 
provides that in an action for infringement no costs are to be 
allowed in respect of any particular not certified to have been 
proven or to have been reasonable and proper, does not apply 
to threat actions. Although the action may be in substance 
one for infringement, yet it is only so in substance, and not in 
form ; and it is not, it is submitted, an action for infringement 
within the meaning of the Act of 1888 (see Kurtz v. Spence 
(1888) 6 R. P. C. at p. 184). 

Remedies. 

Perpetual I^junotion. — If successful, the plaintiff may obtain 
a perpetual injunction (as to interlocutory injunctions, see p. 182, 
supra), and damages. 

If the defendant issues threats after injunction granted, he 
may be committed for contempt. But although " the Court will 
not for a moment tolerate a breach of an injunction, . . . and 
will not allow itself to be tricked or trifled with," it is " incum- 
bent on the Court not to strain the language of an injunction 
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even to meet a case which would have been prohibited if fore- 
seen " (per Lindley, M.R., in EUam v. MaHyn (1898) 16 R. P. C. 
at p. 81 ; Beven v. Welibach Co. (1902) 20 B. P. G. 69 ; and 
see p. 206, infra). 

Damages. — No order as to damages will be made unless sub- 
stantial damage is proved {Douglass v. Pintsch^s Patent Co. 
(1896) 18 R P. C. at p. 681 ; Driffield Co. v. Waterloo Co. (1886) 
8 R. P. C. at p. 48). In Kurtz v. Spence ( (1888) 5 R. P. C. at 
p. 184) the plaintiffs were awarded forty shillings damages, and 
the defendants were ordered to pay the costs of the action, taxed 
on the higher scale. 

If substantial damage is proved, proportionate damages may 
be recovered. In this case, an inquiry is usually ordered as to 
the amount of damage sustained (see Johnson v. Edge (1892) 9 
R. P. C. at p. 146 ; SHnner v. Perry (1894) 11 R. P. 0^406) ; 
but if the amount of loss can be roughly estimated, the damages 
should be assessed by the Judge at the trial and not referred 
(Ungar v. Sugg (1892) 9 R. P. C. 118). 

In Ungar v. Sugg (supra) the plaintiff was awarded 600Z. In 
Appleby's Twin Chain v. Eadie Chain ((1899) 16 R. P. C. 818), 
where the plaintiffs alleged that the threat was also a libel on them 
in their trade, the jury awarded 5001. for the threats and 61. for 
the libel. Where a contract has been broken off owing to the 
threats, the loss of profit may be taken as the measure of 
damages (Skinner v. Perry (1894) 11 R. P. C 406; and see 
Hoffnung v. Salsbury (1899) 16 R. P. C. at p. 882). 
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CHAPTER VIIL 

Extension of Tbbm of Grant. 

8. 25 of the act of 1883— matters considered by the com- 

MITTBE — THE EXTENSION — WHO MAY PETITION — THE PRO- 
CBDURE— COSTS— EXCUSE FROM COMPLIANCE WITH RULES. 

Where a patentee has been inadequately remunerated by his 
patent, His Majesty in Council may extend the term of the 
patent for a further term not exceeding seven, or in exceptional 
cases fourteen, years, or may order the grant of a new patent for 
the term therein mentioned, and containing any restrictions, 
conditions, and provisions that the Judicial Committee of the 
Privy Council may think fit (s. 25 (6) of the Patents Act, 1888). 

The application for extension is by petition to His Majesty in 
Council (see p. 147, infra), which must be presented at least six 
months before the expiration of the grant (s. 25 (1), ibid.). 

If His Majesty is pleased to refer the petition to the Judicial 
Committee of the Privy Council, the Committee consider the same 
(s. 25 (8), ibid.) ; and in considering their decision, the Committee 
must have regard to — 

(1) The nature and merits of the invention in relation to the 
public ; 

(2) The profits made by the patentee as such ; and 
(8) All the circumstances of the case (s. 25 (4), ibid.), 

(1) The Nature and Merits of the Invention. 
Nature of InTention. — Where the invention has not been 
brought into general use, it is important to consider the nature 
of the invention (Southtcaith's Patent (1887) 1 W. P. C. at p. 
487). The fact that the invention has not been brought into 
public use weighs against its merits (see per Lord Hobhouse in 
Re Southby'8 Patent (1891) 8 E. P. C. at p. 487) ; but where the 
invention is one which from its very nature cannot reasonably be 
expected to come at once, of within a short period, into general 
use, non-user will not be fatal to an extension (see per Lord 
Watson in Re Semet's Patent (1894) 12 E. P. C. at p. 16 ; Re 
Stoney'8 Patent (1888) 5 E. P. C. 518; Re Southby's Patent (1891) 



Digitized by 



Google 



138 EXTENSION OP TERM OP GRANT. 

8 E. P. C. at pp. 487, 488 ; Re Thompson's Patent (1902) 19 
E. P. C. 565). 

The nature of the invention is also considered to see whether 
it confers some unusual benefit to the public (see Re Norton's 
Patent (1863) 1 Moore (N. S.) 848 ; Re Beanland's Patent (1887) 
4 E. P. C. at p. 491 ; Woodcroft's Patent (1846) 2 W. P. C. at p. 
82). For instance, the fact that the invention is calculated to 
secure the public more safely travelling by railways {Re Hardy's 
Patent (1849) 6 Moore at p. 448 ; Re Lee's Patent (1856) 10 Moore 
at p. 228) or by sea {Re Herbert's Patent (1867) 4 Moore (N. S.) 
800), or that it is useful for saving life {Re Roper's Patent (1887) 

4 B. P. C. at p. 202), has great weight with the Committee. In 
all these cases extensions were granted. With them may be 
usefully compared the case of Re McDougal's Patent (1867) 

5 Moore (N. S.) 1. 

Merits of the InTention. — ^The merit of the invention must be 
great {Re Beanland's Patent (1887) 4 E. P. C. at p. 491), and must 
be proved {Re Kelly's Patent (1900) 17 E. P. C. 476). There 
must be more merit than would merely support a patent in a 
Court of Law {per Sir William Grove in Re Stoney's Patent (1888) 

6 E. P. C. at p. 520). But degrees of merit will not be weighed 
"in golden scales." If there is considerable merit, with 
originality and some considerable usefulness to the public, that 
is suflBcient {per Lord Brougham in Woodcroft's Patent (1846) 
2 W. P. C. at p. 81). 

The merit of an invention may be great although the invention 
is apparently a simple one {Re Seinet's Patent (1895) 12 E. P. C. 
at p. 16). An inference against merit from the smallness of the 
step taken must be carefully guarded against {Soames's Patent 
(1848) 1 W. P. C. at p. 785). Some of the most valuable inventions 
have been very simple in their character, fiuid yet they have struck 
the world as a great novelty, when they were first made {per Sir 
William Grove in Re Stoney's Patent (1888) 5 E. P. C. at p. 522). 

The question of merit is very much a question of degree. There 
is no scale by which you can measure the merit in an invention, 
further than general opinion or the opinion of people well acquainted 
with the subject. The best tj^timony as to the merit of an inven- 
tion is that it is a requisite, and that it is a requisite which had not 
been discovered until the patentee discovered it {per Sir William 
Grove in Re Stoney's Patent (1888) 5 E. P. C. at p. 528). 

The merit of an importer is less than that of an inventor. 
The fact that the invention was imported does not take away the 
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merit, but it makes it much smaller (see per Lord Brougham in 
Soames*8 Patent (1848) 1 W. P. G. at p. 788 ; and see Re Claridge'$ 
Patent (1851) 7 Moore 894 ; Be Peach's Patent (1902) 19 R. P. C- 
66). If the imported invention is of considerable commercial 
value, and the importer has embarked a large capital in en- 
deavouring to introduce it, the patent may be extended (Re 
Berry's Patent (1850) 7 Moore 187). 

An assignee does not petition on the same favourable footing 
as the patentee. The ground that the merits of an invention 
ought to be properly rewarded does not exist in the case of an 
assignee unless he has assisted the patentee to promote his 
invention (see p. 146, infra). 

Where the patentee holds a foreign patent for his invention, 
as well as a British one, and he manufactures his invention 
exclusively abroad under the foreign patent, and imports the 
articles so manufactured into this country, extension of the British 
patent will be refused, for the merits of the case are nil (Be 
Johnson's Patent (1871) 8 Moore (N. S.) at p. 289). 

If merit is established in respect only of a part of an invention, 
extension may be granted in respect of that meritorious portion 
(see p. 145, infra). 

(2) The Profits made by the Patentee. 

Accounts. — The applicant must place before the Committee 
accounts in a shape which will leave no doubt as to what his 
remuneration has been (see per Lord Cairns in Saxby's Patent 
(1870) 7 Moore (N. S.) 82 ; Be Duncan's Patent (1884) IE. P. C. at 
p. 260). If the accounts do not enable the Committee to form 
any clear opinion whether the patentee has been adequately 
remunerated, the petition will be refused {Henderson's Patent 
(1901) 18 R. P. C. 449 ; Be WUterich's Patent (1903) 20 E. P. C. 
285 ; Be Thomycroft's Patent (1899) 16 E. P. C. at p. 204). It 
is not for the Committee to send back the accounts for further 
particulars, nor to dissect the accounts for the purpose of sur- 
mising what might be their real outcome if they were differently 
cast ; the accounts must be full and sufficient in the first instance 
(Be Saxby's Patent, supra, at p. 85 ; Be Henderson's Patent, supra; 
Be Peach's Patent (1902) 19 R. P. C. at p. 69 ; Be Tate's Patent 
(1887) 4 R. P. C. 150; cf. Perkins's Patent (1846) 2 W. P. C. at 
p. 17). There may, however, be cases in which it would be 
proper for the Committee to unravel and investigate accounts, 
e.g., where frauds have been committed (Be Lake's Patent (1891) 
8 R. P. C. at p. 280). And where it is clear that the patentee's 
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loss has been very heavy, the Committee will not require the loss 
to be proved with such accuracy as is necessary in other cases 
(Re Darley'B Patent (1891) 8 R. P. C. at p. 884). 

Destruction op Books. — The fact that the patentee's books 
have been destroyed will not excuse the patentee from supplying 
proper accounts ; if he destroys his books he destroys the very 
case on which he must rely for an extension {Re Yate's Patent 
(1887) 4 E. P. C. at p. 152 ; but see Re Marwick's Patent (1860) 
18 Moore 310). 

Patbnt Accounts must bb Ebpt Distinct pbom othbb 
Accounts. — ^Matters foreign to the patent must not be mixed 
up in the accounts {Re Clark's Patent (1899) 16 R. P. C. 
at p. 488) ; expenditure in the patent business must be kept 
distinct from expenditure in the general business {Re Duncan's 
Patent (1884) 1 R. P. C. 257 ; Re Saxby's Patent (1870) 7 Moore 
(N. S.) 82; Re Willacy's Patent (1888) 5 R. P. C. at p. 695) ; 
receipts in respect of the patented article must be distinguished 
from receipts in respect of other articles {Re Yate's Patent (1887) 
4R.P.C.atpp.l61,152; WiUan's Patent (1896) 13 R. P.O. 550). 

Manufacturer's Profits must be Shown. — Where the 
patentee manufactures the patented article, his profits as 
manufacturer must be shown ; for the possession of the patent 
often secures to him his power of commanding orders as a 
manufacturer (see per Lord Cairns in Saxby's Patent (1870) 
7 Moore (N. S.) at p. 86), and gives him a preference in the 
market (see per Lord Brougham in Muntz's Patent (1846) 2 
W. P. C. at p. 121 ; and see Re HiWs Patent (1863) 1 Moore 
(N. S.) 258 ; Re Betts's Patent (1862) 1 Moore (N. S.) 49). 

Profits on Foreign Patents must be Disclosed. — Profits 
made in respect of foreign patents for the same invention 
must be disclosed {Re Newton's Patent (1884) 1 R. P. C. 177 ; 
and see Re Pieper's Patent (1895) 12 R. P. C. 292 ; Re Johnson's 
Patent (1871) 8 Moore (N. S.) 271 ; Re Barfs Patent (1895) 12 
R. P. C. at pp. 385, 386 ; Re Peach's Patent (1902) 19 R. P. C. 
at p. 67). 

Profits op Licensees should be Shown. — Where the 
patentee has granted licences to manufacture in consideration 
of royalties, the profits of the licensees, as well as the royalties 
received, should be set out {Re Trotman's Patent (1866) 8 Moore 
(N. S.) 488 ; Shone' s Patent (1892) 9 R. P. C. 438 ; but see Re 
Thomas's PatenU (1892) 9 R. P. C. 867). 
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Pbofitb of Company should bb Disolosbd. — Where the 
whole or a part of the patent rights have been transferred 
to a company, it is essential to deposit not only the patentee's 
accounts of his profits, but accounts also of the profits of 
the company (Re DeacorC» Patents (1887) 4 R. P. C. at p. 
122); and what dealings have taken place in the shares of 
the company should appear {Re Lane-Fox^s Patent (1892) 9 
B. P. G. at p. 418 ; and see Re Parsons' Patent (1898) 16 B. P. G. 
at pp. 868, 869). 

Profits of Each Yeab must bb Ebpt Distinct. — The 
profits of each year should be kept distinct, for it is material to 
know in what ratio the profits have increased, if they have 
increased from year to year {per Lord Langsdale in Perkins* 
Patent (1846) 2 W. P. G. at p. 16 ; Re Yate's Patent (1887) 4 
B. P. G. at p. 162). The fact that the profits have increased 
during the later years is of great weight {Downton's Patent (1889) 
1 W. P. G. at p. 567 ; Roberts's Patent (1889) 1 W. P. G. at p. 576 ; 
Re Cocking's Patent (1886) 2 E. P. G. at p. 168 ; Re Beanland's 
Patent (1887) 4 E. P. G. at p. 491). The expenditure of each 
year should also be kept distinct {Re Yale's Patent (1887) 4 
B. P. G. at p. 162). 

Where the petitioner has made no profits, such strict proof of 
accounts as is required where profits have been made is not neces- 
sary (see Re Thompson's Patent (1902) 19 B. P. G. at p. 668). 

What Dednotions are Permissible. — Gertain deductions from 
the gross profits must be allowed, as the Gommittee is only 
concerned with the nett profits. The deductions should be set 
out in detail and not lumped together (Re Clark's Patent (1870) 
7 Moore (N. S.) 266 ; Re Betts's Patent (1862) 1 Moore (N. 8.) at 
p. 61). 

The deduction of a sum for personal expenses of the patentee 
for the exclusive devotion of his time in bringing the invention 
into practical operation and public notice is legitimate (Re Carr's 
Patent (1878) 9 Moore (N. S.) 879 ; Re Bailey's Patent (1884) 
1 B. P. G. at p. 2 ; Re Hazeland's Patent (1894) 11 B. P. G. 467). 
But the patentee must satisfy the Gommittee that the whole of 
the time for which he charges has been devoted to the working of 
the patent (Re Fumess's Patent (1886) 2 B. P. G. at p. 177). 
What sum may be deducted for personal services must depend 
upon the circumstances of the particular case (Re Bailey's Patent, 
supra). In Re Joy's Patent ( (1898) 10 B. P. G. 89) a salary of 
400i. a year for the petitioner's time and attention was allowed. 
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The expenses of taking out the patent, making experiments, 
and bringing the invention into use may be deducted {OaUoicay's 
Patent (1848) 1 W. P. C. at p. 729 ; Roberts's Patent (1889) 1 
W. P. C. at p. 575 ; Re WiUacy's Patent (1888) 5 R. P. C. at 
p. 695 ; Kay*8 Patent (1889) 1 W. P. C. at p. 572 ; Bates's Patent 
1 W. P. C. 789, n.). But the accounts must clearly show that the 
expenses deducted have been incurred with regard to the patent 
sought to be extended {Re Willacy's Patent (1888) 5 B. P. G. at 
p. 695 ; Re Duncan's Patent (1884) 1 R P. C. 257). 

Manufacturer's Profits. — A fair manufacturer's profit may 
be deducted, i.e., profits which are not the profits of the mono- 
poly, but the profits which any manufacturer employed to make 
the patented machine would have derived if he had no right 
to the patent (Galloway's Patent (1848) 1 W. P. C. at p. 729 ; 
Re Betts's Patent 1 Moore (N. S.) 49 ; Muntz's Patent (1846) 
2 W. P. C. at p. 121 ; and see p. 140, snpra). 

Costs of Litigation. — ^Expenses caused by litigation in pro- 
tecting the patent may be deducted (Betts's Patent (1862) 1 
Moore (N. S.) at p. 62 ; Galloway's Patent (1843) 1 W. P. C. at 
p. 729 ; Kay's Patent (1889) 1 W. P. C. at p. 572). But if the 
patentee compromises suits and gives up costs to which he had 
an apparent title, a deduction on that head will not be allowed 
(see Re HiW^ Patent (1868) 1 Moore (N. S.) 258) ; and the 
patentee cannot deduct the costs of a number of quarrels he has 
had over commissions claimed against him from persons employed 
to work the patent {Re McLean's Patent (1898) 15 B. P. C. at 
p. 420). 

What is '* Adequate Remuneration." — This depends upon the 
circumstances of the case, and in particular upon the nature of 
the invention. In some cases no difficulty arises on this head by 
reason of the patentee being an actual loser (see Stafford's Patent 
(1888) 1 W. P. C. at p. 564 ; Swaine's Patent (1887) 1 W. P. C. 
at p. 560). Losses incurred through errors of judgment in 
carrying on business cannot, however, be relied upon {Re 
Thomycroft's Patent (1899) 16 B. P. C. at p. 204); but. where 
a loss of above 10,0(X)/. had been incurred through a fire, with 
the result that the patentee was left an actual loser, an extension 
was granted {Roberts's Patent (1839) 1 W P. C. 578). 

Profits of 2,885Z. {Re Mclnnes' Patent (1868) 5 Moore (N. S.) 
72), 8,000i. {Re Pitman's Patent (1871) 8 Moore (N. S.) 298), 
4,000Z. {Re Nussey's Patent (1890) 7 B. P. C. 22), 7,000Z. {Re Ryder's 
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Patent (1855) John. 218, where the profits had all been made in 
the last four years), 8,000i. odd {Re Bailey's Patent (1884) 1 
R. P. C. 1), and 55,000i. {Muntz's Patent (1846) 2 W. P. C. at 
p. 121), have, in the respective circumstances, been held 
adequate. 

On the other hand, profits of 6,000Z. odd (Re Joy's Patent 
(1898) 10 R. P. C. 89, where 1,000Z. had also been made on 
foreign patents), 6,500i. odd (Perkins's Patent (1845) 2 W. P. C. 
at p. 17), 11,5001. odd (Re Davies's Patent (1894) 11 E. P. C. 27 ; 
but here over 9,000Z. represented profits from foreign patents), 
and even 20,000Z. (see Re Tfuxmas's Patents (1892) 9 R. P. C. at 
p. 872), respectively, have been held inadequate. 

(8) AU the Circumstances of the Case. 

Uberrima Fides. — The application for an extension of a patent 
being one purely of favour, and in no sense of right, uberrima 
fides must be observed by the petitioner (Re Horsey's Patent 
(1884) 1 R. P. C. at p. 226). The whole history, and everything 
bearing on the matter, must be stated on the face of the petition 
(Re Standfield's Patent (1898) 15 R. P. C. 17 ; Re FerrantVs 
Patent (1901) 18 R. P. C. 518; and see Re Adair's Patent (1881) 
6 A. C. 176; Re Horsey' s Patent, supra). The patentee should 
mention any prior patents within his knowledge relating to the 
subject-matter of his grant (Re Livet's Patent (1892) 9 R. P. C. 
327), and he should state if any and what foreign patents 
he possesses, and the amount of profit derived thereunder (see 
p. 140, supra), and whether any of the foreign patents have 
lapsed or expired (see p. 145, infra). In short, everything 
material for the Committee to know should be stated (Ferranti's 
Patent (1901) 18 R. P. C. 518). 

Neglect to Push the Patent— The petitioner must come 
prepared to show that he has done his utmost to promote his 
invention and get it applied; he must not lie idle or let the 
invention take care of itself (Re Stoney's Patent (1888) 5 R. P. C. 
at p. 523). If the inventor delays for a considerable time 
attempting to put his invention into practice, an extension will 
not be recommended, unless the caujse for the delay is satis- 
factorily explained (Re Norton's Patent (1868) 1 Moore (N. S.) 
843; Re Dolbears Patent (1896) 18 R. P. C. at p. 205; Re 
Pieper's Patent (1895) 12 R. P. C. at p. 295 ; Henderson's Patent 
(1901) 18 R. P. C. 449). Want of means (Doivnton's Patent 
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(1889) 1 W. P. C. 565), or illness (Re Roper's Patent (1887) 4 
B. P. G. 201), may be sufficient excuse for the delay ; and the 
nature of the invention may be such that it could not be 
expected to come into general use for a considerable time (see 
p. 137, supra). 

Talidity of the Patent. — The Committee will not determine 
the validity or invalidity of the patent ; that question is left to 
be decided by the ordinary Courts of Justice (Re Stewards Patent 
(1885) 8 R. P. C. at pp. 9, 10; Re Stoney's Patent (1888) 5 
E. P. C. at pp. 521, 522). Nor will the Committee consider 
whether the patent has lapsed through non-payment of a fee 
within the prescribed time (Re Dolbear's Patent (1896) 18 R. P. C. 
at p. 205). 

But if a patent is obviously and ex facie bad, the Committee 
will not recommend an extension (but see Re Burlingham's 
Patent (1898) 15 R. P. C. 195) ; if, however, the patent is primd 
facie valid that will do (Re Stoney's Patent, supra, at p. 522 ; 
Erard's Patent (1885) 1 W. P. C. 557, note (a); Woodcraft's 
Patent (1846) 2 W. P. C. at p. 80; Re Livet's Patent (1892) 9 
B. P. C. 827 ; Re Cocking' s Patent (1885) 2 B. P. C. 151). 

The circumstance of their being Us pendens respecting the 
validity of the patent, is no objection to the grant of an 
extension ; in fact, a longer period of extension may be granted 
in this case (Re Heath's Patent (1858) 2 W. P. C. at p. 257). 

Although the Committee will not determine the validity of 
the patent, they will allow evidence to show anticipation by 
prior publication or user ; for the invention may have been so 
far anticipated as to be deprived of that degree of novelty which 
is necessary in order to justify the Committee recommending 
an extension (Re Stewart's Patent (1886) 8 B. P. C. at pp. 9, 10). 

Subsequent ImproTements. — The fact that great improve- 
ments have been made on the original invention, affords no 
ground of objection to extension (Qalloway's Patent (1848) 1 
W. P. C. at p. 727) ; it is rather an argument in favour of an 
extension (Soames's Patent (1848) 1 W. P. C. at p. 784). Nor is 
it a ground of objection that the patentee has himself taken out 
a subsequent patent for an invention apparently essential to 
working his original machine (Re Southby's Patent (1891) 8 
B. P. C. 488); but if the subsequent invention is of such a 
nature as to almost shut out the user of the original one, that 
circumstance is unfavourable though not absolutely fatal to the 
application (Re Nussey's Patent (1890) 7 B. P. C. at p. 25). 
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Lapse OF Expiration of Forei^ Patents. — The fact that 
foreign patents for the same invention have been allowed to 
lapse or have expired is a point unfavourable but not necessarily 
fatal to the petition (Re Semet'a Patent (1895) 12 R. P. C. at 
p. 17 ; Re Henderson's Patent (1901) 18 E. P. C. at pp. 458, 454). 

The Extension. 

Imposition of Terms. — Where the petitioner is an assignee, 
terms are usually imposed in favour of the patentee. In 
Whitelimse's Patent ((1888) 1 W. P. C. at pp. 477, 478) an 
extension was granted upon the assignee securing an annuity 
of 500Z. to the patentee. In Re Hardy's Patent ( (1849) 6 Moore 
441) prolongation was granted upon the conditions — (1) that the 
assignee should secure to the patentee half of his profits, and 
(2) that the assignee should sell the patented article to the public 
at a certain price. 

The fact that an exclusive licence has been granted is not 
favourable to prolongation {Re Darby's Patent (1891) 8 E. P. C. 
at p. 884); and extension is usually only granted upon the 
licensee renouncing all his rights under the licence (Re Shone' s 
Patent (1892) 9 E. P. C. 488; Re Darby's Patent, supra), or 
upon the condition that the petitioner grants a licence on the 
same terms to any other person desiring one (Re Lyon's Patent 
(1894) 11 E. P. C. at p. 540). In Re Parsons' Patent ( (1898) 15 
E. P. G. 849), however, where the patentee had granted an 
exclusive licence to a company in which he held a large number 
of shares, extension was unconditionally granted. 

Where a patentee transferred two patents to a company, who 
mortgaged them to E. by assignment, and the company pre- 
sented a petition for prolongation, the prayer was granted upon 
the petitioner's undertaking to give the mortgagee (who was 
not a party to the petition) the same security over the new 
patents that he had over the old (Re Church's Patent (1886) 3 
E. P. C. 95). 

Extension for a Part of the Invention. — ^Where merit is 
established in respect of a part only of an invention, an exten- 
sion may be granted for that meritorious part (Re Willacy's 
Patent (1888) 5 E. P. C. at p. 695 ; Re Church's Patent (1886) 
8 E. P. C. at p. 102). 

Second Extension not Granted. — The power to recommend 
an extension is exhausted once an extension has been granted. 

L.P. L 
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The Judicial Committee have no jnrisdiction to entertain a 
petition for a further prolongation (Re Oaucher's Patent (1865) 
2 Moore (N. S.) 682). 

Period of Extension. — The term of the patent may be extended 
for a term not exceeding seven, or in exceptional cases fourteen, 
years (s. 26 (6) ). The period for which extension will be granted 
depends on the circumstances of the particular case. Patents have 
been extended for three {Kay's Patent (1889) 1 W. P. C. at p. 672), 
four (Re Hardy's Patent (1849) 6 Moore 441), five (Re Parsons* 
Patent (1898) 16 R. P. C. 849), six (Whitehouse's Patent (1888) 
1 W. P. C. at p. 478), seven (Re Thompson's Patent (1902) 19 
R. P. C. at p. 668), and ten (Re Currie's Patent (1898) 16 R. P. C. 
68) years respectively. 

Who mat? Petition. 

A petition for extension may be presented by the patentee 
(s. 26 (1) of the Act of 1888) or by the person for the time being 
entitled to the benefit of the patent (s. 46, ibid.). 

The Patentee. — The patentee may be the original inventor or 
an importer ; but the " merit " of an importer is less than than that 
of an inventor. The fact that the invention was imported does 
not take away the merit, but it makes it much smaller (see p. 188, 
supra). 

Personal RepresentatiTes. — The executors or administrators 
of a deceased patentee may petition (s. 46, ibid. ; see Downton's 
Patent (1839) 1 W. P. C. 666; Heath's Patent (1863) 2 W. P. C. 
247) ; and the personal representative of the patentee ought 
always to be made a party when he possibly has any interest in 
the patent (Re Willacy's Patent (1888) 6 R. P. C. 690). 

Assi^ees. — ^The assignee of a patent may petition for 
prolongation (Re Hopkinson's Patent (1896) 14 R. P. C. at 
p. 10) ; but he does not apply on the same favourable footing 
that the patentee does (Re Hopkinson's Patent, supra). The 
ground that the merits of the inventor ought to be properly 
rewarded does not exist in the case of an assignee, unless he 
has assisted the patentee with funds to bring out his invention 
(Norton's Patent (1863) 1 Moore (N. S.) at p. 344; Re Hopkinson's 
Patent, supra ; Re Barfs Patent (1895) 12 R. P. C. at p. 886). 
Where the assignee has liberally supplied a patentee of small 
means with the funds requisite for carrying out the invention, 
the Committee view that with favour (Whitehouse's Patent (1888) 
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1 W. p. C. at p. 477). But where an extension is granted to an 
assignee, the Committee usually imposes terms on behalf of the 
patentee (but see Re Porter's Patent (1852) 2 W. P. C. 196 ; 
Bodmer's Patent (1849) 6 Moore 468 ; see p. 146, mpra). 

If the assignee did not assist the patentee to bring out his 
invention, or if the patentee has been adequately remunerated 
(Re Hopkin8on*8 Patent (1896) 14 R, P. C. 5) or cannot derive 
any benefit from the extension {Re Finch's Patent (1898) 15 
R. P. C. 674 ; Re Barfs Patent (1895) 12 R. P. C. 888), an 
extension will not be recommended. 

HortgagorB. — The fact that the patent has been mortgaged 
does not prevent the mortgagor from applying for extension ; 
but the mortgagee should be a party {Re Chwrch's Patent (1886) 
8 R. P. C. at p. 100). 

The Procedure. 

The Petition. — Application for prolongation of a patent is 
made by petition to His Majesty in Council (s. 25 (1)) of the 
Patents Act, 1883). 

The petition must be presented at least six months before the 
time limited for the expiration of the patent (s. 25 (1) i&u2.), and 
within one week from the publication of the last of the advertise- . 
ments required to be published in the London Gazette (P. G. 
Rules, 1897, r. 2 ; see infra). If not presented within six months 
from the termination of the grant, the petition cannot be con- 
sidered {Re Adams's Patent (1898) 16 R. P. C\ 1). But it should 
not be presented prematurely; for the profits accruing at the 
close of the life of the patent may materially a£fect the question 
of extension {Macintosh's PaUnt (1886) 1 W. P. C. 789, n.). 

The whole history of the patent, and anything bearing on the 
matter, must be stated in the petition (see p. 148, supra). 

The petition must be printed (Rule 6, ibid.), and must be 
accompanied with an affidavit of advertisements having been 
published according to the requirements of Rule 1 {infra). The 
statements in such affidavit may be disputed upon the hearing 
(Rule 2, ibid.). 

AdYcrtising the Petition. — An intending petitioner must give 
public notice by advertising three times in the London Gazette 
and once at least in e£ush of three London newspapers. If the 
petitioner's principal place of business is situated at a distance 
of fifteen miles or more from Charing Cross, he must also adver- 
tise once at least in some local newspaper published or circulating 

L 2 
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in the town or district where such place of business is situated. 
If the applicant has no place of business, then, if he carries on 
the manufacture of anything made under his specification at a 
distance of fifteen miles or more from Charing Gross, he must 
advertise once at least in some local newspaper published or 
circulating in the town or district where he carries on such 
manufacture. If he has no place of business and carries on no 
such manufacture, then, if he resides at a distance of fifty miles 
or more from Charing Cross, he must advertise once at least in 
some newspaper published or circulating in the town or district 
where he resides (Bule 1, ibid.). 

The petitioner must in his advertisements state the object of 
his petition, and must give notice of the day on which he intends 
to apply for a time to be fixed for hearing the matter thereof, 
which day must not be less than four weeks from the date of the 
publication of the last of the advertisements to be inserted in 
the London Gazette. He must also give notice that caveats must 
be entered at the Council Office on or before such day so named 
in the advertisements (Eule 1, ibid.). 

Application to Fix a Time for Hearing. — The petitioner must 
apply to the Lords of the Committee to fix a time for hearing 
the petition ; and when such time is fixed the petitioner must 
forthwith give public notice of the same by advertising once at 
least in the London Gazette and in two London newspapers 
(Bule 2, ibid.). No application to fix a time for hearing can be 
made without affidavit of service of copies of the petition on all 
parties entering caveats (Eule 4, ibid.). 

Doouments to be Lodged at Council Office. — The petitioner 
must lodge at the Council Office eight printed copies of the 
specification ; but if the specification has not been printed and if 
the expense of making eight copies of any drawing therein 
contained or referred to would be considerable, the lodging of 
two copies only is sufficient (Rule 8, ibid.). 

The petitioner must also lodge at the Council Office eight 
copies of the balance-sheet of expenditure and receipts relating 
to the patent, which accounts must be proved on oath before the 
Lords of the Committee at the hearing. He must also furnish 
three copies of the balance-sheet for the use of the Solicitor to the 
Treasury, and must, upon receiving two days' notice, give the 
Solicitor to the Treasury, or any person deputed by him, reason- 
able facilities for inspecting and taking extracts from the books 
of accounts by reference to which he proposes to verify the 
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balance-sheet at the hearing, or from which the materials for 
making up the balance-sheet have been derived (Rule 8, ibid.). 
The balance-sheet must be printed in a form convenient for 
binding along with the petition (Bule 5, ibid,). 

The copies of the specifications and accounts must be lodged 
and furnished not less than fourteen days before the day fixed 
for the hearing (Bule 8, ibid.). 

Opposition to Extension. — Any person may enter a caveat, 
addressed to the Registrar of the Council at the Council Office, 
against the extension (s. 25 (2) of the Patents Act, 1888). The 
caveat must be entered before the day on which the petitioner 
applies for a time to be fixed for the hearing (Bule 4, ibid.) ; if it 
is not, special reasons must be shown for extending the time, and 
the fact that the would-be opponent did not see the advertise- 
ment in time is not sufficient {Re Hopkinson's Patent (1896) 
18 B. P. C. 114). 

Having entered a caveat, the opponent is entitled to have from 
the petitioner four weeks' notice of the time appointed for the 
hearing ; and the petitioner must serve copies of his petition on 
all parties entering caveats (Bule 4, ibid.). 

Opponents must, within three weeks after such copies are 
served on them respectively, lodge at the Council Office eight 
printed copies of the grounds of their objections to the granting 
of the prayer of the petition (Bule 4, ibid.). It is probably 
sufficient to state the grounds of the objections without stating 
the particulars of those objections (see Re Ball's Patent (1879) 
4 A. C. 171 ; Re Stewart's Patent (1886) 8 B. P. C. 7). 

Parties are entitled to have copies of all papers lodged in 
respect of any petition at their own expense (Bule 5, ibid.). 

The Attorney-General is not required to give notice of the 
grounds of any objection he may think fit to take, or of any 
evidence he may think fit to place before the Committee 
(Bule 8, ibid.). 

The Hearing. — The Committee may, if they see fit, call in 
the aid of an assessor; the remuneration to be paid to an 
assessor is determined by the Committee (s. 28 (2) (8) of the 
Patents Act, 1883). 

The petitioner and any persons opposing may appear at the 
hearing either personally or by counsel. 

The Committee will hear the Attorney-General or other 
counsel on behalf of the Crown on the question of granting 
the prayer of any petition (Bule 8, ibid.). Whether the petition 
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is opposed or not, the Attorney-General appears to watch the 
progress of the case made for the petitioner {Re Erard's Patent, 
1 W. P. G. 667, n.) ; his duty is as much to instruct the Lords of 
the Committee, and to assist them, as to oppose, and indeed, only 
to oppose where he considers that the case is not one where 
extension should be granted {Re Stoney's Patent (1888) 5 R. P. C. 
at p. 522). 

The Committee adopt rules of evidence as nearly as possible 
resembling the rules of evidence in Courts of Law (Erard's 
Patent (1886) 1 W. P. C. 557, n). 

The petitioner must strictly prove his title, whether notice of 
intention to dispute the title has been given by the objections or 
not {Wrighfs Patent (1887) 1 W. P. C. 561) ; and although there 
is no opposition, and counsel for the Crown admit that the 
invention is of great merit, the petitioner must formally prove his 
case {Re Darby's Patent (1891) 8 R. P. C. at p. 888 ; Re Joy's 
Patent (1898) 10 R. P. C. at p. 92). 

In the absence of evidence as to merit, the Committee will 
refuse the petition {Re Kelly's Patent (1900) 17 R. P. C. 476). 

Costs. — The costs of all parties of and incidental to the 
proceedings are in the discretion of the Committee ; and the 
orders of the Committee respecting costs are enforceable as if 
they were orders of a Division of the High Court (s. 25 (7) of 
the Patents Act, 1888). 

A successful opponent is usually given costs {Westrupp's Patent 
(1886) 1 W. P. C. at p. 556) ; but if much expense has been 
occasioned by relying upon patents which were not anticipations, 
and unsatisfactory witnesses have been called, no costs will be 
allowed to the opponents {Re HonihalVs Patent (1855) 9 Moore 
at p. 894 ; and see Muntz's Patent (1846) 2 W. P. C. at p. 122). 
If the petition is abandoned, the opponents will be allowed their 
costs {Re Brown's Patents (1886) 8 R. P. C. 212 ; Macintosh's 
Patent, 1 W. P. C. 739, n). 

Where there are two or more opponents, the Committee some- 
times allows a lump sum to be divided between them {Re Jones's 
Patent (1854) 9 Moore 41 ; and see Johnson's Patent, 8 Moore 
(N. S.) 282; Re Hopkinson's Patent (1897) 14 R. P. C. at p. 10; 
Re Dolbear's Patent (1896) 13 R. P. C. at p. 205) ; Re Fetranti's 
Patent (1901) 18 R. P. C. at p. 520). 

If there is no ground for the opposition, costs will be given to 
the petitioner {Re Dotvnton's Patent (1889) 1 W. P. C. at p. 567). 
Where the petitioner was successful, but the case was a difficult 
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and doubtful one, no costs were given to the petitioner {Re 
Church's Patent (1886) 8 R. P. C. 95). 

Costs incurred in connection with any petition are taxed by 
the Registrar of the Privy Council, or other officer deputed by 
the Committee, who has authority to allow or disallow in his 
discretion all payments made to persons of science or skill 
examined as witnesses (Rule 6, ibid.). 

Exoiise fpom Complianoe with Roles. — The Committee 
cannot excuse any party from compliance with the Act of 
Parliament {Re Adams' Patent (1899) 16 R. P. C. 1). But the 
Conunittee may excuse petitioners and opponents from com- 
pliance with any of the rules (Rule 7, ibid. ; Re Adams* Patent, 
supra), and may give such directions in matters of proceedure 
and practice under s. 25 as they shall consider to be just and 
expedient (Rule 7, ibid.). 
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CHAPTER IX. 

iNFBINaBMENT OF LbTTEBS PaTBNT. 

WHO ABB LIABLE AS INFRINGBBS — HOW A PATBNT MAT BB 
INFRINGED— THE ACTION— PARTIES— PLEADINGS— PARTICULARS 
—INTERLOCUTORY INJUNCTION- ORDER FOR INSPECTION— DIS- 
COVERT— EXPEDITING THE TRIAL — EVIDENCE— REMEDIES — 
COSTS— STAT PENDING APPEAL— APPEALS. 

The grant of letters patent gives to the patentee "especial 
licence, full power, sole privilege, and authority that the said 
patentee, by himself, his agents, or licensees, and no others 
may at all times hereafter," during the term of fourteen years, 
" make, use, exercise, and vend the said invention, within our 
United Kingdom of Great Britain and Ireland, and Isle of Man, 
in such manner as to him or them may seem meet, and that the 
said patentee shall have and enjoy the whole profit and advantage 
from time to time accruing by reason of the said invention, during 
the term of fourteen years." 

The grant is followed by a prohibitory clause in these terms : 
'' And, to the end that the said patentee may have and enjoy the 
sole use and exercise and the full benefit of the said invention, we 
do by these presents, for us, our heirs and successors, strictly 
command all our subjects whatsoever within the United Kingdom 
of Great Britain and Ireland, and the Isle of Man, that they do 
not at any time during the continuance of the said term of 
fourteen years either directly or indirectly make use of or put 
in practice the said invention, or any part of the same, nor in 
any wise imitate the same, nor make or cause to be made any 
addition thereto or subtraction therefrom whereby to pretend them- 
selves the inventors thereof, without the consent, licence, or agree- 
ment of the said patentee in writing under his hand and seid, on 
pain of incurring such penalties as may be justly inflicted on 
such oflFenders for their contempt of this our Royal command, and 
of being answerable to the patentee according to law for his 
damages thereby occasioned.'' 

The prohibitory part of the patent is to be regarded as well as 
the granting part (British Motor Syndicate v. Taylor (1900) 17 
E. P. C. at pp. 198, 728). 
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Anyone, therefore, who makes, uses, exercises, vends, or puts in 
practice within the United Kingdom or the Isle of Man, without 
the sanction of the patentee, the invention patented, commits an 
act of infringement, provided, of course, that the patent be a 
valid one. 

The words " use " or " make use of " contained in the grant 
have a wider application than the words '* exercise " or " put in 
practice " (Bntish Motor Syndicate v. Taylor (1900) 17 R. P. C. at 
pp. 194, 729 ; and see Sykes v. Howarth (1879) 12 C. D. at 
pp. 882, 833). '' Exercise " has no wider meaning than '' put in 
practice " (per Cozens-Hardy, J., in Saccharin Coiyn. v. Reitmeyer 
(1900) 17 R. P. C. at p. 611). 

Intention of InfHnger not Material. — The question of in- 
fringement depends not on what the defendant intends, but on 
what he does (Stead v. Anderson (1847) 2 W. P. C. at p. 156). 
There may be an indirect infringement as well as a direct one, 
though the intention of the party be perfectly innocent, and even 
though he may not know of the existence of the patent itself (per 
Parke, B., in Umvin v. Heath (1854)' 25 L. J. (N. S.) C. P. at p. 19). 
Evidence of intention to infringe may be material for the 
consideration of the jury; but if the invention be in point 
of fact adopted or imitated, whether in ignorance or with 
intention, the infringement is just the same (2 W. P. C. 227, n. ; 
and see NoheVs Co. v. Jones (1882) 8 A. C. 5 ; Proctor v. Bennis 
(1887) 4 R. P. C. at p. 856 ; Proctor v. Bayley (1888) 6 R. P. C. 
106 ; Young v. Rosenthal (1884) 1 R. P. C. at p. 39 ; Dunlop Co. v. 
Wood (1902) 19 R. P. C. at p. 407). 

Mere intention, on the other hand, cannot make any act done 
an infringement, which, without the intention, would not be an 
infringement (see NewaU v. Elliot (1864) 13 W. R. at p. 18 ; 
Saccharin Corpn. v. Reitmeyer (1900) 17 R. P. C. at 612). 

Who ABE Liable as Infbingebs. 

Foreigners. — Foreigners are subject to an action for infringe- 
ment if they use, in this country, a patented invention without 
the sanction of the patentee (Caldwell v. Van Vlissengen (1852) 
21 L. J. (N. S.) Ch. at p. 102 ; Badische v. Johnson (1897) 14 
R. P. C. at p. 415) ; and if a party in England is doing that which 
is an infringement of a patent, he cannot justify his act by 
saying that he has been authorised by a foreign Sovereign to do 
it (Vavasseur v. Kmpp (1878) 9 C. D. at p. 359). The Court has 
no jurisdiction, however, to prevent a foreign Sovereign from 
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removing his property in this country ; and there is a right of 
property in an infringing article, although the Court would 
order the article to be destroyed {Vavasseur v. Krupp, 9upra^ at 
p. 860). 

Employers — A master is responsible for all the acts of his 
servant which are done in the execution of his duty ; and he is 
bound to take care that his orders are obeyed, and if they are 
violated, whether openly or secretly, he is liable for the con- 
sequences (see per Lord Chelmsford, L.C., in Betts v. Vitrie (1868) 
8 Ch. at p. 442). 

A master is therefore liable for infringements committed by 
his servants {Sykes v. Howarth (1879) 12 C. D. at pp. 882, 888) ; 
and directors of a company are personally liable for infringement 
by their workmen, although the infringement may be in dis- 
obedience to express commands (Betts v. De Vitrie ^ supra). But 
if an action is brought against a company, and its directors are 
made co-defendants, the action will be dismissed as against the 
directors if no evidence of infringement by them is given {Leeds 
Forge Co. v. Deighton's Co. (1901) 18 R. P. C. at p. 240). 

Persons Lioensing use of Third Party^s Patent are not 
InfHngers. — In Montgomeriey. Paterson ( (1894) 11 R. P. C. at p. 
287), Lord Eyllachy said that he was unable to hold that a patent 
is infringed by the mere granting of licences authorising third 
parties to use a patented process, or some equivalent. 

Custom House Agents are not Infringers. — Custom House 
agents, who have neither possession of nor control over the 
infringing article, are not liable as infringers {NobeVs Co. v. Jones 
(1882) 8 A. C. 5). 

Persons Buying vith Notice of Limited Lioenoe. — If a person 
buys a patented article with notice that the article is sold by the 
patentee upon special conditions as to user, and he disregards 
those conditions, he is Uable {Incandescent Co. v. Brogden (1899) 
16 R. P. C. 179) ; but not if he buys without notice {Incandescent 
Co. V. Cantelo (1896) 12 R. P. C. 262 ; see pp. 167, 168, infra). 

Carriers. — ^Mere carriers of infringing articles into {W(Mhbum 
Co, V. Cunard Co. (1889) 6 R. P. C. 898) or within (see British 
Motor Syndicate Y. Taylor (1900) 17 R. P. C. 189, 728) this country, 
may be sued for infringement (and see pp. 165, 166, infra). 

Partners. — Where a licence to manufacture a patented 
article is granted, not to the firm itself, but to one member of 
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the firm personally, no other member of the firm can manofactore 
the article (see Howard v. Tweedaks (1895) 12 B. P. G. 619). 

The Crown. — ^A patent has to all intents the like effect against 
the King as it has against a subject (s. 27 (1) of the Patents 
Act, 188S). But the authorities administering any department 
of the service of the Grown may, by themselves, their agents, 
contractors, or others, at any time after the application, use the 
invention for the services of the Grown on terms to be before or 
after the use agreed on, with the approval of the Treasury, 
between the authorities and the patentee, or, in default of 
agreement, on such terms as may be settled by the Treasury 
after hearing all parties interested (s. 27 (2), ibid.). 

How A Patent may be Infringed. 

Where infringement depends merely on the construction of 
the specification, it is a pure question of law for the Judge: 
the question, how far one machine imitates or resembles the 
other, is generally a mixed one of law and fact, and one which 
must be left to the jury (see per Lord Campbell, L.G., in 
Seed V, Higgins (1860) 8 H. L. G. at p. 561). In determining 
the question of infringement, all the circumstances of the case 
must be regarded. The fact that the alleged infringer was 
previously employed by the patentee, and suddenly leaves that 
employment and starts making similar articles on his own 
account, is one, it seems, to be taken into serious considera- 
tion (see per Lord Esher, M.B., in Crampton v. Patents Co. 
(1889) 6 E. P. G. at p. 294). But mere intention cannot make 
an act done an infringement which, without the intention, 
would not be an infringement (see p. 158, supra). If the 
defendant has taken the whole invention, no difficulty, so 
far as the question of infringement is concerned, arises. But 
''no infringer of patents is such a blunderer at the work 
of infringing as to go and make a thing exactly like the 
patent " (per Lord Esher, M-B., in Peckover v. Rowland (1898) 
10 B. P. G. at p. 288). Additions, omissions, or variations 
generally exist ; and the question then arises, whether what the 
defendant has done is, or is not, within the patentee's claim. 

Three Questions to be ConsiderecL — Upon the issujB of 
infringement, three questions have, as a general rule, to be 
asked: (1) What was known at the date of the patent 
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alleged to be infringed ? (2) What, having regard to what was 
known, is the area of the patentee's monopoly? and (8) What 
has the defendant done ? 

(1) Common Knowledge. — The specification must be con- 
strued in the light of the common knowledge existing at the 
date of the patent {Consolidated Car Co. y. Came (1908) 20 
R. P. C. at pp, 766, 767 ; and see p. 78, supra). It is always 
necessary, therefore, to ascertain, at the outset, what was known 
before (see Eay, L. J.'s, judgment in Incandescent Co. v. De Mare 
System (1896) 18 R. P. C. at pp. 672—579 ; Sandow v. Szalay 
(1904) 21 R. P. C- at p. 840; Presto Gear Co. v. Orme (1901) 18 
R. P. C. at p. 28) 

If the invention achieves a totally new result, the patent is 
considered a "master" or "pioneer" patent (see per Cozens- 
Hardy, L.J., in Sandow v. Szalay (1904) 21 R. P. C. at p. 846), 
and the extent of the patentee's monopoly will be far wider than 
in the case of an invention which consists in an improvement 
upon a known machine or which produces a known though 
better result. In the former case, the Court looks very narrowly 
and very jealously upon any other machines for effecting the 
same object, to see whether or not they are merely colourable 
contrivances for evading the monopoly (see per Wood, V.-C, in 
Curtis V, Piatt (1863) 8 C. D. at p. 136, n. ; Proctor v. Bennis 
(1887) 4 R. P. C. at pp. 361, 862 ; GosneU v. Bishop (1888) 6 
R. P. C. at p. 166 ; Automatic Weighing Co. v. Knight (1889) 6 
R. P. C. at p. 804 ; NobeVs Co. v. Anderson (1894) 11 R. P. C. at 
pp. 627, 684; Incandescent Co. v. De Mare System (1896) 18 
R. P. C. at pp. 672 — 674). In the latter case, the patentee is 
tied down strictly to the invention claimed and the mode described 
of carrying it into effect {Curtis v. Piatt, supra, at p. 137; 
GosneU v. Bishop, supra; and see the other case quoted above). 

(2) Abba op thb Monopoly. — Having arrived at the previous 
state of knowledge, you must then construe the specification 
with reference to that, and ascertain the area of the claims (see 
per Lord Alverstone, C.J., in Presto Gear Co. v. Oi^me (1901) 18 
R. P. C. at p. 28). " It is no use talking about law, or anything 
else, until you have studied the specification and seen what the 
invention really is" {per Lindley, L.J., in Automatic Weighing 
Co. V. Knight (1889) 6 R. P. C. at p. 307). What the mvention 
really is must be gathered from the complete specification, and 
from that document alone (see p. 77, supra ; but see Incandes- 
cent Co. V. De Mare System (1896) 18 R. P. C. at p. 880) ; and 
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the ambit or area of the invention will depend to a large extent, 
as has been mentioned, upon the state of common knowledge 
at the date of the patent. 

The exact meaning of the specification is the most important 
matter for consideration in actions for infringement; and the 
matter is often one of great difficulty. As to the rules of con- 
struction, see p. 77, siipra. 

It must be remembered that nothing is protected which is not 
claimed (see per Lord Herschell, in Parkinson v. Simon (1895) 
12 R. P. C. at p. 406) ; the alleged infringer must, therefore, be 
shown to have taken the invention which is in fact claimed, and 
not the invention which the patentee viight have claimed if he 
had been well advised or bolder (see per Romer, J., in NobeVs Co. 
v.Afiderson (1894) 11 R. P. C. at p. 128; Presto Gear Co. v. 
Orme (1901) 18 R. P. C. at p. 28; Welsbach Co. v. Daylight Co. 
(1900) 17 R. P. C. at p. 146). 

(8) Acts done by the Alleged Infringer. — ^When the area 
of the monopoly has been ascertained, it is possible, though 
often by no means easy, to say whether the acts done by the 
defendant amount to an infringement or not. It is now proposed 
to consider the different ways in which a patent may be infringed. 

Colourable Imitation. — If the substance or the pith and 
marrow or the characteristic feature of the invention are taken, 
no matter how disguised, hidden, or concealed, an infringement 
has been committed (see pei- Lord Cairns, L.C. in Dudgeon v. 
Thomson (1877) 8 A. C. at pp. 48—45). What you have to look 
at is, not simply whether in form or in circumstances that which 
has been done by the defendant varies from the plaintiff's 
specification, but whether in reality, in substance, and in effect, 
the defendant has availed himself of the plaintiff's invention (see 
per Tindal, C.J., in Walton v. Potter (1841) 1 W. P. C. at p. 587). 
" A mere addition to the original machine will not prevent the 
new machine from being an infringement ; nor will diminishing 
or subtracting this or that part of the original machine neces- 
sarily prevent an infringement of it from taking place. You 
must recall yourself, after making allowance for the subtraction, 
to the question whether in substance the invention has been 
borrowed" {per Bowen, L.J., in Hocking v. Hocking (1887) 4 
R. P. C. at p. 442 ; and see per Lord Watson, ibid. (1889) 6 
R. P. C. at p. 78 ; Incandescent Co. v. De Mare System (1896) 18 
R. P. C. at pp. 880, 881, 559 ; Osmond v. Hirst (1886) 2 R. P. C. 
265 ; Proctor v. Bennis (1887) 4 R. P. C. at p. 352 ; Presto Gear 
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158 INFRINGEMENT OP LETTERS PATENT. 

Co. V. Orme (1900) 18 B. P. G. at p. 23). If the substance has 
been taken, the defendant infringes although he may have added 
to the plaintiff's invention something that may be an improvement 
{Ehrlich v. Ihlee (1888) 6 R. P. C. at p. 454 ; Wenham Gas Co. 
V. Champion Gas Co. (1892) 9 E. P. C. at p. 66 ; Sandoiv v. 
Szalay (1904) 21 R. P. C. at p. 848 ; and see p. 160, infra). 

Where the substance or essence of the invention has not been 
adopted by the defendant, there is no infringement, although the 
result may be the same (British Tanning Co. v. Groth (1891) 8 
E. P. C. at pp. 124, 125 ; Sandotv v. Szalay (1904) 21 R. P. C. 
888 ; Dudgeon v. Thomson (1877) 8 A. C. at pp. 44, 45 ; Ticket 
Punch Co. V. CoUey's Patents (1895) 12 E. P. C. at p. 185; 
Garrard v. Edge (1889) 6 E. P. C. at p. 669). 

When the patentee's machine has been altered for the worse, 
for no good reason, the inference naturally is that the alteration 
was made for the purpose of concealing a piracy (see Moore v. 
Thomson (1890) 7 E. P. C. at pp. 884, 885 ; Cheetham v. NuihaU 
(1898) 10 E. P. C. at pp. 832, 883; Bunge v. Higginbottani 
(1902) 19 E. P. C. at p. 196). 

Where, to the eye, the two things are so similar that it is 
necessary to search carefully for differences, a strong primd fa^Ae 
case of infringement is at once made out. But such primd fade 
case may, on further examination, be rebutted by the discovery 
of some essential difference (see per Jessel, M.E., in Thorn v. 
Worthing Skating Rink (1876) 6 0. D. at p. 417, n. ; Sandotv v. 
Szalay (1904) 21 E. P. C. 388). On the other hand, at first 
sight the two things may appear considerably different, but on 
minute examination may be found to be substantially the same 
(NeU V. Macdondld (1908) 20 E. P. C. at p. 224). 

See the several attempts — some of which were successful — ^to 
get outside of the specification of Welch's Patent, which are 
noted and explained by CoUins, M.E., in Dunlop Co. v. Clifton 
Co. (1908) 20 E. P. C. at pp. 402, 408). 

Substitution of Mechanioal EquiTalents. — Where a person 
takes the essence or substance of the patented machine or pro- 
cess, and substitutes a mei-e mechanical, chemical, or manu- 
facturing equivalent, he infringes the patent (Benno Jaffe v. 
Richardson (1894) 11 Jl. P. C. at pp. 273, 274; Proctor v. Bennis 
(1887) 4 E. P. C. at p. 352 ; Automatic Weighing Co. v. National 
Exhibitions (1891) 9 E. P. C. at pp. 44, 46 ; Automatic Weighing 
Co. V. International Society (1889) 6 E. P. C. at pp. 479, 480 ; 
Thomson v. Moore (1889) 6 E. P. C. at pp. 447, 448). 
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It is not easy to say what constitutes a mechanical equivalent. 
Generally, it may be said that the substitution of a known sub- 
stitute to achieve a step in the patentee's invention will be 
merely the substitution of a known equivalent for another if it 
involves no invention or ingenuity (per Vaughan Williams, L J., 
in Bunge v. Higginbottom (1902) 19 R. P. C. at p. 196 ; Sandmv v.. 
Szalay (1904) 21 R. P. C. at p, 848). 

The test which has been applied by Vaughan Williams, L.J., 
is — Is the nature of the thing substituted of such a character 
that it would not be present to the mind of a workman or other 
person conversant with the subject-matter that he could substi- 
tute the one for the other ? (Sandow v. Szalay (1904) 21 R. P. C. 
at p. 848). 

The mere fact, however, that the thing substituted constitutes 
an improvement will not relieve the defendant from liability 
(see Sandow v. Szalay (1904) 21 R. P. C. at p. 848 ; Ehrlich v. 
Ihlee (1888) 5 R. P. C. at p. 454 ; and see p. 160, infra). 

When thh Dootrinb of Mbchanioal Equivalents dobs not 
Applt. — The doctrine of mechanical equivalents has no appli- 
cation where the invention is only one for a new mode of attaining 
an old result (Tweedale v, Aahworth (1892) 9 R. P. C. at p. 128 ; 
Ttoeedale v. Ashwarth (2) (1900) 17 R. P. C. at p. 626 ; GoaneU v. 
Bishop (1888) 5 R. P. C. at p. 159 ; Netdefolds v. Reynolds (1892) 
9 R. P. C. at p. 289 ; Ticket Punch Co. v. Colley's PatenU (1895) 
12 R. P. G. at p. 185) ; the patentee, in this case, cannot bring 
within the scope of his invention any mechanical equivalent 
which he has not specifically described and claimed {per Lord 
Watson, in Tweedale v. Ashworth, mpra ; Brovm v. Jackson (1895) 
12 R. P. C. at p. 824 ; and see per Lord Halsbury, L.C., in Brooks 
V. Lamplugh (1899) 16 R. P. C. at p. 48). But it is not a true 
proposition of law to say that in no case, where the invention relates 
to the production of an old result, can the achievement of the same 
result, by the use of well-known equivalents, be an infringement. 
** No one would say that the substitution of a hinge for a slide 
would constitute such a difference in the combination as that 
the substitution would negative an infringement " {per Vaughan 
Williams, L.J., in Bunge v. Higginbottom (1902) 19 R. P. C. at 
p. 196 ; and see Sandow v. Szalay (1904) 21 R. P. C. at p. 848). 

And before any question of mechanical equivalents can arise the 
conclusion must be arrived at that the substance of the invention 
has been taken {per Lindley, L. J., in Ticket Punch Co. v. CoUey's 
PatenU (1895) 12 R. P. G. at p. 184). If the substance has not 
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been taken {Ticket Punch Co. v. CoUey's Patents, supra, at pp. 
185, 186 ; Pneumatic Tyre Co. v. Tvheless Tyre (1898) 16 R. P. C. 
77), or if the essential part of the invention has been omitted 
altogether {Allen v. Abraham (1899) 16 E. P. C. 186 ; Cooper v. 
Baedeker (1899) 16 R. P, C. at p. 369 ; OiiffitJis v. Birmingham 
Stopper Co. (1899) 16 R. P. C. at p. 890), there is no infringement. 
Moreover, an equivalent, to constitute infringement, must 
have been known, at the date of the patent, to be an equivalent 
(see per Williams, J., in Umcin v. Heath (1856) 2 W. P. C. at 
p. 802 ; per Pollock, C.B., ibid., at p. 816 ; Badische v. Levin- 
stein (1885) 2 R. P. C. at pp. 90-92, 110 ; (1887) 4 R. P. C. 449 ; 
h'oheVs Co. V. Anderson (1895) 12 R. P. C. at pp. 167, 168) ; and 
it must have been known as an equivalent which could have been 
used for the vei-y purpose {Sandow v. Szalay (1904) 21 R. P. C. at 
p. 848). 

The Term is Apt to Mislead. — The term "mechanical 
equivalent " is not altogether a happy one, and is often apt to 
mislead. ** It is very easy to say that one machine by which 
a common object is achieved is merely a mechanical equivalent of 
another machine by which the same object is arrived at, because, 
if the same object is to be arrived at by different ways, in a kind of 
way each of them may be said to be a mechanical equivalent of 
the other. . . . What you have to do is this — to look at the 
object that was intended to be arrived at, and see whether or not 
the defendant's machine is colourably and plainly an adaption 
of the plaintiffs work" {per Hall, V.-C, in JMiite v. Hartley 
(1908) 20 R. P. C. at pp. 274, 275 ; and see per Romer, J., in 
Nettle/olds v. Reynolds (1892) 9 R. P. C. at p. 289). 

ImproTements. — Although an improvement upon a patented 
machine or process may form the subject of valid letters patent 
(see p. 2), the use of the improvement during the existence of 
the former patent, and without licence of the prior patentee, 
amounts to an infringement (see per Lord Campbell, C.J., in 
Lister v. Leather (1858) 8 El. & B. at p. 1017 ; Needham v. 
Johnson (1884) 1 R. P. C. at p. 63 ; and see p. 8, supra). It is 
not enough, therefore, for the defendant to show that his inven- 
tion is an improvement upon the plaintiffs ; it must be shown 
that the two inventions are substantially different (see Sandow v. 
Szalay (1904) 21 R. P. C. at p. 343 ; Bimiingha/m Tyre Syndicate 
V. Reliance Tyre Co. (1902) 19 R. P. C. at p. 316 ; Pilkington v. 
Massey (1904) 21 R. P. C. at p. 437). 

If the patentee of an improvement upon a prior patent 
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cannot obtain a licence from the prior patentee to use his inven- 
tion> it is competent for him to petition for a compulsory licence 
(see p. 102, supi-a). 

InooFporation of Patented Article in Another Article. — It 

follows that, as an improvement upon a patented article cannot 
be used otherwise than independently without the sanction of the 
patentee, the making or user of an article in the manufacture of 
which a patented machine or product is incorporated, amounts 
to an infringement {Saccliann Corpn. v. Anglo-Continental Works 
(1900) 17 R. P. C. at p. 819). 

Infiringement of a Combination Patent. — ^A combination is 
the use of certain things in connection with others to produce a 
machine {pei- Cotton, L.J., in Proctor v. Bmnis (1887) 4 E. P. C. 
at p. 852) or a certain result. By far the largest proportion of 
patents taken out are for new combinations or arrangements; 
and the majority of actions for infringement brought are in 
respect of combination patents. 

The Pbinciplbs op Curtis v. Platt and Proctor r. Bennis. — 
In determining whether a combination patent has been infringed, 
it must first be ascertained to what class the patented com- 
bination belongs. Does the combination consist in the putting 
together of well-known things to produce a known result, or does 
the combination produce a result never before achieved ? The 
answer depends, of course, upon the evidence as to what was the 
state of knowledge at the date of the patent, and it materially 
affects the question of infringement. 

If the combination produces no new result, the principles laid 
down in Curtis v. Platt ( (1868) 8 C. D. 185, n.) apply ; the patentee 
is tied down strictly to that which he has described and claimed 
(Curtis V. PlaU, supra ; Go^eU v. Bishop (1888) 5 R. P. C. at 
p. 156 ; Dunlop Co. v. Netv Lamb Tyre Co. (1902) 19 R. P. C. at 
p. 889 ; Sutcliffe v. Abbott (1902) 20 R. P. C. at p. 58) ; his monopoly 
cannot be permitted to exceed the exact terms of his specification 
(Brown v. Jackson (1896) 12 R. P. C. at p. 824 ; Tweedale v. 
Ashworth (1892) 9 R. P. G. at p. 128) ; and the doctrine of 
mechanical equivalents does not apply (Curtis v. Platt, supra ; 
Tweedale v. Ashworth, supra; OosneU v. Bishop, supra; Ticket 
Punch Co. V. CoUey's Patents (1896) 12 R. P. C. at 185 ; Brown 
V. Jackson, supra ; Chamberlain v. Mayor of Bradford (1900) 17 
R. P. C. at p. 508 ; (1908) 20 R. P. C. 678). But it is not a true 
proposition of law to say that the doctrine of mechanical 
equivalents can nevo' apply in the case of combinations 

L.P. M 
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producing old results (see per Vaughan Williams, L.J., in Bunge 
V. Higginbottom (1902) 19 R. P. C. at p. 196). For instance, if 
the invention consists of a dumb-bell made resilient by means 
of vietal springs, another person would not be permitted to use a 
dumb-bell made resilient by means of whalebone springs (see 
Sandow v. Szalay (1904) 21 R. P. C. at p, 348). And the 
substitution of a hinge for a slide would not constitute such a 
difference in a combination of this type as that the substitution 
would negative infringement (see Bunge v. Higginbottom (1902) 
19 R. P. C. at p. 196). The variations must be bond Jide ones 
{Curtis V. Piatt (1868) 8 C. D. at p. 187, «.). 

If the combination provides a new result, the case of Proctor v. 
Bennis ( (1887) 4 R. P. C. 838) applies ; the patentee is not tied 
down to the exact terms of his specification, and a person who 
attains the same result by the use of mechanical or chemical 
equivalents infringes {Proctor v. Bennis^ supra ; Gosnell v. Bishop 
(1888) 5 R. P. C. at p. 156 ; Sutcliffe v. Abbott (1903) 20 R. P. C. at 
p. 58 ; Autatnatic Weighing Co. v. Knight (1889) 6 R. P. C. at 804 ; 
Automatic Weighing Co. v. National Exhibitions (1892) 9 R. P. C. at 
pp. 44, 46 ; Thomson v. Moore (1889) 6 R. P. C. at pp. 447, 448 ; 
Chamberlain v. Mayor of Bradford (1900) 17 R. P. C. at p. 508). 

Whether Taking Part of a Combination is an Infrinqbment. — 
Where a patent is taken out for a combination merely, nothing 
is protected by it, and consequently nothing can be an infringe- 
ment, but the use of the entire combination (see per Lord 
Chelmsford in Hanison v. Anderston Foundry Co. (1876) 1 A. C. 
at p. 581 ; Givynne v. Drysdale (1886) 3 R. P. C. at pp. 67, 68 ; 
Dtinlop Co. V. Netv Lamb Tyre Co. (1902) 19 R. P. C. at p. 389) ; 
and it is therefore no infringement to take one or some of the 
component parts unless that part forms the subject of a separate 
claim {Davies v. Townsend (1899) 16 R. P. C. 497; and see 
Wardroper v. Qibbs (1908) 20 R. P. C. at p. 860). But a person 
will not be permitted to merely omit some immaterial part, or 
substitute a known equivalent for some immaterial part, if he 
appropriates all the essential and characteristic features of the 
combination {Otvynne v. Drysdale, supra). ''The essential nature 
of the invention will be regarded ; and . • • there may be cases 
in which, though the patent is for an entire combination of 
numerous parts, a collusive imitation of that invention may be 
effected though some detail of the combination is omitted or 
changed, which is a doctrine familiar enough in Patent Law ** 
{per Lord Penzance in Harrison v. Andei'ston Foundry Co., 
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m^-a, at p. 698). ^* If the instrument patented consisted of 
twelve different steps ... an infringer who took eight, or nine, 
or ten of those steps might be held by the tribunal judging of 
the patent to have taken in substance the pith and marrow of 
the invention, although there were one, two, three, four, or five 
steps which he might not actually have taken " {per Lord Cairns 
in Clark v. Adie (1877) 2 A. C. at p. 820). 

On the question whether a defendant has taken the substance 
of a combination, although omitting an element of it, it is not 
necessary that he should show that the omitted part was an essen- 
tial element in the sense that the machine could not work without 
it, but it must be a material element for the successful working of 
the machine {Consolidated Car Co. y. Caine (1908) 20 R. P. C. 745). 

Where, however, the patentee claims not only the combination 
as a whole, but also the parts or integers, or some of the parts or 
integers, which enter into the whole combination, the use of one 
of those parts or integers may be an infringement of the patent. 
For instance, the patentee's invention may be for a combination 
of parts A. B. G. and D. He may claim that combination as a 
whole and then proceed to claim, as a separate invention, part D. 
In such a case, provided that D. is itself a matter which ought 
properly to form the subject of a patent (see Chapter I., mpra), 
its appropriation, per se, will be an invasion of the patentee's 
monopoly (see per Lord Cairns in Clark v. Adie, supra, at 
pp. 821 ; and see, further, pp. 75, 76, supra). 

InfMngement of a Patent InvolTing a New Principle. — A 

principle, per se, cannot be the subject of valid letters patent (see 
p. 6, supra) ; but there may be a valid patent for a principle 
coupled with a mode of carrying the principle into effect (see 
p. 6, supra). 

In Jupe V. Pratt ((1887) 1 W. P. C. at p. 146), Alderson, B., said 
that when you have invented a mode of carrying a principle into 
effect, you are entitled to protect yourself from all other modes of 
carrying the same principle into effect. But, as was pointed out 
by Cotton, L.J., in Automatic Weighing Co. v. Knight { (1889) 6 
B. P. C. at p. 804), this expression was used by Baron Alderson 
during the discussion, and probably did not express his full 
opinion. ''You can," said Cotton, L.J., in the same case, 
" prevent anyone from using the same method of carrying that 
principle into effect, and you can prevent anyone from using only 
the same thing with a colourable difference"; but you cannot 
prevent anyone from carrying the principle into effect by 

M 2 
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substantially different means. In Pneumatic Tyre Co. v. Tubeless 
Tyre Co. ((1899) 16 R. P. C. at pp. 79, 80), Lord Halsbury said : 
" That a principle which was applied in the former case exists 
here I do not deny — I think that is true ; but that there is any 
principle which can be claimed as a principle, as distinct from the 
application of it to the particular machine, is of course quite 
outside the region of Patent Law. You cannot appropriate to 
yourself a mere principle ; you can only appropriate the applica- 
tion of the principle. . . . Although the same principle is made 
use of here it is not made use of in the same way, nor is it, nor 
could it be, gravely represented as being the same application of 
the same principle — although I admit the principle to be the 
same." And see Tweedule v. Ashworth (1892) 9 R. P. C. at p. 126 ; 
cf. Chamberlain v. Mayor of Bradford (1908) 20 R. P. C. at p. 684 ; 
Edison-BeU v. Smith (1894) 11 R. P. C. at pp. 897, 898. 

But ''where there is a principle first applied in a machine 
capable of carrying it into effect, the Court looks very narrowly at 
those who carry out the same principle and say they do it by a 
different mode, and looks to see whether, in effect, although the 
mode is not exactly the same, it is only a colourable difference " 
{per Cotton, L.J., in Autom/itic Weighing Co. v. Knight (1889) 6 
R. P. C. at p. 804 ; and see Tweedale v. Ashworth (1892) 9 R. P. C. 
at p. 126 ; Consolidated Car Co. v. Came (1908) 20 R. P. C. at 
p. 767). And the consideration of the principle sought to be 
applied is material in determining the essence of the invention 
{per Palles, C.B., in Thomson v. Moore (1889) 6 R. P. C. at 
p. 450; afl&rmed (1890) 7 R. P. C. 826). 

Hanufacture, — ^A person who manufactures {Muntz v. Foster 
(1844) 2 W. P. C. at pp. 100, 101), or procures to be manu- 
factured by others (see per Tindal, C.J., in Gibson v. Brand 
(1842) 1 W. P. C. at p. 681 ; Incandescent Co. v. Brogden (1899) 
16 R. P. C. at p. 184), a patented article, without the sanction of 
the patentee, commits an act of infringement. But a person 
who manufactiures an article, which is an infringement, at the 
instance of the patentee's agent, is not liable {Kelly v. Batchelor 
(1893) 10 R. P. C. 289 ; cf Dunlop Co. v. Neal (1899) 16 R. P. C. 
247). And if a patented article is made merely by way of bond 
fide experiment, there is no infringement (see per Jessel, M.R., 
in Frearson v. Loe (1878) 9 C. D. at pp. 66, 67; Muntz v. 
Foster f supra). 

User. — The mere use in this country of a patented article, 
without licence, constitutes infringement (see Betts v. Neilson 
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(1868) 8 Ch. at p. 489). It is no answer to an action for 
infringement to show that the user was only in itinere (Beits 
V. Neilson, supra, at p. 487) or consisted merely in transportation 
{British Motor Syndicate v. Taylor (1900) 17 R. P. C. at pp. 198, 
194, 728 ; and see Washburn Co. v. Cunard Co. (1889) 6 E. P. C. 
898). But if any person who, directly or indirectly, had any- 
thing to do with the means by which goods get from one place 
to another, were to be held liable as an infringer, it would 
injuriously encourage idle and vexatious litigation (see per James, 
L.J., in NobeVs Co. v. Jones (1881) 17 C. D. at p. 743). Hence, 
Custom House agents, as such, are not liable in an action for 
infringement (NobeVs Co. v. Jones, supra; (1882) 8 A. C. 5). 

It is no defence to show that the patented article was used 
for a different purpose (see per Stirling, J., in British Motor 
Syndicate v. Taylor (1900) 17 E. P. C. at p. 194). " A man who 
finds that a patented invention can be used for a new purpose 
cannot justify his user of the invention for that purpose without 
paying for it, merely because the patentee had not contemplated 
originally that his invention could be so applied " {per Eomer, J., 
in Pneumatic Tyre Co. v. East London Co. (1896) 14 R. P. C. at 
p. 103; and see per Lord Westbury in Cannington v. Nuttall 
(1871) L. R. 5 H. L. at p. 280; cf. Fletcher v. Glasgotv Com- 
missioners (1887) 4 R. P. C. 886 ; Edisan v. Holland (1888) 5 
E. P. C. at p. 482 ; Re Cutler's Patent (1889) 1 W. P. C. at p. 427). 

It is immaterial, it seems, whether the user is active or 
passive (see Beits v. Neilson (1868) 8 Ch. at p. 439). 

User by way of bond fde experiment does not constitute 
infringement (see per Jessel, M.E., in Frearson v. Loe (1878) 9 
C. D. at pp. 66, 67 ; Muntzv. Foster (1844) 2 W. P. C. at p. 101). 
Secus, where the use results in a pecuniary advantage, however 
indirectly, to the user, or where it prejudicially affects the 
patentee (see Frearson v. Loe (1878) 9 C. D. at pp. 66, 67). 
Thus, if a man uses an infringing article for the purpose of 
instructing his pupils {United Telephone Co. v. Sliaiples (1885) 
29 C. D. 164), or for the purpose of reducing the cost of manual 
labour at his works {Proctor v. Bailey (1889) 6 E. P. C. at p. 109), 
the plea of experimental user is not available. 

Importation. — The importation of an infringing article, made 
abroad, for sale or use in this country {Elmslie v. Boursier 

(1869) 9 Eq. 217 ; Von Heyden v. Neustadt (1878) 14 C. D. 280 ; 
Saccharin Corpn. v. Anglo-Continental Works (19(X)) 17 E. P. C. 
807), or merely for transhipment here for exportation {Nobel's 
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Co. V. Jones (1879) 17 C. D. at p. 724 ; UniUd Telephone Co. v. 
Sharpies (1886) 29 C. D. 164 ; and see British Motor Syndicate 
V. Taylor (1900) 17 R. P. C. at pp. 198, 194, 723), amounts to 
an infringement. But an English merchant who contracts, in 
this country, for the sale of an infringing article to an English 
firm, the infringing article being made abroad and delivered to 
the purchasers at a foreign port, is not an importer and does not 
infringe, although he is well aware that the article will find its 
way into this country {Sacchann Corpn. v. Reitmeyer (1900) 17 
R. P. C. 606). 

A foreigner, who, by himself or his agent, imports an infringing 
article into this country is liable as an infringer (Badische v. 
Johnson (1897) 14 R. P. G. at p. 416). But he is not liable if he 
sells the article outside the United Kingdom to an English 
importer, or his agent {Badische v. Johnson, supra, at p. 414). 
In this case, B., living in England, wrote to A., domiciled 
abroad, ordering five pounds of dye to be sent to him by post. A. 
wrote back, enclosing an invoice, and on the same day sent the 
dye to N., who forwarded it by post to B. in London. It was 
held, although the dye was admitted to be an infringement, that 
A. was not liable, as he had not by himself or by his agent, 
imported the dye into England. And see Saccharin Corpn. v. 
Reitmeyer (1900) 17 R. P. C. 606. 

UsB OF Patented Article on Foreign Vessel in British 
Waters. — A patent does not prevent the use of an invention for 
the purposes of the navigation of a foreign vessel within British 
waters, nor the use of an invention in a foreign vessel within 
British waters, provided the invention is not used in connection 
with the manufacture or preparation of anything intended to be 
sold in or exported from the United Kingdom or the Isle of Man. 
But this privilege does not extend to vessels of foreign States 
where like privileges are not afforded to British vessels (s. 48 of 
the Patents Act, 1888). 

Sale. — The grant of letters patent includes a monopoly of the 
sale in this country of articles made according to the specification, 
whether the articles be made in the realm or elsewhere (see per 
James, L. J., in Von Heyden v. Neustadt (1880) 14 C. D. at p. 288 ; 
Ebnslie v. Boursier (1869) 9 Eq. 217). 

Hence, the sale of infringing articles affords good ground for 
an action for infringement, however small the sale, and however 
trivial the value of the articles sold (see Cole v. Saqui (1888) 5 
R. P. C. at p. 498; Badische v. Dawson (1889) 6 R. P. C. 887). 
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The mere ofifering or exposure for sale of an article made in 
accordance with the patentee's specification is an invasion of 
the patentee's rights; for, although it may not be considered 
" vendmg " (see Minter v. WiUiams (1886) 1 W. P. C. 186), it is 
a " user " which is prohibited (Oxley v. Holdsn (1860) 8 C. B. (N. 8.) 
666 ; Dunlop Co. v. British Car Co. (1901) 18 R. P. C. 818 ; 
BHHsh Motor Syndicate v. Taylor (1900) 17 R. P. C. at p. 729). 

Sale of Component Pabts. — It is no infringement to sell 
some of the component parts which go to make up a patented 
combination, even though the seller knows that the parts are 
intended to be used in infringement of the patent {Dunlop Co. 
V. Moseley (1904) 21 R. P. C. 274 ; Townsend v. Hatcorth (1875) 
12 C. D. at p. 881, n. ; Sykes v. Howarth (1879) 12 C. D. at 
p. 888 ; and see Savage v. Briyidle (1896) 18 R. P. C. 266). But 
a person infringes if he sells all the parts manufactured so as to 
be adapted for putting together (see per Vaughan Williams, L. J., 
in Dunlop Co. v. Moseley, supra, at p. 280 ; per Pearson, J., in 
United Telephone Co. v. Dale (1884) 26 C. D. at pp. 782, 788), 
or some of the parts in conjunction with some other person who 
sells the remaining parts (Incandescent Co. v. Neiv Incandescent 
Co. (1898) 15 R. P. C. 81 ; Dunlop Co. v. Moseley, supra). And 
a person is liable if he invites his customers to use articles sold 
by him in an infringing manner (Injies v. Short (1898) 14 T. L. R. 
492). 

In Dunlop Co. v. Cresstcell ( (1901) 18 R. P. C. 478) the owners 
of a patent for improvements in cycle tyres granted a licence to 
a company to make the tyres in accordance with a deposited 
tyre. C. sold to the company canvas strips to which the com- 
pany affixed wires (in accordance with those in the deposited 
tyre) and re-sold the strips and wires to C, who then added the 
outer rubber and sold the tyre. Held ; C. had not infringed. 

Infringement by Purchasers. — If a patentee has licensed the 
manufacture of articles under his patent, purchasers from the 
licensee, or from his vendees, may use or resell the articles with- 
out the patentee's consent (Thomas v. Hunt (1864) 17 G. B. (N. 8.) 
188). But this implied licence to the purchaser may be limited 
by terms imposed on the sale. Thus, in Incandescent Co. v. 
Brogden ((1899) 16 R. P. C. 179), the plaintiffs had printed on 
every box containing the patented article words to the effect that 
neither the purchaser nor any person into whose hands the 
patented article should come should use or sell the article except 
in connection with another article supplied by the plaintiffs. It 
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was held that any person buying with notice of the condition was 
bound by it, and if he disregarded it he was liable as an infringer. 
If, however, a person buys without notice of such a condition, he 
will not be bound by and may disregard it, although he becomes 
aware of it shortly after the purchase (Incandescent Co. v. Cantelo 
(1896) 12 R. P. C. 262). 

On the sale of an infringing article there is no implied warranty 
that the purchaser will be able to make use of it ; the purchaser 
may be sued for infringement by the patentee and yet be liable to 
the vendor of the article for the price of it (Monforts v. Marsden 
(1896) 12 R. P. C. 266). 

Repairs. — Any simple repairs may be done by a person without 
any licence from the patentee (see per North, J., in Dunhp Co. v. 
Neal (1899) 16 R. P. G. at p. 260 ; and see Savage v. BHndle 
(1896) 18 R. P. C. 266). But infringing articles will not be 
allowed to be made under guise of repairs ; if the result of the 
repairs is, in effect, a new article, the repairer is liable as an 
infringer (Dunlop Co. v. Neal, supra ; and see United Telephofie 
Co. V. Nelson W. N. (1887) 198 ; Dunlop Co. v. Excelsior Co. (1901) 
18 R. P. C. 209 ; Dunlop Co. v. Holbm-n Co. (1901) 18 R. P. C. 
at p. 226; but see per Cozens-Hardy, L.J., in Dunlop Co. v. 
Moseley (1904) 21 R. P. C. at p. 282). 

Possession. — The mere possession of an infringing article is 
sufficient ground for granting an injunction ; actual user or sale 
need not be proved (United Telephone Co. v. London dk Olobe Co. 
(1884) 1 R. P. C. at p. 119 ; and see Adair v. Young (1879) 12 
C. D. 18 ; British Motor Syndicate v. Taylor (1900) 17 R. P. C. 
189, 723 ; Dowling v. BiUington (1890) 7 R. P. C. at p. 201 ; 
Dunlop V. British Car Co. (1901) 18 R. P. C. 818). Where a 
person is in possession of a thing it cannot be assumed that he is 
in possession of it for no purpose at all (see Proctor v. Bailey 
(1889) 6 R. P. C. at p. 112 ; but see p. 688) ; and if it is not his 
intention to use the thing, then an injunction can do him no harm 
(per Bacon, V.-C, in United Telephone Co. v. London & Ohbe Co.^ 
supra ; but see Proctor v. Bailey (1889) 6 R. P. C. 688). 

The fact that the article has only been lent to the possessor 
would, it is submitted, be no defence ; but whether there would 
be any infringement in merely testing an article sent on approval 
only, is not, having regard to the decision in United Telephone 
Co. V. Henry ((1885) 2 R. P. C. 11), quite clear. 

Threatened Infringements. — A patentee need not wait until 
infringement has actually been committed. If he has reasonable 
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ground to apprehend that a man will infringe his rights he can go 
to the Court and obtain an injunction to restrain him from carry- 
ing out his intention, provided that it is made clear that the act, 
if carried out, would be an infringement {Dowling v. BiUington 
(1890) 7 R P. C. at p. 201 ; Frearson v. Loe (1878) 9 C. D. at 
p. 65). 

Offer to Make Similar Articles. — If a person merely offers 
to make an article of the same class as the article patented, and 
no actual infringement is proved, the assumption is that the offer 
related to articles which would not be infringements ; '' the pre- 
sumption is always in favour of innocence '* (per Lord Maclaren in 
Gwynne v. Drysdale (1885) 2 R. P. C. at p. 164 ; affirmed (1886) 
8 R. P. C. 65). 

THE ACTION FOR INFRINGEMENT. 

When a patentee considers that his monopoly has been invaded, 
he may bring an action for infringement wherein he can, if suc- 
cessful, obtain — (1) an injunction, (2) damages or an account 
of profits, and (3) delivery up or destruction of the infringing 
articles. Proceedings for infringement cannot be instituted until 
the patent has been granted (s. 15 of the Patents Act, 1888) ; and 
if proceedings are taken after failure to make any renewal pay- 
ment within the prescribed time, and before enlargement thereof, 
the Court may refuse to award any damages (s. 17 (4), ibid,). 

Course to Pursue vhere Several Infringers. — It often happens 
that a patent is being infringed by several persons at the same 
time, and the question then arises as to what course to adopt. To 
take action against one only is not sufficient ; for the others are not 
bound by the result, and, when themselves sued, may charge the 
plaintiff with laches (see the curious position of the plaintiffs in 
Acetylene Co. v. Giffre (1908) 20 E. P. C. 286). In these circum- 
stances the proper course is to proceed to obtain an interlocutory 
injunction against one infringer and to write to the others and 
say : " Are you willing to take this as a notice to you that the 
present case is to determine yours ? Otherwise I shall proceed 
against you by way of interlocutory injunction ; and if you do not 
object on the ground of delay, I do not mean to (issue writs) 
against all of you at once " {per Wood, V.-C, in Bovill v. Crate 
(1865) 1 Eq. at p. 891). If there are no answers, and if the 
infringers are all desirous of throwing obstacles in the patentee's 
way, the patentee must issue as many writs as there are infringers 
{North British Co. v. Goimully (1894) 12 E. P. C. at p. 21). 
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Notioe of Intention to Commence Aotion. — The patentee is 
not bound to give the alleged infringer any notice before com- 
mencing action ; nor is he bound to discontinue upon the 
defendant admitting the infringement and promising not to 
repeat it (see Losh v. Hague (1837) 1 W. P. C. 200 ; cf. Proctor v. 
BaUey (1889) 6 R P. C. at pp. 648—545). But if the defendant 
admits infringement, and offers to submit to an injunction, 
he will not be ordered to pay the costs where the value of the 
infringing articles is trifling (American Tobacco Co. v. Guest 
(1892) 9 R. P. C. 218 ; cf. Upmann v. Forester (1883) 24 C. D. 
231). Where only one infringing article was in the possession of 
the defendant, and he offered, before action brought, to give an 
undertaking not to use it during the existence of the patent, a 
motion for an interlocutory injunction was dismissed with costs 
(Lyon V. Mayor of Newcastle (1894) 11 E. P. C. 218 ; see also 
p. 212, infra). 

Actions Against Small Retailers. — These are not encouraged ; 
an endeavour ought to be made to sue those who set the articles 
upon the market. Although the plaintiff is entitled to an injunc- 
tion, the defendant will not, as a general rule, be fixed with the 
costs of the action, provided he has acted innocently and does 
not deny the infringement (see American Tobacco Co. v. Guest 
(1892) 9 R. P. C. at p. 220). 

Action for InfHngement of Several Patents. — It is essential, 
in some cases, to sue on several patents. In Saccliarin Corpn. v. 
Quincey ((1900) 17 R. P. C. 337) several patents were sued upon 
and infringement was found, although it was impossible to say 
which particular patent had been infringed ; had the plaintiffs 
brought separate actions in respect of each patent they must have 
failed in each action (see per Cozens-Hardy, J., at p. 389). 

But it is a mistake and highly inconvenient, as a general rule, 
to sue the defendant in one action for infringement of several 
patents (see per Smith, L.J., in Brooks v. Lamplugh (1898) 

15 R. P. C. at p. 47). If any of the patents are not relied upon 
at the trial (see p. 219, infra) y or if infringement of all of them is 
not proved {British Motor Syndicate v. Universal Motor Co. (1899) 

16 R. P. C. at pp. 184, 135 ; cf. Saccharin Corpn. v. Jackson (1903) 
20 R. P. C. 611 ; Saccharin Catyn. v. Quincey, supra) ^ the question 
of costs will be materially affected (see Brooks v. Lamplugh, supra ; 
and see p. 219, infra). Moreover, the defendant may apply to 
have the action limited to only one or two of the patents. In 
Saccharin Corpn. v. Wild ((1903) 20 R. P. C. 243), where the 
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plaintiffs sued upon twenty-three patents, the Court of Appeal 
ordered that the action should be confined to three. In Sdccharin 
Corpn. V. White ( (1908) 20 R. P. C. 454), the plaintiffs were allowed 
to sue on sQven patents, but on special terms as to costs. 
Whether the plaintiff would be limited as to the number of 
patents alleged to be infringed where the defendant does not 
deny their validity, qiLore (see Saccharin Corpn, v. Jackson (1908) 
20E.P.C. atp. 616). 

The Ciourt. — The action may be brought either in the King's 
Bench Division or in the Chancery Division ; but it is now almost 
invariably brought in the latter Division. If trial with a jury is 
desired, the action must, of course, be brought in the King's 
Bench Division ; but the action must be tried without a jury 
unless the Court otherwise directs (s. 28 (1) of the Patents Act, 
1888). 

The Palatine Court of Lancaster has jurisdiction to try patent 
actions (the Chancery of Lancaster Act, 1890 (53 & 54 Vict. c. 23) ). 
The County Courts have no jurisdiction to try actions for infringe- 
ment where the validity of the patent is in issue {R. v. County 
Court Judge of Halifax [1891] 2 Q. B. 263). 

The Court may, and must on the request of either of the 
parties, try and hear the case with the assistance of an assessor 
(s. 28 of the Patents Act, 1888). 

The Parties, 

Plaintiffs. — All persons claiming any interest in the patent 
should be made plaintiffs (see Bergmann v. MacmiUan (1881) 17 
C. D. 428). But one of several co-owners may sue alone for 
an injunction, delivery up or destruction of the infringing 
articles, and an account of profits {Sheehan v. G. E. R. Co, (1880) 
16 C. D. at p. 68 ; Dent v. Tu^pin (1861) 80 L. J. (N. S.) Ch. 495 ; 
Anderson v. Patent Oxonite Co. (1886) 8 R. P. C. 279 ; but as to 
an accoimt, see Bergmann v. MacmiUan^ supra). And the owner 
of a separate and distinct part of a patent may sue alone for 
damages in respect of an infringement of that part (Dunnicliff v. 
Mallet (1859) 7 C. B. (N. S.) at p. 227). 

A mortgagor may sue alone for infringement : he need not join 
his mortgagee {Van Gelder v. Sowerby Bridge Society (1890) 7 
R. P. C. 208). 

A legal assignee may sue for infringement of the patent 
assigned {WalUm v. LavaUr (1860) 8 C. B. (N. S.) 162) ; but the 
assignment should first be registered (see ChoUet v. Hoffman 
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(1867) 26 L. J. (N. S.) Q. B. 249 ; Bowden's PatenU v. Smith 
(1904) 21 R. P. C. 438 ; cf. HassaU v. Wright (1870) 40 L. J. 
(N. S.) Ch. 146). 

An equitable assignee cannot sue alone {Boxcden's Patents v. 
Smithy supra) ; but the assignee or trustee of a bankrupt patentee 
may (Bloxatn v. EUee (1827) 6 B. & C. 169). 

A mere licensee cannot sue for infringement in his sole name, 
whether the licence be exclusive or not ; he must join the patentee 
{Heap V. Hai-tley (1889) 6 R. P. C. 496 ; Derosne v. Fairie (1836) 
1 W. P. C. at p. 166). But where the licence is coupled with a 
grant, the licensee can probably sue alone (see Heap v. Hartley 

(1889) 6 R. P. C. at p. 501). 

A mere agent for the sale of a patented article cannot sue 
infringers {Adams v. N. B. Rail. Co. (1878) 29 L. T. (N. S.) 367). 

Where a patent is assigned to two persons as tenants in 
common, and one dies, the right of action in respect of infringe- 
ments committed after the assignment and before the death of 
the deceased assignee survives to the other, who may recover the 
whole amount of the damages sustained by him and his late 
co-assignee {Smith v. L. <£ N.-W. RaU. Co. (1863) Macr. P. C. 203), 
Where a patent, by virtue of the grant or otherwise, is vested in 
two persons jointly, and one dies, the interest passes by survivor- 
ship to the other {National Co. v. Gihbs (1899) 16 R. P. C. 339 ; 
reversed on appeal on other grounds, 17 R. P. C. 302). 

If the Judge thinks that an action is defective for want of 
parties, it is his duty to join the necessary parties himself in 
order to cure the defect {Van Geldei- v. Soxcerhy Bridge Society 

(1890) 7 R. P. C. 208). 

Defendants. — ^As to what persons are liable as infringers, and 
may be made defendants, see p. 163, supra. The manufacturer 
or importer should be sued in preference to the retailer (see 
Amencan Tobacco Co. v. Ghxest (1892) 9 R. P. C. at p. 220), 
although, of course, both are equally liable to be restrained b}' 
injunction. 

The manufacturer of an infringing article and the purchasers 
from him may be made defendants in the same action {Proctor \. 
Bennis (1887) 4 R. P. C. 834). The plaintiff may have an 
account against the manufacturer and damages against the 
purchasers {Penn v. Bibby (1866) 3 Eq. 308). An account 
against the manufacturer does not licence the use of the 
infringing articles in the hands of all the purchasers ; the article 
may be followed into every man's hand until the infringement is 
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got rid of (see per Wood, V.-C, in Penn v. Bibby, supra, at p. 311 ; 
Dunlop Co. V. Rimington (1900) 17 R. P. C. at p. 668; cf. 
Pneumatic Tyre Co. v. Goodman (1896) 13 R. P. C. 723). 

If the infringer has sold his business to a company after action 
brought, leave to add the company as a defendant will not be 
granted {Briggs v. Lardeur (1885) 2 R. P. C. 13). 

The directors of a company should not be made co-defendants 
unless it can be proved that they are personally liable (see Leeds 
Forge Co. v. Deighton's Co. (1901) 18 R. P. C. at p. 240). 

Where the plaintiff sued the user of a certain machine, and the 
manufacturer of the machine applied to be made a defendant 
under R. S. G. Ord. 16, r. 11, alleging that his presence before the 
Court was necessary, the application was refused {Moser v. 
Marsden (1892) 9 R. P. C. 214). 

The Writ. 

The writ is usually endorsed for an injunction (see p. 203, infra) ; 
an account or damages (see p. 206, infra) ; and delivery up or 
destruction of the infringing articles (see p. 206, infra). A claim 
for passing off is sometimes included (see Hewitt v. Nurse (1900) 
17 R. P. C. 264; Poulton v. Kelley (1904) 21 R. P. C. 892). 

If an interlocutory injunction is desired, leave to serve notice 
of motion with the writ is granted almost as a matter of course. 
Interlocutory injunctions are dealt with later (see pp.184 — 192). 

Serrice out of the Jurisdiction. — Service out of the jurisdiction 
may be directed (R. S. G. Ord. 11). Order 11 does not enable 
the Gourt to direct service out of the jurisdiction of a writ claiming 
damages for infringement of a patent which has expired, although 
an injunction is also sought in respect of another patent 
{Badische v. Chemische (1904) 21 R. P. G. 346). As to the 
evidence necessary to obtain leave or to discharge the order 
granting leave, see Badische v. Thompson (1908) 20 R. P. C. 422 ; 
Badische v. Chemische (1903) 20 R. P. G. 418. 

Where a foreign company exhibited motors at the Grystal 
Palace, and had a stand but no office there, service of a writ on a 
person in charge of the stand was held good service {Dunlop Co. 
v. Actien Gesellschaft (1902) 19 R. P. G. 46). 

The Pleadings. 

Statement of Claim. — In the statement of claim the grant of 
the patent should be set out, and if the plaintiff is not himself 
the patentee the derivation of his title should be shown. 

The infringement need only be alleged in general terms, as 
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particulars thereof must be set out in the particulars of breaches 
(see pp. 175—177, infra). 

Where the action is based, not on actual but on threatened 
infringement, the pleadings should be so framed ; the two actions 
are distinct in themselves, though they may be combined in one. 
If threatened infringement is alone relied upon, of necessity 
there can be no particulars of breaches ; but care is always taken 
that the defendant shall have fair notice as to the nature and 
particulars of the special infringement he is alleged to be con- 
templating {Slwe Co. V. Cutlan (1896) 12 E. P. C. at pp. 857, 
858 ; cf. Bowling v. Billington (1890) 7 R. P. C. 191). The only 
remedy where no actual infringement has been committed is an 
injunction {Dmvling v. Billington, supra). 

Costs need not be claimed; but if in a previous action a 
certificate that the validity of the patent came into question has 
been granted, that fact should be pleaded and costs as between 
solicitor and client should be claimed (see Pneumatic Tyre Co. v. 
Ckisholm (1896) 13 E. P. C. 488). 

It is not necessary to allege that the patent is valid or sub- 
sisting (see Form 6, Appendix C, R. S. C.) or that the invention 
was new {Amory v. Brown (1869) 8 Eq. 663). 

No part of the specification need be set out (see Kay v. Marshall 
(1836) 2 W. P. C. 89 ; Form 6, iUd.). 

If the specification has been amended, this fact, with the date, 
should be stated ; and the plaintiff should plead that the original 
claim was framed in good faith and with reasonable skill and 
knowledge, if he seeks to recover damages in respect of infringe- 
ments committed before the amendment (see Kane v. Boyle (1901) 
18 R. P. C. at pp. 837, 838). 

The statement of claim must not, of course, introduce a cause 
of action different from that disclosed by the writ (see United 
Telephone Co. v. Tasker (1888) 6 R. P. C. 88). 

Motion for Jud^ent in Default of Pleading. — If the 

defendant makes default in delivering a defence, the plaintiff may 
set down the action on motion for judgment (R. 8. C. Ord. 27, r. 11). 
But where there are several defendants, some of whom deliver a 
defence and some do not, the Court will refuse to order judgment 
to be entered against those in default, as the others might upset 
the patent at the trial (AcHen Gesellschaft v. Remu4 (1895) 12 
R. P. C. 94). If, however, there are only two defendants, and 
one deUvers a defence but does not set up validity of the patent 
and the other defendant does not deliver a defence, judgment will 
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be ordered to be entered against the one in default {Durdop Co. v. 
Fulton (1902) 19 R. P. C. at p. 819). 

Defence. — The defendant may deny infringement, or he may 
allege that the patent is not valid, or he may avail himself of 
both grounds of defence. He may also plead that the plaintiff 
has no title to the patent sued upon; or that the patent has 
ceased through failure to make the prescribed payments within 
the prescribed times (s. 17(2) of the Act of 1888; see p. 88, 
8upra) ; or that the infringement was committed prior to the 
grant of the patent (s. 18, ibid. ; see p. 86, mpra) ; or that the 
infringement was committed prior to amendment of the specifi- 
cation and that the original claim was not framed in good faith 
or with reasonable skill and knowledge (s. 20, ihid ; see p. 89, 
8wpra). Every ground on which a patent might, at the com- 
mencement of the Act of 1888, be repealed by scire facias, 
is available by way of defence to an action for infringement 
(s. 26 (8), ihid. ; see pp. 114, 115, mpra, and p. 178 infra). 

If the defendant pleads that the patentee was not the true and 
first inventor, the plaintiff is probably not entitled to particulars 
as to who the first inventor was (see Russell v. Ledsam (1848) 11 
M. & W. 647 ; but see Morgan v. Windover (1890) 7 E. P. C. at 
p. 449). The plea is distinct from the issue as to novelty 
(HousehiU v. NeiUon (1848) 1 W. P. C. at p. 689 ; Thomson v. 
Macd(mald (1891) 8 E. P. C. at p. 9), or invention {Thomson v. 
Macdonaldy supra) ; and it should never be pleaded unless the 
defendant is prepared to bring evidence to show that the patentee 
was not really the inventor {Thomson v. Macdonald^ supra; 
Morgan v. Windover (1890) 7 R. P. C. at p. 449). 

Where the defendant decides to dispute the validity of the 
plaintiff's patent, the usual practice is, now, simply to state: 
'* The plaintiff's patent is not valid for the reasons given in the 
particulars of objections delivered herewith" (see Sandaiv v. 
Szalay (1904) 21 E. P. C. at p. 886). 

A plaintiff may be ordered to give discovery before delivery 
of the defence ; but the defendant must make out a very special 
case before such an order will be made (see Woolfe v. Automatic 
Picture Gallery (1902) 19 R. P. C. 161). 

Particulars of Breaches. 

The plaintiff must deUver with his statement of claim, or by 
order of the Court or the Judge, at any subsequent time, parti- 
culars of the breaches complained of (s. 29 (1) of the Act of 
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1883) ; and at the hearing no evidence can, except by leave of 
the Court or a Judge, be admitted in proof of any alleged 
infringement of which particulars are not bo delivered (s. 29 (4), 
ibid.). On taxation of costs, regard is had to the particulars 
delivered ; and no costs are allowed in respect of any particular 
unless the same is certified by the Court or a Judge to have 
been proven or to have been reasonable and proper (s. 29 (6), 
ibid. ; see p. 214, infra). 

The object of particulars of breaches is to tell the defendant 
what the plaintiff says he has done in infringement of the 
patent ; their office is not to answer an interrogatory (Wenham 
y. CJiampion Oas Co. (1891) 8 E. P. C. 22; and see CasseUa 
V. LevimUin (1891) 8 E. P. C. 473) or to disclose evidence 
{Mandleberg v. Morlei/ (1893) 10 E. P. C. at p. 260). 

The particulars are sufficient if, taken together with the 
pleadings, they give the defendant full and fair notice of the 
case to be made against him (Needham v. Oxley (1863) 1 H. & M. 
248 ; and see Petmun v. Bull (1886) 3 E. P. C. 391 ; Chtirch Co. 
V. Wihon (1886) 3 E. P. C. at p. 127). 

A person who merely sells infringing articles is entitled to 
more detailed particulars than a person who infringes by manu- 
facturing (Mandleberg v. Morley (1893) 10 E. P. C. 256). 

The particulars should state specifically how the patent has 
been infringed ; if infringement by use is alone complained of the 
Court will not consider whether there has been an infringement 
by manufacture (Henser v. Hardie (1894) 11 E. P. C. at p. 427). 

If two distinct processes are described in the specification, 
and the defendant's process may be an infringement of one but 
not of the other, the defendant is entitled to know which he is 
alleged to have infringed (see per Jervis, C.J., in Talbot v. La 
Roche (1864) 15 C. B. at p. 320 ; cf. MoseUy v. Victoria Rubber 
Co. (1886) 3 E. P. C. at p. 357). 

Where there is more than one claim, the particulars should 
state whether all or only some and which of them are relied 
upon (Haslam v. HaU (1887) 4 E. P. C. at p. 206) unless the 
particulars refer to pages and lines of the specification {Ehey v. 
BiLtUr (1884) 1 E. P. C. 187). 

If certain claims are referred to, and certain articles are 
referred to as infringing those claims, the particulars need not, 
as a general rule, state what portions of the specification are 
alleged to be infringed by reference to pages and lines of the 
specification {Church Co. v. Wilson (1886) 3 E. P. C. 128; 
Cheetham v. Oldham (1888) 5 E. P. C. 624). 
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Where the Bpecification described thirteen different kinds of 
pens, referring to them by numbers, the Court ordered the plaintiff 
to give particulars, by the number of the pens, on which the 
infringement was based (Peiry v. Mitchell (1840) 1 W. P. C. 269). 

If the defendant is alleged to have made certain machines 
with the plaintiff's invention applied, particulars should be 
given as to the portions of the machines to which the invention 
has been applied; and inspection of the machines for this 
purpose may be ordered (Jones v. Lees (1856) 25 L. J. (N. S.) 
Ex. 241). 

Instanoes of InfHngement. — Specific instances of the infringe- 
ments complained of must be given {Tilghman's Co. v. Wright 
(1884) 1 B. P. G. 108) ; if infringement by sale is complained of, 
the names and addresses of the purchasers should be specified 
(Murray v. Clayton (1872) 15 Eq. 115). 

But the plaintiff has in some cases been allowed to add general 
words so as not to be confined at the trial to the instances given 
(Tilghman's Co. v. Wright, supra ; Haslam v. Hall (1887) 4 B. P. C. 
208). The instances given must, however, be specific. The 
plaintiff will not be allowed to mention them " by way of 
example only *' (Patent Type-Founding Co. v. Richards (1860) 2 
L. T. (N. S.) 859 ; cf. Talbot v. La Roche (1854) 15 C. B. 810), or 
" in particular by way of illustration" (Church Co. v. Wilson (1886) 
8 B. P. C. 128 ; Haslam v. Hall, supra). 

Where the plaintiff is unaware at the time of the names of the 
persons to whom the alleged infringing articles have been sold, he 
may, it seems, state that he is unable to give further particulars 
until he has obtained discovery (see Russell v. Hatfield (1885) 2 
B. P. C. 144 ; and see Woolfe v. Automatic Picture Gallery (1902) 
19 B. P. C. 161). 

Applioation for Further and Better Particulars. — If the 

defendant considers that the particulars furnished by the plain- 
tiff are not sufficiently full, he should apply for further and better 
particulars. 

The plaintiff may be ordered to give better particulars although 
the action has been set down for trial (Mandleherg v. Marley (1898) 
10 B. P. C. 256). 

Where the plaintiff alleged that he was unable to give better 
particulars until he had interrogated the defendant, no order 
was made, but the defendant was given leave to apply again at a 
later stage (Russell v. Hatfield (1885) 2 B. P, C. 144). 

t.P. M 
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Particulars of Objections. 

The defendant must deliver with his statement of defence, or, 
by order of the Court or a Judge, at any subsequent time, par- 
ticulars of any objections on which he intends to rely (s. 29 (2) 
of the Patents Act, 1888). On taxation of costs regard is had to 
the particulars delivered ; and no costs are allowed in respect of 
any particular unless the same is certified by the Court or a Judge 
to have been proven or to have been reasonable and proper 
(s. 29 (6), ibid. ; see p 218., infra). At the hearing no evidence 
can, except by leave of the Court or a Judge, be admitted in proof 
of any objection of which particulars are not so delivered (s. 29 
(4), ibid.). But the objections delivered by one defendant may be 
relied upon by another in the same interest (Smith v. Cropper 
(1886) 10 A.C. 249). 

If the defendant disputes the validity of the patent, the particu- 
lars delivered by him must state on what grounds he disputes it ; 
and if one of those grounds is want of novelty, the time and place 
of the alleged previous publication or user must be stated (s. 29 
(3), ibid.). 

The object of particulars is to prevent surprise (see per 
Lindley, L.J., in HoUiday v. HeppenstaU (1889) 6 R. P. C. at 
p. 828), to limit the scope of the inquiry, and to prevent expense 
{NeUlefolds v. Reynolds (1891) 8 R. P. C. at p. 417). 

An objection should not be raised unless it is intended to be 
relied upon at the trial (Alien v. Oates (1898) 15 R. P. C. 808 ; 
Phillips V. Ivel Cycle Co. (1890) 7 R. P. C. at p. 85; HattersUyv. 
Hodgson (1903) 20 R. P. C. at p. 598) ; and a long list of anticipa- 
tions, of which only two or three will be mentioned at the trial, 
should not be put forward (Thomson v. Batty (1889) 6 R. P. C. 
at p. 97). 

The defendant may rely upon any ground on which a patent 
might, at the commencement of the Patents Act, 1883, be repealed 
by scire facias (s. 26 (3) ; see pp. 114, 115, supra). The grounds 
most commonly raised are : — 

(a) That the patentee was not the true and first inventor. 

(b) That the invention was not new. 

(c) That the thing patented involved no invention or ingenuity. 

(d) That the invention is not useful. 

ie) That the complete specification claims an invention different 
from that disclosed by the provisional specification. 
(/) That the specification is insufficient. 
{(j) That a prior patent for the same invention has been granted. 
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(a) Objeotion that Patentee was not the True and First 
Inventor. — This objection does not raise the issue of novelty 
or invention {Thomson v. Macdonald (1890) 8 R. P. C. at p. 9 ; 
Pneumatic Tyre Co. v. CassweU (1896) 13 R. P. C. at p. 187), but 
only whether the patentee or someone else invented the patented 
article (Thomson v. Macdonald, supra) ; and the objection should 
never be taken unless the defendant intends to rely upon it at the 
trial (Morgan v. Windover (1890) 7 E. P. C. at p. 449 ; Thomson v. 
MacdonaUl, supra). When the objection is rcdsed, the defendant 
need not state who the first inventor was (Russell v. Ledsam 
(1848) 11 M. & W. 647 ; but see Morgan v. Windover (1890) 7 
E. P. C. at p. 449). 

(b) Objection that Invention was not New. — If one of the 

grounds of objection to the patent is want of novelty, the 
time and place of the alleged previous publication or user 
must be specified (s. 29 (8) of the Act of 1888). An invention 
may be lacking in novelty by reason of (1) prior publication (see 
p. 8, supra) ; (2) prior user (see p. 14, supra) ; or (8) the state 
of common knowledge at the date of the patent. 

(1) Prior Publication. — The particular specifications, books, 
or documents relied upon must be specified ; the defendant 
should state what the alleged anticipation is, and where it is to 
be found (HoUiday v. Heppenstail (1889) 6 E. P. C. at p. 827). 

In the case of a book, the defendant must not refer generally 
to the book, but must specify what part he relies upon (Harris v. 
Rothwell (1886) 8 E. P. C. at p. 246 ; cf. HoUiday v. HeppenstaU, 
supra). 

In the case of specifications, if these are simple, or the whole 
of the specifications are bond fide relied upon, the defendant need 
not specify what parts he relies upon (Siemens v. Karo (1891) 8 
E. P. C. 876 ; Edison-BeU v. Columbia Co. (1900) 18 E. P. C. 4 ; 
Sidebottom v. Fielden (1891) 8 E. P. C. at pp. 270, 272 ; HoUiday 
V. HeppenstaU, supra ; Nettlefolds v. Reynolds (1891) 8 E. P. C. 
410, 417). But if the specifications are very numerous (see 
Sidebottom v. Fielden, supra, at p. 272 ; cf. Nettlefolds y. Reynolds, 
supra), or are intricate (Heathfield v. Oreenway (1894) 11 E. P. C. 
at p. 19; and see Foivler v. Gaul (1886) 8 E. P. C. at p. 250; 
Harris v. RothiveU (1886) 8 E. P. C. 248), or the whole are not 
bond fide relied upon (Heathfield v. Oreemvay, supra; Nettlefolds 
V. Reynolds (1891) 8 E. P. C. at pp. 417, 418 ; Harris v. Rothwell, 
supra), the defendant may be ordered to state, by reference to 
pages and lines, the parts of the specifications he relies upon. 

N 2 
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Where the plaintifif^s specification is a complicated one, and 
contains several claims, the defendant should state by reference 
to the claims which part of the plaintiff's invention is anticipated 
by the respective specifications referred to in the particulars as 
anticipations (Boyd v. Farrar (1888) 5 E. P. C. 83 ; Harris v. 
Rothivell (1886) 3 R. P. C. 248 ; and see Fowkr v. Gaul (1886) 3 
R. P. C. 247). 

(2) Prior Usbr. — The particulars must state the time and 
place of the alleged prior user (s. 29 (3) ; Smith v. Lang (1890) 
7 B. P. G. 148), and the names and addresses of the users 
{Birch V. Mather (1883) 22 C. D. 629; Alliance Syndicate v. 
Mac Ivor's Patents (1891) 8 R. P. C. 321). If the names and 
addresses of the alleged users are not given, the plaintiff may 
apply for better particulars; or he may interrogate the 
defendant as to names and addresses, and the defendant will be 
bound to answer the interrogatory {Alliance Syndicate v. Ma^c Ivor's 
PatentSy supra: General Electric Co. v. Safety Co. (1903) 21 
R. P. G. 109). If the defendant, before obtaining discovery, 
does not know, but believes the plaintiff's books show the 
time and place of the prior user, he may say that the time at 
which and the place in which the prior user took place are to be 
found in the plaintiff's books (see Woolfe v. Automatic Picture 
Gallery (1902) 19 R. P. G. at pp. 162, 163) ; but he should amend 
when he has obtained discovery. 

A statement that the invention was published by manufac- 
ture by W. " from 1832 to 1862 " is not a suflBcient statement 
as to the time of the user {Smith v. Lang (1890) 7 R. P. C. 
149). 

The particular article relied upon as an anticipation should be 
so described as to enable the defendant to identify it (see Scott v. 
Hull Steam Co, (1896) 13 R. P. G. 206). It is not enough to 
say that an article made according to the supposed invention was 
used ^' at the works of H." in a certain year ; for that might 
mean any article used at H.'s works in that year {Boyd v. Fairar 
(1888) 6 R. P. G. at p. 35). 

But the defendant need not state what part of the invention 
the article relied upon anticipates; once the article is pointed 
out the patentee must understand his own specification well 
enough to be able to judge how far it is or is not an anticipation 
{Boyd V. Farrar f sujyra). 

(3) State op Gommon Knowledge. — If the defendant intends 
to rely upon general public knowledge as distinguished from 
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anticipation, he should raise that objection distinctly (Phillips v. 
Ivel Cycle Co. (1890) 7 E. P. C. 77). 

When this ground is relied upon, it is neither necessary nor 
proper to give particulars of the documents or publications by 
which the general knowledge is intended to be proved. All the 
defendant need do is to say that the state of knowledge was such 
that there is no novelty in the patent ; having said that he need 
not go on, in support of that, to give the evidence he intends to 
adduce to prove it (per Lindley, L.J., in Holliday v. Heppenstall 
(1889) 6 E. P. C. at p. 826 ; and see English Machinery Co. v. 
Union Boot Co. (1894) 11 E. P. C. at p. 374 ; Siemens v. Karo 
(1891) 8 E. P. C. at p. 877). But of course, if the defendant 
relies on publications as anticipations, he must state what those 
publications are ; and he must indicate that he relies upon them 
as anticipations, and not as showing the state of general public 
knowledge (see per Cotton, L J., in Holliday v. Heppenstall, supra ; 
per Wills, J., in Solvo Laundry v. Mackie (1893) 10 E. P. C. at 
p. 70; see p. 179, supra). 

Where, however, the defendant intends to refer to a single 
specification as evidence of common knowledge, it should be 
mentioned in the particulars (see per Lindley, L.J., in English 
Machinery Co. v. Union Boot Co. (1894) 11 E. P. C. at p. 874). 

In Solvo Laundry v. Mackie ((1898) 10 E. P. C. at p. 70), Wills, J., 
said that specifications do not show common knowledge, and he 
rejected them as evidence thereof. But in Sutclife v. Abbott 
( (1903) 20 E. P. C. at p. 65), Buckley, J., permitted specifications 
to be referred to as evidence of common knowledge (and see 
CastneV'KeUner Co. v. Commercial Corpn. (1899) 16 E. P. C. at 
p. 276 ; English Machinery Co. v. Union Boot Co., supra ; Holliday 
V. Heppenstall, sui^a). 

(c) Objection that the Thing Patented InTolved no Invention 
or Ingenuity. — No further particulars are necessary (see Morris 
V. Young (1895) 12 E. P. C. at p. 460) ; and it may be that the 
objection of want of novelty is sufficient to cover the objection 
of want of invention (see Electrolytic Co. v. Holland (1901) 18 
E. P. C. 521). 

(d) Objection that Invention is not Useful. — Further parti- 
culars are unnecessary (see Morris v. Young, supra). 

(e) Objection of Disconformity. — Particulars must be given 
as to how and in what respect the invention described in the 
complete specification differs from the invention described in 
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the provisional specification {Anglo-American Brush Co. v. 
Crompton (1886) 4 R. P. C. at p. 28; Heatkfield v. Greemvay 
(1894) 11 E. P. C. 17). 

(/) Objection that Specification is InsuflScient. — How the 

specification is insufficient must be detailed. For instance, it is 
not enough to say: "The specification does not sufficiently 
describe and ascertain the nature of the invention and the 
manner in which the same is to be formed " ; the plaintiflf is 
entitled to know in what respect the specification fails to suffi- 
ciently describe the nature of the invention or the mode of 
performing it {Heathjield v. Greenway (1894) 11 R. P. C. at 
p. 20; Crompton v. Anglo-American Brush Corpn. (1887) 4 
E. P. C. 197). Nor is it sufficient to say merely: "The specifi- 
cation is ambiguous and framed in a manner calculated to 
mislead"; the defendant must show in what respect it is 
ambiguous or misleading {Heathjield v. Greenway , supra). 

In Crompton v. Anglo-American Brush Corpn. {supra) the 
defendant stated that the specification was insufficient, " inasmuch 
as it does not contain a sufficient direction to enable a workman 
skilled in the manufacture of electrical machinery to make '* 
the invention ; Held, that the defendant must, if possible, give 
further particulars. 

Although the defendant must particularly state how the 
specification is defective, he need not point how it is to be put 
right {Crompton v. Anglo-American Brush Corpn., supra, at 
p. 200). 

{g) Objection of Prior Grant. — The plea of prior grant has 
only recently been raised in patent cases. The issue raised by 
it is want of validity, but not of novelty. Hence, the particulars 
need not be as full as where the patent is attacked on the ground 
of prior publication (see Birmingham Tyre Co. v. Reliance Co. 
(1900) 17 E. P. C. 278). 

Application for Farther and Better Particulars of Objec- 
tions. — If the plaintiff is not satified with the particulars delivered 
by the defendant he may apply for further and better particulars; 
or he may acquire the further information he desires by means 
of interrogatories (see Alliance Syndicate v. Maclvor^s Patents 
(1891) 8 E. P. C. 321 ; General Electric Co. v. Safety Co. (1904) 
21 E. P. C. 109). 

The plaintiff should always obtain better particulars where 
the particulars delivered are vague ; for he cannot, at the trial, 
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resist the admission of evidence which is within the literal 
meaning of the particulars, on the ground that the statement is 
too general (Hull v. Bollard (1856) 1 H. & N. 134; Sugg v. 
Silber (1877) 2 Q. B. D. 493). But s. 29 (4) (see p. 178, supra) 
has probably made a difference in this respect. 

Amendment of Particulars. 

Particulars of breaches and of objections may be from time 
to time amended by leave of the Court or a Judge (s. 29 (5) of 
the Patents Act, 1883). Application for leave to amend may be 
made by summons at chambers or by motion ; if made pending 
an appeal it should be made by motion in the Court of Appeal. 

The application may be made at any time; leave has been 
granted to amend particulars of objections on the eve of the 
trial {OUo v. Sterne (1885) 2 E. P. C. 139 ; Parker v. Maignen's 
Co. (1888) 5 E. P. C. 207), and even at the trial itself {Blakey v. 
Latham (1889) 6 E. P. C. at p. 86; Allen v. Hoi-ton (1893) 10 
E. P. C. at p. 413; Westley v. Perkes (1893) 10 E. P. C. at 
p. 186 ; Badische v. La Societe Chimique (1897) 14 E. P. C. at 
p. 881). And leave to amend may be given by the Court of 
Appeal after the hearing and pending an appeal ; but the Court 
of Appeal will exercise its jurisdiction, with regard to particulars 
of objections, with considerable caution, and leave will not be 
granted unless some very special case is made out {Shoe Co. v. 
Cutlan (1895) 12 E. P. C. at p. 534). 

Leave to amend at the trial will not generally be granted unless 
it is shown that the new matter has only been recently discovered 
and could not, with reasonable diligence, have been discovered 
before (see per North, J., in Moss v. Malings (1886) 3 E. P. C. at 
p. 875 ; Shrewsbury v. Morgan (1896) 18 E. P. C. at p. 76) ; but 
where the matter has only recently been discovered, leave will 
usually be granted {Piirie v. York Street Co. (1894) 11 E. P. C. at 
p. 431 ; Parker v. Maignen's Co. (1888) 5 E. P. C. 207). 

Terms on Allowing Amendment. — As a general rule leave to 
amend is granted only on terms. 

The party applying for leave will usually be required to pay the 
costs of and consequent on the amendment {Otto v. Sterne (1885) 
2 E. P. C. 139 ; Parker v. Maignen's Co. (1888) 5 E. P. C. at 
p. 208 ; Ehrlich v. Ihlee (1887) 4 E. P. C. 115). But there is no 
settled rule as to this ; and the writer is aware of cases recently 
decided in chambers where the costs have been made costs in the 
action. 
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An amendment of particulars of objections will generally only 
be allowed upon the terms that the plaintiff shall be at liberty 
within a certain period to elect to discontinue the action, and that 
if he so elects all costs incurred after delivery of the original 
particulars shall be paid by the defendant (Edison v. IndiKi-Rubher 
Co. (1881) 17 C. D. 137, following the order made in Baird v. 
Movie's Co. (1876) 17 C. D. 139, n. ; Ehrlich v. Ihlee (1887) 4 
R. P. C. 115 ; Solvo Laundry v. Mackie (1893) 10 R. P. C. 68; 
and see Badische v. La Societe Chimique (1897) 14 R. P. C. at 
p. 881). But the Judge has an absolute discretion in the matter 
which cannot be fettered by any rule of practice ; and leave to 
amend may be given unconditionally (WooUey v. Broad (1892) 9 
R. P. C. 429 ; Pascall v. Toope (1890) 7 R. P. C. 125 ; and see 
Wilson V. Wilson (1899) 16 R. P. C. 315 ; AUen v. Horton (1898) 
10 R. P. C. at pp. 418, 416). 

Interloctitory Injunction, 

The plaintiff commonly applies to the Court for an injunction 
to restrain the defendant committing f mother acts of infringement 
until the trial or further order. 

Application for an interlocutory injunction is made, in the 
Chancery Division, by motion in Court. An appeal against the 
refusal to grant an interlocutory injunction lies direct to the 
Court of Appeal (McHarg v. Universal Stock Exchange [1895] 2 
Q. B. 81). 

An ex parte injunction will only be granted in special circum- 
stances and on special terms (see Moser v. Jones (1898) 10 R. P. C. 
868), and the application must be made at the earliest possible 
period {Greer v. Bristol Tanning Co. (1885) 2 R. P. C. 268). It is 
incumbent on the party making an application for an injunction, 
ex pdiie, to swear as to his belief that he, or the patentee, is the 
original inventor (see per Lord Eldon, L.C., in HiU v. Thompson 
(1817) 1 W. P. C. at p. 231), and that the patent is valid 
(Gardner v. Broadbent (1856) 4 W. R. 767) ; and he must exercise 
perfect good faith, and put the Court in possession of all materiel 
facts (see notes to Order 50, rule 6, in the Annual Practice). 

Leave to serve notice of motion for an injunction with 
the writ is granted almost as a matter of course; but where 
leave to serve short notice is required special reasons must be 
stated. 

When Interlooatory Injunotion vill be Granted. — ^When 
a piimd facie case of infringement is made out, and there is a 



Digitized by 



Google 



INTERLOCUTORY INJUNCTIONS. 185 

presumption in favour of the validity of the patent, an interim 
injunction will be granted ; but however clear the infringement 
may appear, an injunction will not be granted unless the plaintiff's 
patent must be assumed to be valid {Jackson v. Needle (1884) 1 
E. P. C. at pp. 176, 177), or the defendant is estopped from 
denying its validity (see p. 187, infra) or does not in fact do so. 

A presumption in favour of the validity of the patent arises 
(1) where the validity of the patent has been supported in previous 
litigation, or (2) where the patentee has been in long and undis- 
turbed enjoyment of it (see^^e^ Jessel, M.R., in Dudgeon v. Thomson 
(1874) 30 L. T. (N. S.) at p. 244). 

(1) Where Validity of Patent has already been 
Supported. — If the plaintiff's patent has been upheld in 
previous litigation, the plaintiff is entitled to an interlocutory 
injunction once a priind facie case of infringement is made out 
(see per Lord Eomilly, M.B., in Bovill v. Goodier (1866) 35 L. J. 
(N. S.) Ch. at p. 435 ; Edison-BeU v. Bernstein (1897) 14 R. P. C. 
at p. 158; Brooks v. Lycett's Saddle Co. (1908) 20 E. P. C, at 
p. 577 ; cf Welsbach Co. v. General Co. (1901) 18 E. P. C. 533). 
And the fact that an appeal against the decision in favour of the 
validity of the patent is pending {Moserv. Sewell (1893) 10 E. P. C. 
365 ; but in this case the bona fides of the defendant in the second 
action was questionable), or that a fresh fact is brought forward 
by the defendant tending to impeach the novelty of the invention 
{Heine SoUy v. Norden (1904), not yet reported ; Newall v. Wilson 
(1852) 2 De G. M. & G, 282 ; Pneumatic Tyre Co. v. Marivood (1896) 
13 E. P. C. 347), or that in the former action the services of an 
eminent expert could not be obtained {Pneumatic Tyre Co. v. 
Marwoody supra), makes no difference. 

Where the defendant in the second action was really the 
defendant, or indemnified the defendant, in the former action, 
the reason for granting an injunction is all the stronger 
{Farbenfabriken v. Daivson (1891) 8 E. P. C. 397 ; Moser v. 
SeweU (1893) 10 E. P. C. at pp. 367, 868). 

A certificate that the validity of the patent came in question is 
not of the same force and effect where judgment is given for the 
plaintiff in default of appearance (see per Chitty, J., in Edison- 
Bell V. Bernstein (1897) 14 E. P. C. at p. 158 ; cf. Welsbach Co. 
V. Vtdcan Co. (1901) 18 E. P. C. 279) ; but where two actions 
have been brought and in each the defendant has not appeared, 
the presumption is in favour of the validity of the patent {Edison- 
Bell V. Bernstein, supra). 
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The fact that the patent has been upheld by the Scotch Courts 
is sufficient prima facie evidence of the validity of the patent 
{Dudgeon v. Thomson (1874) 80 L. T. (N. S.) 244 ; United Tele- 
phone Co. v. St. George (1886) 3 R. P. C. at p. 87) ; and the 
award of an arbitrator in favour of the plaintiff's patent has been 
held sufficient proof (Lister v. Eastwood (1855) 26 L. T. 4). 

(2) Whbrb Patentee has been in Long and Uninterrupted 
Enjoyment of the Patent. — In the case of a new patent, 
the validity of which has not been established in prior litiga- 
tion, an injunction will not be granted {Spencer v. Holt (1903) 
20 E. P. C. at p. 144; Wapshire Tube Co. v. Hyde Co. (1901) 
18 E. P. C. at p. 879), unless the validity is not in dispute, or the 
defendant is estopped from denying the validity, or the Court 
is not satisfied that the defendant honestly intends to try 
the question of vahdity {Holoplume v. Berend (1897) 15 E. P. C. 
at p. 19). But where there has been long enjoyment under a 
patent (the enjoyment, of course, including use), the public have 
had ample opportunity of contesting its validity ; and the fact of 
their not having done so affords, at least prima facie ^ evidence 
that the title of the patentee is good {CaUlioell v. Vaniiissengen 
(1851) 9 Hare at p. 424 ; HiU v. Thompson (1817) 1 W. P. C. at 
p. 281 ; Stevens v. Keating (1847) 2 W, P. C. at pp. 177, 178 ; 
Muntz V. Foster (1848) 2 W. P. C. at p. 95 ; Holophane v. Berend 
(1897) 16 E. P. C. at p. 19). In this case an interlocutory 
injunction will be granted, on a prima facie case of infringement 
being made out, unless the invention has only been put into 
practice at a recent date {Plimpton v. Malcolmson (1876) 20 
Eq. 87 ; Caldwell v. Vanvlissengen, supra), or the patentee's 
enjoyment has been disturbed or non-exclusive and he has done 
nothing to vindicate his rights {Rothicell v. King (1886) 8 E. P. C. 
at p. 880). 

Where the patent is for an improvement upon the subject of a 
prior patent, the undisturbed possession does not commence until 
after the expiration of the prior patent {Heugh v. MagiU, W. N. 
(1877) 62). 

Six years* undisturbed and active enjoyment is considered 
sufficient to justify the Court in assuming the validity of the 
patent {Rothwell v. King (1886) 3 E. P. C. 879 ; Bickford v. Sketves 
(1887) 1 W. P. C. at p. 218) ; and, under special circumstances, 
three years {Wheatstone v. Wilde (1861) Griff. P. C. 247), or even 
eighteen months' {Coles v. Baylis (1886) 8 E. P. C. 178) posses- 
sion may be enough. But, in the absence of special circumstances. 
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e.g.y where the defendant by his conduct practically admits that 
the invention is new {Coles v. Baylis (1886) 3 E. P. C. at p. 182), 
possession of a patent for only three years is probably not sufficient 
(Lister v. Norton (1884) 1 R. P. C. at p. 115 ; and see British 
Tanning Co. v. Groth (1890) 7 R. P. C. 1). In Jackson v. Needle 
( (1884) 1 B. P. C. 174) the Court of Appeal dissolved an injunction 
granted in respect of a patent only eight months old. In 
Holopliane v. Berend ((1897) 15 R. P. C. 18), Kekewich, J., refused 
to grant an injunction, although the patent was five years old. 

The question of validity will not be considered on the motion 
(see Holophane v. Berend, supra; ShiUito v. Lanniith (1885) 
2 R. P. C. 1), unless the patent on the face of it is so irretrievably 
and hopelessly bad that it is absolutely impossible that it could be 
supported {Briggs v. Lardeur (1884) 1 R. P. C. at p. 128 ; ShiUito 
V. Larmuth, supra, at p. 2). 

Where the patent is of recent date, and the Court, by reason 
thereof, refuses to grant an injunction, the defendant is usually 
required to give an undertaking to keep an account until the 
hearing (Jackson v. Needle (1884) 1 R. P. C. 174 ; Holophane v. 
Berend (1897) 15 R. P. C. 18 ; Actien Gesellschaft v. Temler (1899) 
16 R. P. C. 447; Pneumatic Tyre Co. v. Friswell (1895) 18 
R. P. C. 15). 

Even though the patent be a new one, an injunction will be 
granted if the defendant does not appear, upon the plaintiff 
producing an affidavit that he believes the patent to be valid and 
knows of nothing that anticipates it (Clarke v. Nichols (1895) 12 
R. P. C. 810). 

In British Tanning Co.y. Groth ( (1889) 7 R. P. C. 1), where the 
patent was of recent date, no injunction was granted, although 
the defendant refused to give an undertaking to keep an account ; 
but in this case the evidence as to infringement was not strong, 
and it appeared that the patentees of the plaintiffs process had 
entered into an agreement with the defendant which went towards 
negativing the right to an injunction. 

(8) Whbrb thb Defendant does not Dispute or is Estopped 
FBOM Disputing the Validity of the Patent. — In either of 
these cases an injunction will be granted if a prima facie case of 
infringement is made out ; the age of the patent is immaterial. 

The defendant's conduct may have been such as to estop him, 
on motion for an interlocutory injunction, from disputing the 
validity of the plaintiffs patent (see per Jessel, M. R., in Dudgeon 
V. Thomson (1877) 30 L. T. (N. S.) 244; Clarke v. Fergusen 
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(1859) 1 Giflf. 184 ; NeiUon v. FothergiU (1841) 1 W. P. C. 287) ; 
or the defendant may by his conduct practically admit that the 
invention is new (Coles v Baylis (1886) 3 E. P. C. at p. 182). 

A licensee, daring the term of the licence, is estopped from 
disputing the validity of the patent (see p. 99, mpra) ; and the 
assignor of a patent is also estopped from raising the question of 
validity as against the assignee (see p. 91, supra). 

Where the patent has been worked by the plaintiff and defen- 
dant as partners, under circumstances aflFording a presumption 
that the defendant did not, during the existence of the partner- 
ship, dispute the validity of the patent, the Court will, upon an 
interlocutory application for an injunction, assume that the 
patent is valid (see per Knight Bruce, V.-C, in Muntz v. Oi-enfeU 
(1842) 2 Coop. 61, n. ; cf. Axmann v. Lund (1874) 18 Eq. 880). 

ISIien Interlocutory Injunotion will be Refused. — An injunc- 
tion will not be granted — (1) where a piimd facie case of infringe- 
ment is not made out ; or (2) where the patent sued upon is of 
recent date and its validity has not been supported in previous 
litigation (see p. 185, supra), unless the validity of the patent is not 
in issue ; or (3) where the plaintiflf is guilty of laches ; or (4) if 
the plaintiff has acquiesced in the acts complained of; or (5) if the 
balance of convenience is against granting an injunction; or (6) if 
there is no probability of the infringement being continued. 

The Case of Infringement. — If b. p^imd facie case of infringe- 
ment is not made out an application for an injunction will be 
refused (see Lister v. Norton (1884) 1 E. P. C. at p. 116 ; Morgan 
V. Seaward (1835) 1 W. P. C. at p. 168 ; Muntz v. Vivian (1840) 2 
W. P. C. at p. 88 ; Bntish Tanning Co. v. Groth (1890) 7 R. P. C. 1). 
But an injunction is obtainable without proving actual infringe- 
ment where there is a deliberate intention to infringe and the 
plaintiff shows that what is threatened to be done would, if carried 
out, amount to infringement (see per Jessel, M.E., in Frearson v. 
Loe (1878) 9 C. D. at p. 65 ; Bowling v. Billington (1890) 7 E. P. C. 
at p. 201 ; Shoe Co. v. Cntlan (1895) 12 R. P. C. at p. 857). 

Laches.— The plaintiflf must make his application for an inter- 
locutory injunction at an early period ; laches is a bar to inter- 
locutory relief (Biidson v. Benecke (1849) 12 Beav. 1 ; BotiU v. 
Crate (1865) 1 Eq. 888 ; Noith British Co. v. Gormxdly (1894) 
12 E. P. C. at p. 21 ; Leonhardt v. Kalle (1894) 11 E. P. C. 584). 
A delay, after knowledge of the infringement {Crossley v. Derby 
Gas Co. (1829) 1 W. P. C. at p. 120; Osmond v. Hirst (1885) 2 
E. P. C. at p. 267), of ten months {Leonhardt v. KaUe (1894) 11 
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R. P. C. 584), nine months (Actien GeseUachaft v. Tender (1899) 
16 E. P, C. at 447), six months {Edison-Bell v. Hough (1894) 11 
R, P. C. 694), or even three months {Dunhp Co. v. Stone (1897) 
14 R. P. G. at p. 264), may disentitle the plaintiff to an interlocu- 
tory injunction. 

Where, however, the delay is satisfactorily explained, it is no 
bar to the relief claimed (United Telephone Co. v. Equitable Tele- 
phone A88ocn. (1888) 5 R. P. C. 288). The plaintiff may wait 
until a limited company has come into a state in which it is 
worth his while to institute proceedings against it (United Tele- 
phone Co. V. Eqtcitable Telephone Asaocn., supra, at p. 287). And 
some time may be spent in making inquiries (Losh v. Hague 
(1887) 1 W. P. C. at p. 201), or obtaining the necessary evidence 
(United Telephone Co. v. Equitable Telephone Assocn., supra), as 
to the alleged infringement. 

The fact that the plaintiff has been guilty of laches against 
some person who is not a defendant is not a ground for refusing 
to grant an interlocutory injunction (Pneumati<: Tyre Co. v. 
WaiTilow, (1896) 18 R. P. C. at pp. 287, 288). 

AcQUiBSGBNOB. — Acquicsceuce in the defendant's acts is also a 
bar to interlocutory relief. For instance, where the plaintiff was 
aware that the defendants were at considerable expense in erect- 
ing machinery for the purpose of using the invention, and he 
never interfered to stop them, but permitted them to go on under 
the expectation that they would pay him a royalty, an interlocu- 
tory injunction was refused (Neilson v. Thompson (1841) 1 
W. P. G. at pp. 285, 286). But a patentee does not acquiesce in 
the infringement of his patent by omitting to take proceedings 
to revoke a subsequent patent extending to his invention, unless 
the subsequent patent is put in practice (NewaU v. Wilson (1852) 
2 De G. M. & G. 282 ; and see|?er Bacon, V.-G., in Osmond v. Hirst 
(1885) 2 R. P. G. at p. 267). And there is no acquiescence in 
asking the defendant to use the plaintiffs machine in preference 
to the infringing machine ; for it is not the duty of a patentee 
to warn persons that what they are doing is an infringement 
(Proctor V. Bennis (1887) 86 G. D. 740). 

Balance of Gonvbniengb. — In determining whether to grant 
or refuse an interlocutory injunction, the convenience or incon- 
venience to the parties will be considered (see Thomson v. Hughes 
(1890) 7 R. P. G. 71 ; Bracher v. Bracher (1890) 7 R. P. G. 420; 
Moser v. Sewell (1898) 10 R. P. G. at p. 867). 

An injunction will not be granted if it would cause serious 
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injury to the defendant, and no direct benefit to the plaintiff 
(Neilson v. Thompson (1841) 1 W. P. C. at p. 286 ; Morgan v. 
Seaward (1835) 1 W. P. C. at p. 168 ; Thomson v. Hughes (1890) 
7 R. P. C. at p. 76 ; Moser v. SetveU (1898) 10 R. P. C. at p. 867 ; 
cf, Muntz V. FosUr (1848) 2 W. P. C. 93). But the Court will 
require the defendant to give an undertaking to keep an account 
(Thomson v. Hughes, supra; Neilson v. Thompson (1841), supra; 
Jones V. Pearce (1831) 1 W. P. C. 121). It is no answer, how- 
ever, to a motion for an interlocutory injunction that the defendant 
has volunteered to keep an account (Read v. Andrew (1886) 2 
R. P. C. at p. 122). 

'* If the trade of a defendant be an old and an established trade, 
the hardship upon him would be too great if an injunction were 
granted. But when the trade of the defendant is a new trade, 
and he is the seller of goods to a vast number of people," it is 
*^ less inconvenient, and less likely to produce irreparable damage, 
to stop him from selling, than it would be to allow him to sell and 
merely keep an account, thus forcing the plaintiff to commence a 
multitude of actions against the purchasers " (per Brett, L.J., in 
Plimpton V. SpUler (1876) 4 C. D. at p. 292). 

Where the defendants are a new company, and the patent has 
been supported in previous litigation, or has been actively 
enjoyed for a considerable period, the Court will grant an 
injunction (Bracher v. Bracher (1890) 7 R. P. C. at p. 422, 428 ; 
Brooks V. LyceU's Saddle Co. (1903) 20 R. P. C. at p. 677). 

In some cases an injunction will be refused upon the defendant 
paying a sum of money into Court as security (Edison-Bell v. 
Hough (1894) 11 R. P. C. 694; North British Co. v. Qoi-muUy 
(1895) 12 R. P. C. 17) ; and an injunction may be granted only 
on the plaintiff's undertaking to supply the defendant with articles 
in the place of any the injunction prevents him from using 
(United Telephone Co. v. Tasker (1888) 6 R. P. C. 628). 

No Injunction where no Probability of Infringement 
BEING Continued. — Whenever a person has committed an act of 
infringement, prima facie that is ground for granting an injunc- 
tion, because when a man has done a wrongful act the probability 
(unless there is anything which prevents that probability from 
arising) is that he will continue it (per Cotton, L.J., in Proctor 
V. Bailey (1889) 6 R. P. C. at p. 642). But the Court will not 
grant an injunction where there is no probability of the act being 
continued (Proctor v. Bailey, supra). In this case the infringe- 
ment had been discontinued for five years, and there had been 
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no threat of any repetition of the infringement, and there was 
no evidence of any intention to repeat it. 

UndertaJdng as to Damages. — The plaintiff is usually required 
to give an undertaking to abide by such order as the Court may 
make as to damages should it turn out that an injunction should 
not have been granted; and this undertaking is required on 
granting injunctions on notice (Heine Solly dk Co. v. Norden 
(1904), not yet reported ; Fenner v. WUson (1898) 10 E. P. C. 
at p. 287) as well as on ex parte applications (Moaer v. Jones 
(1893) 10 E. P. C. at p. 869). 

EYidenoe on the Motion. — ^A primd facie case, at all events, of 
actual infringement must be made out (Briggs v. Lardeur (1884) 
1 E. P. C. at p. 128 ; Lister v. Norton (1884) 1 E. P. C. at 
p. 116) ; or the plaintiff must show a deliberate intention to 
infringe, and that what is threatened would amount to infringe- 
ment {Frearson v. Loe (1878) 9 C. D. at p. 66 ; Bowling v. 
Billington (1890) 7 E. P. C. at p. 201 ; Shoe Co. v. Cudan (1896) 
12 E. P. C. at p. 367). 

If an infringing article has been purchased from the defendant, 
it should, where possible, be made an exhibit to the plaintiff's 
affidavit. 

If the patent has been upheld in a previous 8uit,4hat fact 
should be set out, and a copy of the order made should be 
exhibited. If the patent has not been previously supported, 
the plaintiff should state, whether the application be made 
ex parte (Hill v. Thompson (1817) 1 W. P. Cat p. 231) or on 
notice (Stwtz v. De La Rue (1828) 6 Euss. at p. 329), that he, 
or the patentee, is the true and first inventor, and that he 
believes the patent to be valid (Gardner v. Broadbent (1856) 
4 W. E. 767 ; Sturtz v. De La Rue, supra ; Clarke v. Nichols 
(1896) 12 E. P. C. 310). 

^Where the plaintiff is not the patentee, how his title is derived 
should be clearly shown. 

The plaintiff should distinctly swear that the article com- 
plained of was made neither by him nor his agents (Betts v. 
Wilmot, 6 Ch. at p. 243 ; and see Dimlop Co. v. Hubbard Patents 
(1902) 19 E. P. C. at pp. 648, 649). 

Where an affidavit is made upon "information and belief," 
the deponent should state what are the sources of his informa- 
tion and belief (Saccharin Corpn. v. Chemical Co. (1898) 15 
E. P. C. 63 ; Read v. Andrew (1886) 2 E. P. C. at p. 122 ; cf. 
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Badische v. Thompson (1902) 19 K. P. C. 502). "I believe," 
without any grounds, is only "I suspect" {per Kay, J., in Gemx 
Milling Co. v. Robinson (1884) 1 R. P. C. at p. 219). 

Costs. — The costs are usually made costs in the action (see 
per Chitty, J., in Lister v. Norton (1884) 1 E. P. C. at p. 116; 
Brooks V. LycetVs Saddle Co., 20 R. P. C. at p. 577). In some 
cases, e.g., where the defendant is a small and innocent retailer, 
an injunction will be granted, but no order made as to costs 
{American Tobacco Co. v. Guest (1892) 9 R. P. C. 218 ; and 
see p. 218, infra). If there is an independent case against the 
motion, e.g., delay on the plaintiff's part, it is better to order 
the motion to stand till the trial (see per Chitty, J., in Lister v. 
Nonon (1884) 1 R. P. C. at p. 116). 

Order for Inspection* 

In an action for infringement, the Court or a Judge may on 
the application of either party make such order for inspection, 
and impose such terms and give such directions respecting the 
same and the proceedings thereon as the Court or a Judge may 
see fit (s. 80 of the Patents Act, 1888) ; and the Court may order 
samples to be taken (Oerm Milling Co. v. Robinson (1885) 8 
R. P. C. 11; RusseUv. Cowley (1888) 1 W. P. C. at p. 459), 
observations to be-made, or experiments to be tried (R. S. C. Ord. 
50, r. 8). 

The application for an order for inspection may be made by 
motion or by summons in chambers ; in a special case the order 
may be granted on an ex parte application (Hennessy v. Bohmann, 
W. N. (1877) 14). The application may be made at any time ; 
even before the statement of claim is delivered {Drake v. Muntzs 
Co. (1886) 8 R. P. C. 48). And the Court may of its own accord, 
at the trial, order inspection and experiments to be made by an 
expert (see North Bntish Co. v. Macintosh (1894) 11 R. P. C. 
at p. 487). Application may be made either by the plaintiffs 
{Drake v. Muntz's Co., supra) or the defendants {Oerm Milling 
Co. V. Robinson (1885) 8 R. P. C. 11); and the Court may 
require inspection to be given by both parties {Oerm Milling Co. 
V. Robinson, supra ; and see Rylands v. Ashley's Patent Co. (1890) 
7 R. P. C. 175). 

The application must be supported by affidavit setting forth a 
prima facie case of infringement {Cheetham v. Oldham (1888) 5 
R. P. C. 617), the grounds upon which an order is necessary 
{Piggott V. Anglo-American Co. (1868) 19 L. T. (N. S.) 46), and 
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the nature of the invention (see Meadoivs v. Kirkman (1860) 
29 L. J. (N, S.) Ex. 205). 

No order will be made unless the party seeking it satisfies the 
Court that there is really a case to be tried, and that inspection 
is material {Piggott v. Anglo-American Co., supra) ; and the 
Court is always reluctant to grant inspection where it may be 
injurious to one side, and where the right depends on a question 
which has yet to be determined {McDougall v. Partington (1890) 
7 K. P. C. at p. 473). 

Inspection will not be ordered where the articles are not the 
property or under the control of the other party (see Gairard v. 
Edge (1889) 6 R. P. C. 872; Sidebottom v. Fielden (1891) 8 
E. P. C. 266 ; but see Rylands v. Ashley's Patent Co. (1890) 7 
B. P. C. 175). And no order can be made as against the licensee 
of either party (Oerm Milling Co. v. Robinson (1886) 8 R. P. C. 
at p. 14), or for inspection of articles in a foreign manufactory 
{Neilson v. Betts, L. R. 5 H. L. at pp. 11, 12). 

The fact that it is alleged that inspection would expose a trade 
secret is no ground for refusing an order (Bovill v. Moore (1815) 
2 Coop. 56, n. ; and see Ashworth v. Roberts, 7 R. P. C. at 
p. 455). But the Court will sometimes appoint an independent 
expert to make the inspection and order that he shall not dis- 
close anything arrived at by him without leave of the Court 
(Plating Co. v. Farqvharson (1879) Griff. P. C. 187; and see 
Flower v. Lloyd, W. N. (1876) at pp. 169, 230), and that the 
evidence be taken in camei'a (Badische v. Levinstein (1885) 2 
R. P. C. at p. 81). 

In Swain v. Edlin-Sinclmr ((1908) 20 R. P. C. 435), the 
Court made an order for inspection by two experts and refused 
to allow inspection by the patentees. 

Sometimes the Court will order that one party shall allow the 
other to see their process or machine at work {Rylands v. Ashley's 
Patent Co. (1890) 7 R. P. C. at p. 181 ; RusseU v. Caidey (1888) 
1 W. P. C. at p. 458). But such an order will only be made in 
a special case (see Sidebottom v. Fielden (1891) 8 R. P. C. at 
p. 269). 

The order will be limited to such of the defendant's processes 
as to which a piimd facie case of infringement is made out 
iCheetham v. Oldham (1888) 5 R. P. C. 617). 

Where the defendant has a large stock of alleged infringing 
machines, inspection of aU his machines will not be ordered ; but 
he may be directed to verify on affidavit the several kinds of 
machines that he has sold and to produce one machine of each 

L.P. 
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class for inspection {Singer Co. v. Wilson (1866) 18 W. R. 560 ; 
but see Drake v. Muntz's Co. (1886) 3 R. P. C. at p. 44, where 
Bacon, Y.-C, said he had no power to order a defendant to make 
an affidavit). 

Laches sufficient to defeat the plaintiff's right to an inter- 
locutory injunction is no bar to an order on the same motion 
for inspection {Patent Type Co. v. Walter (1860) Johnson, 727). 

Discovery. 

Interrogatories. — The Court has jurisdiction to order interro- 
gatories to be answered notwithstanding the provisions of the 
Patents Act, 1888, as to the delivery of particulars ; and if the 
interrogatories are properly worded, they may refer to the very 
matters which ought to have been covered by the particulars 
{Birch V. Mather (1882) 22 C. D. 629; Alliance Syndicate v. 
Maclvor's Patents (1891) 8 R. P. C. 821 ; General Electric Co. 
V. Safety Co. (1904) 21 R. P. C. at p. 109). As to the rules and 
practice governing interrogatories generally, the reader is referred 
to the Rules of the Supreme Court, Ord. 81, and the notes thereon 
contained in the Annual Practice. 

The defendant may ask any question fairly tending to show 
that the patent is bad {Hoffmann v. Postill (1869) 4 Ch. 678). 

Where the defendants alleged that the plaintiffs' invention 
had been anticipated by the manufacture and sale "by white 
lead manufacturers generally in London and the vicinity thereof 
continuously from the year 1886 up to the date of " the patent 
of white lead made according to the alleged invention, the 
defendants were ordered to answer an interrogatory as to the 
names of the white lead manufacturers, and the places and 
dates of manufacture {Alliance Syndicate v. Maclvor's Patents 
(1891) 8 R. P. C. 821). 

If infringement is admitted, and the only issue is as to the 
validity of the patent, interrogatories as to the names of the 
defendant's customers need not be answered before the trial 
{Lister v. Norton (1886) 2 R. P. C. 68). 

Interrogatories are not admissible if their relevancy depends 
upon the construction of the specification (Delta Co. v. 
Maxim Co. (1891) 8 R. P. C. at p. 171 ; Moseley v. Vict<yria 
Rubber Co. (1886) B R. P. C. at p. 367). But the defendant 
may interrogate the plaintiff as to what claims he is alleged to 
have infi'inged (see p. 176, supra) ; and the plaintiff may take 
the defendant step by step through the specification and ask 
if he has ever used, and if so in what manner, any of the 
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processes, combinations, or component parts therein referred 
to (see Ashwortk v. Roberts (1890) 7 R. P. C. at pp. 452, 453 ; 
Benno Jaffe v. Richardson (1898) 10 R. P. C. 186). 

The plaintiff cannot ask the defendant what an alleged 
anticipation did {Delta Co. v. Maxim Co. (1891) 8 R. P. C. 169). 
But a defendant may ask in what respects a previous invention 
differs from the plaintiff's {Hoffman v. Postill (1869) 4 Ch. 673). 

When infringement is not denied by a defendant, it is no 
ground for refusing to answer an interrogatory that the answer 
would expose persons to whom he had sold the infringing article 
to actions for infringement {Tetley v. Boston (1856) 18 C. B. 643). 
And a mere plea that the process is a secret one is not sufficient 
to defeat discovery (per Kekewich, J., in Ashworth v. Roberts 
(1890) 7 R. P. C. at p. 455). 

Ord. 81, r. 20, is only enabling {Rawes v. Cliance (1890) 7 
R. P. C. 275), and a. defendant cannot refuse to answer in- 
terrogatories merely on the ground that the discovery sought 
depends on the determination of the question as to the validity 
of the patent {Benno Jaffe v. Richardson (1893) 10 R. P. C. 136). 

As to the proper persons to answer interrogatories and the 
sufficiency of answers in the case of a company, see Welsbach 
Co. V. New Sunlight Co. (1900) 17 R. P. C. 401). 

DisooTery of Doouments. — As to discovery generally, see 
Ord. 81, rr. 12 to 29, and the notes thereunder contained in the 
Annual Practice. 

One litigant is not entitled to see books or laboratory notes 
containing the processes of the other litigant unless he wants 
to see them — and until the time comes in the litigation when 
he wants to see them — for the purposes of justice. 

" What would be the opposite result ? Why, that any patentee 
who is not working himself, might, by bringing an action for 
infringement against a working competitor, see laboratory 
processes in the books undei* the plea that he wanted it to prove 
infringement " (per Bowen, L. J., in Rawes v. CJiance (1890) 7 
R. P. C. at p. 282). 

A defendant, who disputes the validity of the patent, is 
entitled to discovery of all documents relating to former pro- 
ceedings in which the validity was attacked, except such as 
" have come into existence merely to be communicated to the 
solicitor for the purpose of litigation, actual or intended, and 
either as materials for briefs or for his advice or consideration " 
{Haslam v. Hall (1888) 5 R. P. C. 1 ; and see Bown v. Sansom 

o 2 
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(1888) 5 E. P. C. 510; Thomson v. Hughes (1890) 7 E. P. C. 
187). 

A mere plea of secret process is not sufficient to defeat 
discovery; but the Court will not unnecessarily oblige a 
defendant to disclose his own secret process {Ashivorth v. Robetis 
(1890) 7 E. P. C. at p. 455), and will endeavour to protect him 
(see Badische v. Levinstein (1886) 2 E. P. C. at p. 81 ; Plating 
Co. V. Farquharson (1879) GriflF. P. C. 187). 

Communications between a litigant and a patent agent are 
not privileged; and where a solicitor is also a patent agent, 
communications are privileged only so far as they were made 
to him in his capacity of solicitor {Moseley v. Victoria Rubber Co; 
(1886) 8 E. P. C. at pp. 855, 856). 

Affidavits and notes of evidence in former proceedings may 
be required to be produced {Sown v. Sansom (1888) 5 E. P. C. 
510; Thomson y. Hughes (1890) 7 E. P. C. 187). 

Expediting the Tfial. 

Actions in the Chancery Division entered for trial may be 
taken out of their turn by order of the Court, on the plaintiflfs 
application, and without the defendant's consent, on a proper 
ground being stated, e.g,, on the ground that the object of 
the suit will be lost by delay, or to enable a certain witness to 
attend (see note to Ord. 86, r. 16, in the Annual Practice). The 
application is usually made by motion (see Farbenfdbriken v. 
Bowker (1891) 8 E. P. C. 186). 

Where an interlocutory injunction has been granted an 
application to advance the trial will rarely be granted; and 
where no injunction has been granted a special case must be 
made out (see per Stirling, J., in Farbenfabriken v. Bowker ^ supra^ 
at p. 187). 

The fact that owing to fluctuations and changes in taste the 
market for the patented article may expire in a few months 
is no ground for expediting the hearing {Farbenfabriken v. 
Bowker y supra; cf. Heine Solly v. Conico Co. (1904) 21 
E. P. C. 201). 

When leave is given to the plaintiff to apply to advance, the 
application to advance will be refused if delay is made in making 
the application {Heine Solly v. Conico Co., supra). 

Leave to Discontinue. 

If, after receipt of the defence, the plaintiff has proceeded in 
the action, he cannot discontinue without leave of the Court or a 



Digitized by 



Google 



THE TRIAL. 197 

Judge ; and in granting leave the Court may impose such terms 
as to costs, and as to any other actions, or otherwise, as may be 
just (R. S. C. Ord. 26, r. 1). The plaintiff is usually required to 
pay all the costs, including the costs of the defendant's par- 
ticulars, as if the same had been certified {Boake v. Stevenson 
(1895) 12 K P. C. 228 ; and see BetheU v. Qage (1897) 14 E. P. C. 
699). And the Court sometimes grants leave only upon the 
conditions that the plaintiff undertakes not to bring any other 
action against the defendant in respect of the same alleged 
infringement {Chamberlain v. Mayor of Huddersfield (1901) 18 
B. P. C. 454), and, if the defendant is a person acting in exercise 
of statutory or public duties (see Public Authorities Protection 
Act, 1898), that the plaintiff pays the costs as between solicitor 
and client {Chamberlain v. Mayor of Huddersfield^ supra). 

The Trial. 

The action must be tried without a jury, unless the Court 
otherwise directs (s. 28 (1) of the Patents Act, 1888) ; it is, now, 
almost invariably tried without a jury, and in the Chancery 
Division. The Court may, if it thinks fit, and must, on the 
request of either of the parties, call in the aid of an assessor 
specially qualified, and try and hear the case wholly or partly 
with his assistance (s. 28 (1), ibid.). 

The Court will not, under Ord. 86, r. 8, try the question of 
infringement separately from the question of validity of the 
patent where the issues of infringement and invalidity are set 
up (United Telephone Co. v. Mottishead (1886) 8 R. P. C. 218). 
But where the defendants denied infringement and alleged 
invalidity of the patent by reason of prior use by several persons, 
the Judge at the trial decided to dispose of the alleged evidence 
of one user before going into the others {Richardson v. Castrey 
(1887) 4 B. P. C. 265 ; and see Badham v. Bird (1888) 6 B. P. C. 
at p. 240). And where several patents were sued upon, and the 
only issue was as to validity, the case as to each was heard 
separately and treated as a separate action {British Motor Co. v. 
Sherrin (1901) 18 B. P. C. 265). 

The burden of proof being generally on the plaintiff, he has 
the right to begin and to reply. But the proof of the issue as to 
the plaintiff being the true and first inventor is on the defendant 
{Ward V. HiU (1901) 18 R. P. C. 481) ; and where this is the 
only issue the defendant must begin {Pilkington v. Yeakley (1901) 
18 R. P. C. at p. 460). 
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EYidenoe. — If the defendant does not appear, the plaintiff is 
not entitled to judgment without any proof of his case; but 
it will generally be sufficient to put in the patent and prove the 
specification and the infringement {Peroni v. Hudson (1884) 1 
B. P. G. 261). If, however, the specification has been amended, 
evidence that it was originally drawn with reasonable skill and 
knowledge must be given {Brooke v. Lycett (1908) 20 R. P. C. 
890) ; and if the validity of the patent has not been established 
before, evidence that the invention is new and useful should be 
given {Acetylene Co. v. Midand Syndicate (1900) 17 E. P. C. at 
p. 685). 

The plaintiff's title must be strictly proved (see Jandus v. 
Johnson (1900) 17 R. P. C. at p. 870). If he is the original 
patentee, this may be done by production of the letters patent 
sealed with the seal of the Patent Office (see ss. 12 (2) and 84 of 
the Patents Act, 1888). If he is an assignee, a certified copy of 
the entry in the Register of Patents should be produced (ss. 28 (2), 
and 89, ibid. ; and see Jandus v. Johnson^ supra). 

Printed or written copies or extracts, purporting to be certified 
by the Comptroller, and sealed with the seal of the Patent Office, 
of or from patents^ specifications, disclaimers, and other 
documents in the Patent Office, are admitted in evidence in all 
Courts, and in all proceedings, without further proof or pro- 
duction of the originals (s. 89, ibid. ; and see s. 96, HAd., add Jandus 
V. Johnson f supra). 

The construction of the specification is for the Court alone ; 
but evidence may be given to explain the meaning of technical 
or commercial expressions or terms of art {HiUs v. Evans (1868) 
81 L. J. (N. S.) Ch. 457 ; Neilsonv. Harford (1841) 1 W. P. C. at 
p. 870 ; United Telephone Co. v. Bassano (1886) 8 R. P. C. at 
p. 815), or to explain the state of knowledge at the date of the 
patent (see Badische v. Levinstein (1887) 4 R. P. C. at p. 465 ; 
Sandoiv v. Szalay (1904) 21 R. P. C. 388 ; and see pp. 77, 156, 
supra), or to show that any workman of ordinary skill in the trade 
would be able to understand and to carry out the invention from 
the description given {Edison-Bell v. Smith (1894) 11 R. P. C. at 
p. 896 ; Badische v. Levinstein (1885) 2 R. P. C. at p. 112), or 
to assist the Court in ascertaining what in fact the patentee's 
invention is {Badische v. Levinstein, supra, at pp. 112, 118 ; (1887) 
4 R. P. C. at p. 465). 

Although it is not for a witness to construe the specification, he 
may be asked what he understands by it (see per Lord Halsbury, 
L.C., in Kaye v. Chubb (1888) 5 R. P. C. at p. 650), or whether 
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the invention described involved ingenuity or was obvious 
(Fletcher v. Olasgow Conunis^ioners (1887) 4 R. P. C. at p. 388). 
But the patentee will not be allowed, where no technical terms are 
used, to say what he meant by the words he has employed (see 
Parker v. PotceU (1902) 19 R. P. C. at p. 375). 

If it is alleged that the invention was not proper subject- 
matter, evidence may be given of experiments leading up to the 
invention, in order to show that a difficulty had to be overcome 
(Thierry v. Kickmann (1895) 12 R. P. C. at p. 417). 

It is not permissible to ask a witness whether he considers the 
defendant's article is an infringement of the plaintiff's ; that is a 
question for the Court alone (Parkinson v. Simon (1894) 11 
R. P. C. at p. 506) ; but he may be asked whether the one device 
is not a mere mechanical equivalent of the other (Ticket Punch 
Co. V. CoUey's PatenU (1895) 12 R. P. C. at p. 186). 

The opinion of the Law Officer concerning a patent should not 
be read at the trial (see 2>^^ Cotton, L.J., in Siddcll v. Vickers 
(1888) 5 R. P. C. at p. 486). 

Models should be properly proved and put in evidence (see 
Automatic Weighing Co. v. Combined Weighing Co. (1889) 6 
R. P. C. at p. 125). 

If one party is taken by surprise at the trial, or evidence not 
within the particulars is given, he should ask for an adjom*n- 
ment ; for if he does not do so, and judgment is given against 
him, the Court of Appeal will not grant leave to adduce further 
evidence on appeal (Barcroft v. Smith (1897) 14 R. P. C. 172). 

Expert Evidenoe. — The Judge may, and indeed generally must, 
be assisted by expert evidence to explain technical terms, to show 
the practical working of machinery described or drawn, and to 
point out what is old and what is new in the specification. Expert 
evidence is also admissible, and is often required to show the 
particulars in which an alleged invention has been used by 
an alleged infringer, and the real importance of whatever 
differences there may be between the plaintiff's invention and 
whatever is done by the defendant. But the nature of the inven- 
tion must be ascertained from the specification, and has to be 
determined by the Judge and not by any expert or other witness ; 
this is familiar law, although often disregarded when witnesses 
are being examined (see per Lindley, L.J., in Brooks v. Steele 
(1897) 14R. P. C. atp. 78). 

The evidence of skilled persons is much the same as that of 
handwriting experts ; they call attention to particular things, and 
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then the Court has to consider them itself {per Lord Herschell in 
Boyd V. Horrocks (1892) 9 R. P. C. at p. 81), but being in no way 
bound by the witnesses' opinions (Leadbeater v. Kitchin (1890) 7 
R. P. C. at p. 247). 

The evidence of scientific witnesses as to whether there has or 
not been an infringement ought not to be received (see per Lord 
Wensleydale in Seed v. Higgins (1860) 8 H. L. C. 650 ; Parkinson 
V. Simon (1894) 11 R. P. C. at p. 506) ; but an expert witness may 
be asked whether the defendant's variations are not merely 
mechanical equivalents (Ticket Punch Co. v. CoUey's Patents 
(1895) 12 R. P. C. at p. 186). 

EYidenoe of Infringement. — If the action as originally brought 
is in respect of threatened infringement, and, after action brought, 
the defendant commits actual infringement, evidence of it can be 
given, as it is evidence to show that the plaintiff was right in his 
allegation that the defendant was threatening and intending to 
infringe (see per Romer, J., in Slioe Co. v. Cutlan (1895) 12 
R. P. C. at pp. 857, 858 ; cf. Dowling v. Billington (1890) 7 R. P. C. 
at p. 201). But if the action is based on actual infringement 
only, evidence of acts of infringement subsequent to the date of 
the writ is inadmissible (Shoe Co. v. Cutlan^ supra; Welsbach 
Co. V. Dowle (1899) 16 R. P. C. 891 ; and see Dowling v. BilUngton, 
supra). 

In the case of threatened infringement, the plaintiff must prove 
that the act threatened, when carried out, will amount to an 
infringement (Frearson v. Loe (1878) 9 C. D. at p. 65 ; Dowling v. 
Billington (1890) 7 R. P. C. at p. 201). 

When it is shown that the defendant's article contains all the 
qualities of and it appears to the eye similar to the plaintiff's 
patented article, that is prima facie evidence, till the contrary is 
shown, that it was made according to the patentee's method (see 
Iluddart v. Grimshaw (1803) 1 W. P. C. at p. 91 ; Hall v. Jarvis 
(1822) 1 W. P. C. 100 ; Saccliarin Corpn. v. Quincey (1900) 17 
R. P. C. at pp. 889, 340 ; Saccharin Cmpn. v. Jackson (1903) 20 
R. P. C. at pp. 615, 616) Saccharin Coipn. v. Dowson (1902) 19 
R. P. G. at pp. 171, 172) ; and this is especially so when the article 
was made abroad, as the plaintiff, in that case, cannot obtain an 
order for inspection of the defendant's manufactory and thus 
obtain direct proof {Neilson v. Betts (1871) 5 H. L. C. 11). But 
if the defendant's article might have been made by another 
method which involved no infringement, the plaintiff must prove 
that it was actually made according to his method, even where the 
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article was made abroad (Cartsburn Co. v. Sharp (1884) 1 E. P. C. 
at p. 186). 

The defendant's answers to interrogatories may afford sufficient 
proof of infringement {Welsbach Co. v. New Incandescent Co. (1900) 
17 R. P. C. at pp. 248, 247, 248 ; cf. Ashworth v. English Card Co. 
(1908) 20 E. P. C. at pp. 796, 797). 

EfTect of FreYioas Deoision on Same Patent. — The fact that 
a patent has been supported in a former action does not estop a 
new defendant questioning its validity in a subsequent action 
(see Patents Exploitation v. American Novelty Co. (1908) 20 
E. P. G. 689) ; and the fact that the plaintiff has failed in 
supporting his patent in a former action cannot be pleaded by 
a new defendant as a bai* to a subsequent action for infringe- 
ment {.Arkwinght v. Nightingale (1786) 1 W. P. C. at p. 61 ; and 
see Dunlop Co. v. Rimington (1900) 17 E. P. C. 665). The 
evidence in the second action may be altogether different to 
that in the first ; a prior user relied on as an anticipation may 
defeat the patent in the second action, although it failed to do 
so in the first for want of sufficient evidence (see Shaiv v. Day 
(1894) 11 E. P. C. 185; Patents Exploitation Co. v. American 
Novelty Co., supra). 

But although there is no estoppel when the parties are different, 
a Court of equal or inferior jurisdiction ought to be bound by 
the former decision with regard to the construction of the speci- 
fication {Edison v. Holland (1888) 6 E. P. C. at p. 276 ; Dunlop 
Co. V. Wapshare Co. (1900) 17 E. P. C. at p. 448) ; in fact, if 
disconformity is set up in the second action, the defendant ought 
not to be permitted to go into the question at all unless he brings 
forward new facts — ^not new arguments — which may lead to the 
conclusion that the former construction was not the true con- 
struction (see per Smith, L J., in Pneumatic Tyre Co. v. Leicester 
Tyre Co. (1899) 16 E. P. C. at p. 55). And a Judge should not 
vary the decision of another Judge of equal authority on the 
question of sufficiency of invention or utility (see per Cotton, L. J., 
in Slazenger v. Feltham (1889) 6 E. P. C. at p. 234 ; National 
Biick Co. V. Grand Hotel (1901) 18 E. P. C. 249 ; Saccharin 
Coi-pji. V. Anglo-Continental Works (1900) 17 E. P. C. at 
p. 815). 

EsTOPPBL. — Where the second action is against the same 
defendant, and in the first action the issue of validity was 
decided in the plaintiff's favour, the defendant is estopped from 
contesting the validity again, even though he may have discovered 
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fresh evidence for impeachment; the question of validity is 
res judicata between the parties {Slwe Co. v. Cutlan (1896) 13 
E. P. C. 141). And where the parties are the same in both 
actions and the patent was held void in the first, the subject of 
the second is res judicata, and that action may be dismissed 
with costs {Hon-ocks v. Stvhhs (1895) 12 R. P. C. 540). If the 
defendant in the second action, though not a defendant in the 
first action, was bound by the judgment given in the first — if he 
was a party or privy to the estoppel — the second action may be 
dismissed or stayed (see Dunlop Co. v. Rimington (1900) 17 
E. P. C. 665). 

Amendment of the Speoifloation. — The Court may at any 
time order that the patentee shall be a1} liberty to apply at the 
Patent Office for leave to amend his specification by way of 
disclaimer, and may direct that in the meantime the trial 
shall be postponed (see p. 86, supra). 

Certifloate as to Yalidity. — In an action for infringement the 
Court or a Judge may certify that the vaUdity of the patent came 
in question ; and if the Court or Judge so certifies, then in any 
subsequent action for infringement the plaintiff in that action, 
on obtaining a final order or judgment in his favour, is entitled 
to his full costs, charges, and expenses, as between solicitar and 
client, unless the Court or Judge trying the action certifies that 
he ought not to have the same (s. 81 of the Patents Act, 1888 ; 
see p. 216, infra). 

The certificate may be granted by the Court of Appeal {Birch 
V. Hairap (1896) 18 E. P. C. at p. 627) ; but no appeal lies 
respecting its grant or refusal {Haslaviy.HaU (1888) 5 E. P. C.144). 

The Court will not grant a certificate if one has already been 
granted in a previous action {Edison v. Holland (1889) 6 E. P. C. 
at p. 287 ; cf. Otto v. Steel (1886) 8 E. P. C. at p. 120). 

A certificate may be granted, notwithstanding that the patent 
is declared invaUd {Haslam v. HaU (1888) 5 E. P. C. at pp. 27, 
28; Badische v. La Societe Chimique (1897) 14 E. P. C. at 
p. 892), or has expired {Kane v. Boyle (1901) 18 E. P. C. at p. 887). 
But the fact of a certificate having been obtained in respect of a 
patent held bad would, of course, induce no Judge to allow solicitor 
and client costs in a subsequent action, even though the defect 
in the specification were cured by amendment. In a recent case, 
Buckley, J., refused to certify in respect of a patent which he 
declared invalid {Acetylene Co. v, Uiiited Alkali Co. (1902) 19 
E.P.C. atp. 284). 
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Whether the Court should grant a certificate where the defen- 
dant does not appear at the trial, or submits to judgment, or 
where the question of validity is not fought out, is not altogether 
settled. In Peroni v. Hudson ( (1884) 1 R. P. C. at p. 263), Kay, J., 
held that s. 81 only applies where the patent is established in a 
case contested in Court. And in Stocker v. Rodgers (1846) 1 
C. & K. 99, Claughten v. Foster (1904) 21 R. P. C. at p. 18, and 
Webb V. Atkinson (1902) 19 R. P. C. at p. 600, where there had 
been no contests, certificates were refused. On the other hand, 
certificates have been granted where the defendant has not 
appeared at the trial {Haydock v. Bradbury (1887) 4 R. P. C. 74 ; 
Acetylene Co. v. Midland Syndicate (1900) 17 R. P. C. at p. 636 ; 
Brooks V. Lycett (1903) 20 R. P. C. 390), where the parties 
consented to an order {Delta Co. v. Maxim (1891) 8 R. P. C. 247), 
and where the question of validity was not fought out {Tweedale v. 
Ashworth (1890) 7 R. P. C. at p. 436; Leeds Forge Co. v. 
Deighton's Co. (1901) 18 R. P. C. at p. 240 ; and see Field v. 
Wagel (1900) 17 R. P. C. at pp. 275, 276). 

Remedies. 

The plaintiff, if successful, is entitled to — (1) a perpetual injunc- 
tion ; (2) delivery up or destruction of the infringing articles ; and 
(3) damages or an account of profit. 

The Injunction. 

An injunction, it seems, ought not to be allowed to go by 
consent, but the order should be " the defendant appearing and 
undertaking, etc." ; for sometimes injunctions are taken by 
consent, and then the injunctions are advertised as if granted in 
an opposed case, and that ought not to be (see per Buckley, J., 
in Dover v. New Townend Co. (1904) 21 R. P. C. at p. 136). 

K the case has been contested and the infringement complained 
of has been made out, the plaintiff is prima facie entitled to an 
injunction ; for when a man has done a wrongful act the 
probability is that he will continue it {Proctor v. Bailey (1889) 
6 R. P. C. at p. 542 ; and see Shelfer v. City of London Co. [1895] 
1 Ch. at p. 316). The plaintiff is also entitled to an injunction 
to prevent a case of threatened infringement (see Proctor v. Bailey, 
supra; Doivling v. BiUington (1890) 7 R. P. C. 191 ; Shoe Co. v. 
Cutlan (1895) 12 R. P. C. at pp. 357, 358). 

But there may be special circumstances depriving the plaintiff 
of his primd facie right {per Lindley, L.J., in Shelfer v. City of 
London Co., supra, at p. 316). For instance, no injunction will 



Digitized by 



Google 



204 INFRINGEMENT OF LETTERS PATENT. 

be granted where there is no probability of the act of infringe- 
ment being continued or repeated {Proctor v. Bailey ^ supra,' 
Hudson V. Chatteris (1898) 15 E. P. C. at p. 440) ; and the plaintiff 
may by his acts or laches disentitle himself to an injunction (see 
per Smith, L. J., in Shelfer v. City of London Co.^ supra, at p. 822). 
Moreover, damages may be substituted for an injunction if " (1) the 
injury to the plaintiff's legal rights is small, and (2) is one which 
is capable of being estimated in money, and (8) is one which 
can be adequately compensated by a small money payment, and 
(4) the case is one in which it would be oppressive to the defendant 
to grant an injunction. . • . There may also be cases in which, 
though the four above-mentioned requirements exist, the defen- 
dant by his conduct . . . has disentitled himself from asking that 
damages may be assessed in substitution for an injunction " 
(per Smith, L.J., in Shelfer v. City of London Co., supra, at 
pp. 822, 823). 

But delay or acquiescence which would be fatal to an application 
for an interlocutory injunction (see pp. 188, 189, supra) will not 
debar a plaintiff from obtaining a perpetual injunction at the 
trial (see Ftdlwood v. Fidlwood (1878) 9 C. D. 176 ; per Cotton, L. J., 
in Proctor v. Bennis (1887) 86 C. D. at p. 758). 

Where the defendant has acted in ignorance of the plaintiff's 
patent rights, and has admitted infringement, an injunction may 
be refused (Hudson v. Chatteris (1898) 15 E. P. C. 488) ; more 
especially where the infringement is a trifling one (Jenkins v. 
Hope (1896) 18 E. P. C. 57). 

But where a patented article is sold under a limited licence, a 
purchaser who buys with notice of the terms of the licence, and 
disregards them, will be restrained by injunction, however trivial 
the infringement (see Incandescent Co. v. Brogden (1899) 16 
E. P. C. 179). 

An injunction will not be granted against third parties 
(Edison V. Holland (1889) 6 E. P. C. at pp. 285, 286) ; but it 
may be granted against the secretary of a company, although he 
has taken no part in the acts of infringement, if he is made a 
defendant and adopts the defence of the company and appears by 
the same counsel and solicitors (Welsbach Co. v. Daylight Co. 
(1899) 16 E. P. C. at p. 356). 

As a general rule, an injunction will not be granted where the 
patent has already expired or is about to expire (British Motor 
Syndicate v. Universal Motor Co (1899) 16 E. P. C. 113; British 
Insulated Co. v. Dublin Tramway Co. (19(X)) 17 E. P. C. at p. 22 ; 
Ward V. HiU (1901) 18 E. P. C. 493 ; Kane v. Boyle (1901) 18 
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R P. C- 826 ; Beits v. GaUais (1870) 10 Eq. 892). But where 
infringing articles had been manufactured just before the 
expiration of the patent, with a view of throwing them upon 
the market after the expiration of the grant, an injunction was 
granted {Crossley v. Beverley (1829) 1 W. P. C. 119). 

If numerous patents are sued upon, the injunction will be 
granted until the expiring of the patent which expires first 
(Saccharin Corpn. v. Dowson (1902) 19 R. P. C. at p. 172 ; Sac- 
charin Corpn. V. Jackson (1908) 20 R. P. C. at p. 616). If one of 
them has already expired no injunction will be granted (Saccharin 
Corpn. V. Quincey (1900) 17 R. P. C. at p. 889). 

Where an action is brought against two persons, and one 
contests the validity of the patent and the other does not appear 
at the trial but consents, an injunction will be granted against 
the other notwithstanding that the patent is declared void 
(Savage v. Brindle (1900) 17 R. P. C. at p. 288). 

If the defendant repeats his infringement in a new form, the 
patentee should not commence another action against him, but 
should move to attach him for contempt (Thomson v. Moore 
(1889) 6 R. P. C. 426). 

Motion to Commit for Disobeying Injiinotion. — If the 

defendant continues his infringement after injunction granted, 
or after an undertaking by order (see SchermuLy v. Paine (1901) 
18 R. P. G. 529), and whilst the order against him remains in 
operation, the plaintiff may move to commit the defendant 
for contempt (see Boxvden's Patents v. Wilson (1908) 20 
R. P. C. 644). 

It is no answer to a motion to commit that the injunction was 
not served on the defendant, if the defendant was fully aware that 
the order had been made and was intended to be enforced (see per 
Pearson, J., in UniUd Telephone Co. v. Dale (1884) 25 C. D. at 
pp. 784, 785 ; cf. Incandescent Co. v. Riemer (1900) 17 R- P. C. 379). 
Nor is it any answer that the defendant believed he was not 
infringing (see Thomson v. Moore (1889) 6 R. P. C. 426) , or has acted 
innocently (Zvycm v. Ooddard (1894) 11 R. P. C. 118) ; but where 
the defendant has clearly acted in ignorance, an order for com- 
mittal will not readily be granted (see Spencer v. Ancoats Co. 
(1889) 6 R. P. C. 46 ; Incandescent Go. v. Since (1900) 17 R. P. C. 
178), or, if granted, the order will usually be required to lie in the 
office for fourteen days, and not to issue if the defendant in the 
meantime delivers up all infringing machines and pays the costs 
of the motion (Lyon v. Goddard (1894) 11 R. P. C. 118). 
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As to the evidence on a motion to commit, see Ripley v. Arthur 
(1902) 19 E. P. C. 448). 

Where a person, with knowledge of an injunction, chooses to 
help the defendant by committing acts of infringement for him, 
.he is liable to be himself committed for contempt (see per 
Smith, L J., in Incandescent Co. v. Since (1900) 17 R. P. C. at 
p. 175) ; but it must be strictly proved that the person sought 
to be committed is a servant or agent of or has aided or abetted 
the defendant (Incandescent Co. v. Since , supra). 

Upon a motion to commit, it is open to the defendant to show 
that the patent has been determined (Daw v. Eley (1867) 8 Eq. 
496), or that he has not infringed (Schermuly v. Pain (1901) 18 
E. P. C. 529). 

Delivery Up or Destruction. 

The plaintiff is entitled to an order that the defendant shall 
either destroy ( Betts v. De Vitrie (1864) 84 L. J. Ch. at p. 291 ; 
Howes V. Webber (1895) 12 E. P. C. at p. 470) or deliver up to 
the plaintiff (Washburn Co. v. Patterson (1884) 1 E. P. C. 191), 
within a certain period (see Otto v. Steel (1886) 8 E. P. C. at 
p. 120 ; Washburn Co. v. Patterson, supra), all infringing articles in 
his possession. Sometimes the plaintiffs are given leave to 
inspect and mark all infringing articles in the possession or 
power of the defendant for the purpose of identification (Westing- 
house V. Lancashire, etc. Co. (1884) 1 E. P. C. at p. 258). 

In some cases an order for destruction or delivery up will 
not be made, by reason of the nature of the invention (SiddeU v. 
Vickers (1888) 5 E. P. C. at p. 101 ; Lancashire Explosives Co. v. 
Robunte Co. (1895) 12 E. P. C. at p. 488). 

The order for delivery up will usually be limited to the 
infringing parts of the defendant's machines (Edison-Bell v. 
Smith (1894) 11 E. P. C. at p. 406 ; Automatic Weighing Co. v 
Fearby (1898) 10 E. P. C. 442 ; Shoe Co. v. Cutlan (1895) 12 
E. P. C. at p. 859 ; cf. Moser v. Marsden (1898) 10 E. P. C. at 
p. 864). 

The defendant is sometimes required to file an affidavit stating 
what infringing articles are in his possession or control (Westing- 
house V. Lancashire, etc. Co. (1884) 1 E. P C. at p. 258 ; Edison- 
Bell V. Smith (1894) 11 E. P. C. at p. 406). 

Damages or an Account. 

The plaintiff may have either damages or an account of profits. 
But he cannot have both as against the same defendant; he 
must elect between the two remedies (American Braided Co. v. 
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Thomson (1890) 7 R. P. C. at p. 168 ; United Horse Shoe Co. v. 
Stewart (1888) 5 R. P. C. at p. 266). He may, however, have 
damages against one defendant and an account against another 
(Penn v. Bibby (1866) 8 Eq. 808 ; and see United Telephone Co. 
V. Walker (1887) 4 E. P. C. at p. 67 ; Boyd v. Tootal (1894) 11 
B. P. C. at p. 179). Speaking generally, an inquiry as to damages 
is of more benefit to the plaintiff than an account. A patentee 
who elects to take profits stands in the shoes of the infringer, 
and condones, so to speak, his wrong, and he is entitled only to 
those profits (per Lord Alverstone, M.R., in Sacclmrin Corpn. v. 
Chemicals Co, (1900) 17 R. P. C. at p. 615). But an account 
may sometimes prove to be of more benefit than an inquiry as to 
damages (see English Machinery Co. v. Union Boot Co. (1896) 13 
R. P. C. at p. 67.) 

Damages. — It is submitted that the following statements are 
established from the reported cases : — 

(1) The innocence of an infringer will not save him from a 
claim for damages (see Boyd v. Tootal (1894) 11 R. P. G. at 
p. 185 ; and see p. 158, supra). 

(2) The loss recoverable as damages must be such as is the 
natural and direct consequence of the defendant's acts (see 
per Lord Macnaghten in United Horse Shoe Co. v. Stewart 
(1888) 5 R. P. C. at p. 268 ; and see Boyd v. Tootal (1894) 
11 R. P. C. at pp. 182, 184). 

(B) A patentee is not bound to accept the same damages from 
a litigant that he accepts from others (per Robinson, Y.-C, in 
Boyd V. Tootal, supra, at p. 179). 

(4) In considering what amount of damages should be awarded, 
the test is : " What would have been the position of the 
plaintiffs if the defendants had acted properly instead of 
improperly? " (per Robinson, V.-C, in Boyd v. Tootal, supra, at 
p. 181 ; Penn v. Jack (1867) 5 Eq. at p. 84 ; and see United 
Horse Shoe Co. v. Stewart (1888) 5 R. P. C. at p. 267 ; American 
Braided Co. v. Thomson (1890) 7 R. P. C. at p. 162 ; British 
Motor Syndicate v. Taylor (1900) 17 R. P..C. at p. 781). 

(5) The profits made by the infringer are not the measure of 
damages (see per Lord Watson in United Horse Shoe Co. v. 
Stewart, supra, at p. 267 ; Alexander v. Henry (1895) 12 R. P. C. 
at p. 866 ; cf, American Braided Co. v. Thomson (1890) 7 
R. P. C. 152). 

(6) Where the patentee has reduced his prices merely as a 
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matter of policy, the reduction — i.e., the difference between the 
original price and the reduced price — is not recoverable as 
damages (Alexander v. Hemy (1895) 12 R. P. C. at p. 867; 
United Horse Shoe Co. v. Stewart (1888) 5 E. P, C. 260 ; American 
Braided Co. v. Thomson (1890) 7 R. P. C. 152). 

(7) Where the patentee has reduced his prices in consequence 
of the infringer's competition, the reduction in price is the 
natural consequence of the infringement, and may be ^d8ited 
on the head of the infringer {Alexander v. Ilenii/, supra; 
American Braided Co. v. Thomson, 8%ipra; cf. Boyd v. Tootal 
(1894) 11 R. P. C. at p. 184). 

(8) Where the plaintiffs have not been in the habit of selling, 
but more usually of letting out the patented article at a royalty, 
the measure of damages is the profit rent of the article during 
the entire period from the time when it came into possession 
of the infringer until the assessment of damage or the date 
of the delivery up; and it is immaterial for the purposes of 
assessment whether the article has or has not been in actual 
use during any portion of that period {United Telephone Co. v. 
Walker (1887) 4 R- P. C. 68 ; English Machinei^/ Co. v. Uni^ 
Boot Co. (1896) 13 R. P. C. at p. 67 ; Penn v. Jack (1867) 5 
Eq. 81; but see Pneumatic Tyre Co. v. Puncture Proof Co. 
(1899) 16 R. P. C. 209 ; British Motor Syndicate v. Taylor (1900) 
17 R. P. C. at pp. 194, 780, 731). 

(9) The plaintiff is entitled to full compensation for the 
injury which the defendant's competition may have occasioned ; 
it is therefore not material where damages are claimed to 
consider how much of the invention was actually appropriated 
(see per Lord Watson in United Horse Shoe Co. v. Stewart (1888) 
5 R. P. C. at pp. 266, 267 ; cf. United Telephone Co. v. Walker 
(1887) 4 R. P. C. 68). 

(10) A claim for damages on the ground that, had it not 
been for the infringement, the plaintiff would have been able 
to produce his machine at a lower cost, is probably too remote 
{Boyd V. Tootal (1894) 11 R. P. C. at pp. 184, 185). 

(11) The fact that the plaintiff has recovered damages against 
the manufacturer does not preclude him from recovering 
damages against the purchasers. The article may be followed 
in every man's hand, until the infringement is got rid of; so 
long as the article is used there is continuing damage (see 
per Wood, V.-C, in Penn v. Bibby (1866) 8 Eq. at p. 811 ; 
United Telephone Co. v. Walker (1887) 4 R. P. C. at p. 67 ; 
Bo7jd V. Tootal (1894) 11 R. P. C. at p. 184). 
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(12) The amount of damages recoverable against users is 
not merely nominal (Boyd v. Tootal (1894) 11 R P. C. 176) ; 
but the plaintiff cannot recover more than the damage 
sustained (Boyd v. Tootal, supra, at p. 184 ; Oavioli v. Shepherd 
(1900) 17 R. P. C. 157). 

(18) The amount which the plaintiff has accepted from another 
infringer in settlement of his claim is not to be taken finally as 
the complete measure of damages; for it is always worth a 
litigant's while to take off something from his claim for the sake 
of peace {Boyd v. Tootal (1894) 11 R. P. C. at p. 184). 

(14) No damages will be awarded where the plaintiff has 
sustained no pecuniary loss {GavioU v. Shepherd (19(X)) 17 
R. P. G. 157; in this case the defendants filed evidence to 
show that their means would not have allowed them to purchase 
one of the plaintiff's articles), or in respect of infringements 
committed after the expiration of the patent (British Insulated 
Co. V. DubUn Tramway Co. (1900) 17 R. P. C. at pp. 21, 22). 

No damages can be recovered — (1) for infringements committed 
before the publication of the complete specification (s. 18 of the 
Patents Act, 1888); (2) for infringements committed prior to 
amendment of the specification, unless the Court is satisfied that 
the original claim was framed in good faith and with reasonable 
skill and knowledge (s. 20, ibid. ; see Kane v. Boyle (1901) 18 
R. P. C. at p. 887 ; Hopkinson v. St. James' Co. (1898) 10 R. P. C. 
at p. 62 ; Wenham v. Carpenter (1888) 5 R. P. C. 68) ; or (8) for 
infringements committed after failure to pay any renewal fee 
within the prescribed time, and before the enlargement thereof, 
if the Court thinks fit not to award damages (s. 17 (4) (6), ihid.). 

Mitigation op Damagbs. — It is open to a defendant, by way 
of mitigating damages, to show that the patent has been declared 
bad in a previous action, and that persons have acted upon 
the faith of the former verdict (see per Lord Loughborough 
in Arkvrright v. Nightingale (1785) 1 W. P. C. at p. 61). And if 
the plaintiff allows the defendant to openly use the invention 
and does not take any steps to prevent him for a considerable 
time, that may seriously affect the amount of damages recoverable 
{SmUh V. L. dt N. W. Rail. Co. (1858) Macr. P. C. at p. 202). 

Sbt-Off. — The defendant cannot set-off, as against the 
damages claimed, the value of the articles delivered up under 
the judgment ; the plaintiffs are not liable to pay for the articles 
given up in any form. Nor is the defendant entitled to set-off 

L.P. p 
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any portion of an agreed sum for damages for infringement 
recovered by the plaintiffs in a previous action against the manu- 
facturer, from whom the defendant bought the article, although 
the period in respect of the rent payable by the defendant as 
damages commenced at a date antecedent to the commence- 
ment of the action against the manufacturer. If, however, the 
damages recovered by the plaintiffs from the manufacturer were 
not an agreed sum, but a sum representing the full rent or 
royalty, the defendant is entitled to a set-off {United Telephone 
Co. V. Walker (1887) 4 R. P. C. 63). 

Inquiry as to Damages. — The amount of damage sustained 
can rarely be made the subject of exact arithmetical calculation 
(see per Lord Halsbury in United Horse Shoe Co. v. Stetvart 
(1888) 5 R. P. C. at p. 264). 

Where the assessment cannot be conveniently dealt with by 
the Judge at the trial, the assessment will be referred to an 
Official Referee or the Chief Clerk; a Judge of the Chancery 
Division has no power to direct the assessment to be made by 
a jury (American Braided Co. v. Thompson (1888) 5 R. P. C. 538). 

If the amount of the damages must be purely a matter of 
guess-work, the Judge should decide the question at the trial 
and not refer it (Ungar v. Sugg (1892) 9 R. P. C. 118; but this 
was an action for threats). And where the infringement is a 
trivial one, no inquiry will be directed (Cole v. Saqui (1888) 6 
R. P. C. 489, where Eekewich, J., assessed the damages at 40«.), 
or, if directed, it will be at the plaintiffs* peril as to costs 
(Incandescent Co. v. Brogden (1899) 16 R. P. C. at p. 183). 

The proper form of order is " what damage," and not, as in the 
case of a trade-mark, " what damage, if any,'* has been sustained 
(per Wood, Y.-C, in Davenport v. Rylands (1865) 1 Eq. at p. 308). 

The damages are assessed down to the time of the assessment 
(R. S. C. Ord. 36, r. 58), or, if the patent has expired, the expira- 
tion of the patent (British Insulated Co. v. Dvblin Tramway Co. 
(1900) 17 R. P. C. 14). 

The costs of the inquiry will generally be reserved (United 
Telephone Co. v. Fleming (1886) 3 R. P. C. 282 ; UniUd Telephone 
Co. V. Patterson (1889) 6 R. P. C. 140; Aktiebolaget Separator v. 
Dairy Co. (1898) 15 R. P. C. at p. 338 ; Incandescent Gas Co. v. 
Brogden (1899) 16 R. P. C. at p. 183). 

In prosecuting the inquiry the plaintiff is entitled to the 
fullest possible discovery (see per Bacon, V.-C, in Murray v. 
Clayton (1872) 15 Eq. at p. 118). The defendant may be 
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required to state the names of the persons to whom and the 
prices at which he has sold infringing articles (American Braided 
Co. V. Thompson (1888) 5 R P. C. 875; Murray v. Clayton, 
supra; and see Powell v. Birmingham Vinegar Co. (1896) 14 
B. P. G. 1), notwithstanding that such disclosure would expose 
such persons to actions for infringement (Murray v. Clayton, 
supra), and that an appeal is pending (American Braided Co. v. 
Thompson, supra, at p. 878). 

If either paxtj is dissatisfied with the finding at the inquiry, 
he may move to vary the certificate (see Alexander v. Hem-y 

(1895) 12 E. P. C. 860). When the Chief Clerk or Official 
Beferee has had before him the whole case and much oral 
evidence, the Court ought to be unwilling to differ from him 
with regard to conclusions of fact ; where the evidence is all in 
writing, then the Court is in a very different position (see per 
Kekewich, J., in Alexander v. Henry, supra, at p. 866). The 
Judge may require further evidence than that which was before 
the Chief Clerk (English Machinery Co. v. Union Boot Co. (1896) 
18 R. P. C. 64). The question of varying the certificate is very 
much as if it were a question on motion for a new trial after a 
verdict given by a jury, where the question would be, not 
whether the verdict given is that which the Judge would have 
given, but whether there is evidence upon which a jury could 
reasonably act in arriving at the conclusion at which they did 
arrive (see per Lord Bussell, C.J., in Pneumatic Tyre Co. v. 
Puncture Proof Tyre Co. (1899) 16 B. P. C. at p. 214). 

Accoimt of Profits — The plaintiff is entitled to elect whether 
he will take damages or an account of profits (Siddell v. Vickers 
(1892) 9 B. P. C. at p. 162). But there is no form of account 
which is more difficult to work out than an account of profits ; 
and the expense is great, and the time consumed is out of all 
proportion to the advantage ultimately attained. Therefore, 
although the law is that a patentee has a right to elect which 
course he will take, as a matter of business he is generally 
inclined to take an inquiry as to damages, rather than launch 
upon an inquiry as to profits (see per Lindley, L.J., in Siddell v. 
Vickers, supra, at pp. 162, 168). If he elects to take an account, 
and the result is a waste of time and expense (Automatic Coal 
Co. V. Mayor of Salford (1897) 14 B. P. C. at p. 471), or the 
result shows less profits than those admitted (Jenkins v. Hope 

(1896) 13 B. P. C. at p. 60), he may have to pay the costs. 
Where the taking of an account was likely to cause great 

p 2 
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expense, delay, and diflSculty in chambers, an order was made, by 
consent, that, in hen of damages, an inquiry should be taken of 
what would be a proper sum for the defendants to pay by way of 
royalty {Automatic Coal Co, v. Mayor of Bedford, supra). 

On taking an account it is often material to inquire what 
profits were made both before and after the adoption of the 
plaintiffs invention, and also what was the cost of production 
both prior and subsequently to that adoption (Siddeli v. Vickers 
(1889) 6 R. P. C. at p. 467 ; (1892) 9 R. P. C. 152). It is necessary 
to ascertain how much of the invention was actually appropriated, 
in order to determine what proportion of the net profits was 
attributable to its use (see per Lord Watson in United Horse Shoe 
Co. V. Stewart (1888) 5 R. P. C. at p. 266). 

An account will not be directed where it appears that no profits 
have been made {Berginann v. Macmillan (1881) 17 C. D. 428) or 
that the sales have been insufficient to make it worth while (see 
Sanitas Co. v. Condy (1887) 4 R. P. C. at p. 588). And the right 
to an account may be barred by laches or acquiescence (Crossley v. 
Derby Gas Co. (1884) 1 W. P. C. 120). 

The ylBintiS ia primd facie entitled to the fullest discovery in 
aid of the account ; he can inspect the defendant's books, and the 
defendant cannot resist inspection on the ground that it would 
disclose the names and addresses of his customers (Saccharin 
Corpn. V. Chemicals Co. (19(X)) 17 R. P. C. 612). 

Costs. 

When the action is tried with a jury, the costs follow the event 
unless the Judge for good cause otherwise orders ; in other cases 
the costs are in the discretion of the Judge (R. S. G. Ord. 65, r. 1). 

As a general rule the successful party is awarded the costs of 
the action. 

With regard to costs generally, the reader is referred to the 
notes to Ord. 65 contained in the Annual Practice ; the following 
observations have reference to matters peculiar to patent actions: — 

CoBtB where Defendant Acknowledges Infringement and 
Submits. — Although the defendant acknowledges infringement 
and offers to give an undertaking not to commit future acts of 
infringement, the plaintiff is entitled to proceed to obtain an 
injunction (Amei-ican Tobacco Co. v. Guest (1892) 9 R. P. G. at 
p. 220; cf. Lyon v. Mayor of Newcastle (1894) 11 R. P. C. 
218); but he will not in every case be awarded the costs, 
notwithstanding all that was said by Jessel, M.R., in Cooper v. 
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Whittingkam ( (1880) 16 C. D. at p. 504), as to depriving the 
plaintiff of his right to costs. 

The following propositions appear to be established from the 
reported cases : — 

(1) Actions against innocent retailers are not looked upon with 
favour, and if brought, and the defendant submits, the plaintiff 
will not be awarded any costs {American Tobacco Co. v. Ottest 
(1892) 9 E. P. C. at p. 220 ; and see BeUs v. WiUniot (1870) 18 
W.R946; 19 W. R 869). 

(2) Where the defendant is in possession of a large number of 
infringing articles, the plaintiff need not be content with an 
undertaking not to sell, and will be awarded the costs of an 
action for infringement {Upmann v. Forester (1888) 24 C. D. 
281). 

Where the infringement is a trifling one, the plaintiff should 
accept an undertaking not to infringe, and if he does not he will 
be given no costs (American Tobacco Co. v. Quest (1892) 9 
E. P. C. at p. 220 ; cf. Edison-BeU v. WaUrfield (1902) 19 E. P. C. 
at p. 380), or may even be ordered to pay the costs (Lyon v. 
Mayor of Newcastle (1894) 11 E. P. C. 218). 

Costs of ParticolaFs. — On taxation of costs, regard is to be 
had to the particulars delivered by the plaintiff and defendant ; 
and they respectively are not to be allowed any costs in respect 
of any particular delivered by them unless the same is certified 
by the Court or a Judge to have been proven or to have been 
reasonable and proper, without regard to the general costs of 
the case (s. 29 (6) of the Patents Act, 1888). 

A certificate as to particulars may be granted by the Court of 
Appeal (Cole v. Saqui (1889) 6 B. P. C. at p. 45 ; Sandow v. 
Szalay (1904) 21 E. P. C. at p. 845), and by the House of Lords 
(Morris v. Young (1895) 12 E. P. C. at p. 465). But if an 
appeal is dismissed, it is doubtful whether the Court above can 
vary the certificate (see per Lindley, L.J., in Cassell Co. v. 
Cyanide Syndicate (1895) 12 E. P. C. at p. 805) ; for a certificate 
is not a "judgment or order" within s. 19 of the Judicature 
Act, and no appeal lies in respect of it (Haslam v. Hall (1888) 5 
E. P. C. 144). 

The application for a certificate should be made at the trial 
(Duckett V. Sankey (1899) 16 E. P. C. at p. 860). It may, 
however, be made within a reasonable time afterwards; but 
no costs of the application will be allowed (Rowcliffe v. Morris 
(1886) 8 E. P. C. 145 ; DuckeU v. Sankey, supra). 
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It is not necessary for the Judge to initial the particulars 
(Danlop Co. v. Hyde Co. (1904) 21 R P. C. at p. 210. 

Where no certificate is given, the Taxing Master cannot allow 
the costs of the particulars ; if one party, in such a case, thinks 
that in consequence of improper or vexatious particulars he 
has been put to unnecessary and improper costs, he should 
ask the Court to direct the Taxing Master to see whether any 
proceedings have been taken improperly, and to direct that 
he shall get the costs occasioned by the improper proceedings 
{Garrard v. Edge (1890) 7 R. P. C. 189). 

A certificate may be granted to the unsuccessful party where 
the successful party has raised unnecessary or improper issues 
(Kane v. Guest (1899) 16 R. P. C. 488 ; and see Badisclie v. 
Levinstein (1885) 2 R. P. C. at p. 118). 

Partictjlabs op Breaches. — In Kane v. Guest ((1899) 16 
R. P. G. at p. 448) it was contended that the section ''was not 
meant to apply to particulars of breaches ; but Stirling, J., held 
that the section extended to particulars delivered by the plaintiff 
as well as by the defendant, and he certified that the plaintiff's 
particulars of breaches had been proven, although the plaintiff 
was unsuccessful in the action. And see Young v. Rosenthal 
(1884) 1 R. P. C. at p. 41 ; Pneumatic Tyre Co. v. Chisholm 
(1896) 18 R. P. C. at p. 489 ; Birmingham Tyre Syndicate V. 
Reliance Tyre Co. (1902) 19 R. P. C. at p. 817. 

A certificate that the plaintiff's particulars have been proven 
will be granted, although no evidence as to infringement is given, 
if infringement is admitted (British Motor Co. v. Slierrin (1901) 
18 R. P. C. at p. 275 ; and see Brooks v. HaU (1904) 21 R. P. C. 
at p. 80 ; Sacchann Corpn. v. Skidmore (1904) 21 R. P. C. 81). 

Particulars of Objections. — The objections need not be 
proved; if the Court is satisfied that they were reasonable 
and proper a certificate will be granted (PhiUips v. Ivel Cycle Co. 
(1890) 7 R. P. C. 77 ; Sandow v. Szalay (1904) 21 R. P. C. 888). 

The Court will not go through a case, when it has been 
decided on one short point at once, merely for the purpose of 
ascertaining whether the defendant's particulars are reasonable 
(Longbottam v. Shaw (1889) 6 R. P. C. at p. 147; but see 
Pegamoid v. British Leather Co. (1901) 18 R. P. C. at p. 819, 
where Joyce, J., allowed the examioation of a witness to be 
continued to ascertain whether the particulars were reasonable). 
Hence, a successful defendant often fails to get the costs of his 
particulars although they could have been proved (Longbottom 
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V. Shaw, supra; (1889) 6 R P. C. 510; Neivmm v. Mann (1890) 
7 R. P. C. at p. 810; Badham v. Bird (1888) 5 R. P. C. 288; 
Middleton y. Bradley (1896) 12 R. P. C. at p. 898). 

It follows, that where the plaintiff discontinues his action 
or submits at the trial no certificate can be granted (Wilcox v. 
Janes (1897) 14 R. P. C. at p. 524 ; Middleton v. Bradley, sttpra; 
Mandlebery v. Morley (1895) 12 R- P. C. 86; Acetylene Co. v. 
United Alkali Co. (1902) 19 R. P. C. at p. 288 ; cf. Boake v. 
Stevenson (1895) 12 R. P. C. 228 ; Kerr v. Crompton (1901) 19 
R. P. C. 9), unless there has been some interlocutory application 
with reference to the particulars in which the Court has had 
an opportunity of being satisfied as to their reasonableness 
(see per Stirling, J., in Middleton v. Bradley (1896) 12 R. P. C. 
at pp. 892, 898 ; WiUox v. Janes (1897) 14 R. P. C. at p. 624 ; 
Ashvorth v. HorsfaU (1904) 21 R. P. C. at p. 48.) And evidence 
will not be admitted to show that the objections raised in a 
former action, and certified to be reasonable, were similar to those 
raised in the subsequent action {Ashworth v. HorsfaU, supra). 

But where the whole of the plaintiff's evidence has been 
heard, and there are materials arising from the evidence adduced 
by the plaintiff which enables the Judge to come to the con- 
clusion that the particulars are reasonable and proper, a 
certificate will be granted, although the defendant is not called 
upon (see per Stirling, J., in Mandlebeiy v. Morley (1896) 12 
R. P. C. at p. 89 ; Germ Milling Co. v.'R)binson (1886) 8 R. P. C. 
254 ; Nuttall v. Hargreaves (1891) 8 R. P. C. at p. 276 ; Lees v. 
West London Cycle Stores (1892) 9 R. P. C. at p. 801). Where 
the defendant is stopped asking questions on the particulars 
a certificate should be granted {Birmingham Tyre Syndicate v. 
Reliance Tyre Co. (1902) 19 R. P. C. at p. 817). And the 
Court will sometimes give leave to discontinue only on the 
terms of the plaintiff paying the costs of the defendant's 
particulars as if the same had been certified (Boake v. Stevenson 
(1895) 12 R. P. C. 228 ; Chamberlain v. Mayor of Hudd^rsfUld 
(1901) 18 R. P. C. at pp. 456, 467 ; and see Bethell v. Qage 
(1897) 14 R. P. C. 699— a threats action), or the costs of such 
of the particulars as the Taxing Master shall certify to be 
reasonable and proper (Keir v. Crompton (1902) 19 R. P. C. at 

p. 11). 

Certificates are always granted so as to secure to the party 
delivering the particulars the costs of everything reasonably 
and properly inserted in them, although he may fail to prove 
the specific objection under which the detailed particulars may 
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be ranged (see per Lindley, M.R., in Castner-Kellner Co. v. 
Commercial Corpn. (1899) 16 R. P. C. at p. 276 ; cf. Dunlop Co, 
V. Wapshare Co. (1900) 17 R. P. C. at pp. 458, 459). 

Costs Where Certificate as to Validity Granted in Prior 
Action. — If in a prior action the Court or a Judge has certified 
that the validity of the patent came in question, then the plaintiff, 
on obtaining a final order or judgment in his favour, has his full 
costs, charges, and expenses, as between solicitor and client^ unless 
the Court certifies that he ought not to have them (s. 81 of the 
Patents Act, 1888; see p. 202, supra). 

If the second action is commenced prior to the date of the 
certificate given in the first action, s. 81 does not apply (AtUom^atic 
Weighing Co. v. International Society (1889) 6 R. P. C. 475; 
Saccharin Corpn. v. Anglo-Continental Works (1900) 17 R. P. C. 
at p. 320; AtUomatic Weighing Co. v. Combined Weighing Co. 
(1889) 6 R. P. C. 120). 

The certificate should always be pleaded ; but if the statement 
of claim asks for solicitor and client costs, that is probably suffi- 
cient {Pneumatic Tyre Co. v. Chisholm (1896) 18 R. P. C. at 
p. 489). 

The fact that the defendant in the second action does not 
dispute the validity of the patent is no ground for refusing to give 
the plaintiff costs as between solicitor and client {United TelepJwne 
Co. V. Townshend (1886) 8 R. P. C. 10 ; Dunlop Co. v. Holbom 
Co. (1901) 18 R. P. C. at p. 228; UniUd Telephone Co. v. 
St. George (1886) 8 R. P. C. at pp. 839, 340; Welshach Co. v. 
Daylight Co. (1899) 16 R. P. C. at pp. 353, 354 ; Dunlop Tyre 
Co. V. ExceUior Tyre Co. (1901) 18 R. P. C at p. 210; but see 
Automatic Weighing Co. v. International Society (1889) 6 R. P. C. 
at pp. 480, 481 ; Boyd v. Tootal (1894) 11 R. P. C. at p. 185 ; 
Saccharin Co^pn. v. Dowson (1902) 19 R. P. C. at pp. 172, 173 ; 
Edison-Bell v. Waterjield (1902) 19 R. P. C. at p. 330). 

Solicitor and client costs may be refused where the patent was 
impeached in the first action on different grounds to those on 
which it is impeached in the second {Otto v. Steel (18S6) 3 R. P. C. 
at p. 120 ; cf. Fabriques de Produits Chimiqaes v. Lqfitte (1899) 
16 R. P. C. at p. 68 ; Welsbach Co. v. Daylight Co. (1899) 16 
R. P. C. at pp. 354, 355) ; where the specification has been drawn 
in a lax manner {Automatic Weighing Co. v. National Exhibitions 
(1891) 8 R. P. C. at p. 352) ; where the defendant has acted 
innocently {Boyd v. Tootal (1894) 11 R. P. C. at p. 185) ; or where 
the action is vexatious {Proctor v. Sutton (1888) 5 R. P. C. 184). 
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Pnmd facie^ however, the plaintiff is entitled to solicitor and 
client costs {Fabriques de Prodvits Chimigues v. Lafitte^ supra) ; 
and the Court will not certify against sach costs unless it sees 
good reason for so doing {WeUhach Co. v. Daylight Co., mpra). 

If several patents are sued upon, and it is impossible to say 
which particular patent has been infringed, and in respect of one 
of them a certificate as to validity has been granted in a former 
action, the plaintiffs will be entitled to solicitor and client costs 
{Saccharin Corpn. v. Hopkinson (1904) 21 R. P. C. 272). 

As to obtaining a certificate as to validity, see p. 202, supra). 

Costs on the Hi^er Scale. — Costs on the higher scale may be 
allowed if, on special grounds arising out of the nature and 
importance, or the difficulty, or urgency of the case, the Court or 
a Judge shall so order (B. S. C. Ord. 66, r. 9). As to such costs, 
generally, see the notes to Ord. 65, r. 9, contained in the Annual 
Practice. 

Costs on the higher scale have been allowed where the case has 
involved a long examination, preparation of models, and the calling 
of expert evidence (Wenham Co. v. May (1887) 4 R. P. C. at 
p. 810) ; where " difficulty " has been removed by the expen- 
diture of time, money, and learned industry {Fraser v. Province 
of Brescia (1887) 56 L. T. 771) ; where the case was a difficult one, 
and the solicitors and persons engaged in it had been put to a 
great deal of trouble {Farbenfabriken v. Bowker (1891) 8 R. P. C. 
at p. 897) ; where the case involved questions of a highly scientific 
character (Muirhead v. Commercial Cable Co. (1895) 12 R. P. C. 
at p. 64 ; and see Moseleyy. Victoria Rubber Co. (1887) 4 R. P. C. 
at p. 255) ; where the case required witnesses of a special class 
{Hopkinson v. St. James* Co. (1898) 10 R. P. C. at p. 62; Edison v. 
Holland (1888) 5 R. P. C. at p. 48S ; Dunlop Co. v. Wapshare Co. 
(1900) 17 R. P. Cat 460). 

The mere fact, however, that scientific witnesses were necessary 
is not a reason for allowing costs on the higher scale {TweedaU v. 
Howard (1896) 18 R. P. C. at pp. 586, 587 ; PatenU Exploitation v. 
American Novelty Co. (1908) 20 R. P. C. 689). " Costs on the 
higher scale ought only to be given where there are cases of very 
unusual difficulty and skill — antiquarian research, and things 
of that kind. The idea of giving costs on the higher scale in all 
patent cases is one that I will not sanction " (per Lindley, L.J., 
in Gadd v. Mayc/r of Manchester (1892) 9 R. P. C. at p. 585). 

If the necessity for scientific evidence was largely due to the 
unfortunate wording of the specification — if the specification 
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might have been so worded as to need no scientifio evidence at all 
— costs on the higher scale will not be given to a successfol 
plaintiff (IVenham Co. v. Champion Co. (1891) 8 R. P. C, at 
p. 320). And where the evidence is not scientific, but only 
evidence of fact, such costs will not usually be allowed {American 
Braided Co. v. Tliamson (1890) 7 E. P. C. at p. 168). If, however, 
the plaintiffs bring scientific witnesses and so compel the defen- 
dants to do the same, the defendants may be given costs on the 
higher scale (Ellington v. Clark (1888) 5 R. P. C. at p. 828). 

Where the defendant does not appear at the trial, costs on the 
higher scale will probably not be awarded (see Peroni v. Hvdson 
(1884) 1 R. P. C. at p. 263). 

The Court of Appeal may allow costs on the higher scale, 
although such costs were refused by the Judge at the trial 
{EUington v. Clark (1888) 5 R. P. C. at p. 328). But where higher 
scale costs are allowed at the trial, and the appeal is dismissed, the 
costs of the appeal will not be allowed on the higher scale (Cham- 
berlain v. Mayor of Bradford (1902) 19 R. P. C. at p. 92). 
. Application that the costs be on the higher scale should be 
made at the hearing; but where a successful appellant at the 
hearing of the appeal did not ask, but subsequently moved, for 
such costs, they were allowed, but no order was made as to the 
costs of the motion (Automatic Weighing Co. v. Combined Weighing 
Co. (1889) 6 R. P. C. at p. 872). 

Apportionment of Costs of Separate Issues. — ^When issues 
in fact and law are raised upon a claim or counter-claim, the 
costs of the several issues respectively, both in law and fact, 
unless otherwise ordered, follow the event. And an order giving 
a party costs except so far as they have been occasioned by some 
particular issue is to be construed as excluding only the amount 
by which the costs have been increased by such issue ; but the 
Court, if the whole costs are not intended to be given, may direct 
taxation of the whole costs and payment of such proportion 
thereof as the Court shall determine (R. S. C. Ord. 65, r. 2, as 
amended by R. S. C. January, 1902, and July, 1902). As to 
apportionment of costs generally, see the notes to this rule con- 
tained in the Annual Practice. 

The principle upon which the Court acts is that parties ought 
not, even if right in the action, to add to the expense of the 
action by fighting issues in which they are in the wrong (see per 
Bowen,L.J., in Badischey. Levinstein (1886) 2 R. P. C. at p. 118; 
and see Findlater v. Netoman (1902) 19 R. P. C. at p. 246). 
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This prineiple has been applied where the defendant has succeeded 
on the issue of validity but failed on the issue of infringement 
(see Badiacke v. Levinstein, mpra ; Hocking v. Fraser (1886) 8 
R. P. C. at p. 7 ; Young v. Rosenthal (1884) 1 E. P. C. at p. 41 ; 
Pooley V. Pointon (1886) 2 E. P. C. at p. 178 ; Dunhp Co. v. 
Wapshare Co. (1900) 17 R. P. C. at p. 468 ; Lister v. Norton (1886) 
8 R. P. C. at p. 211 ; Kane v. Gtiest (1899) 16 R. P. C. at p. 448 ; 
Haslam v. HaU (1888) 6 R. P. C. at p. 25) ; and where the plain- 
tiff has succeeded on the issue of validity but failed on the issue 
of infringement (see Nordenfelt v. Gardner (1884) 1 E. P, C. 61 ; 
WhiU V. Hartley (1908) 20 R. P. C. at p. 275; Needham v. 
Johnson (1884) 1 R. P. C. at p. 59 ; Westinghouse v. Lancashire, 
etc. Co. (1884) 1 R. P. C. at p. 254). Also, where the plain- 
tiff has succeeded as to an issue of threats, and failed as to the 
issue of infringement {Montain v. Parker (1908) 20 R. P. C. 769) ; 
and where he has succeeded on one patent and failed on another 
{Brooks V. Lamplugh (1898) 15 R. P. C. at p. 52 ; cf. Lxicas v. 
Miller (1900) 17 R. P. C. 165). 

In cases, however, where there has been a genuine contest as to 
infringement, a successful defendant will not usually be ordered to 
pay the costs of the issue of infringement (see Kaye v. Chvbb (1887) 
4 R. P. C. at p. 800 ; Wesiiey v. Perkes (1898) 10 R. P. C. at p. 194 ; 
Guilbert-Machin v. KeiT (1887) 4 R. P. C. at p. 28 ; Stohwasser v. 
Humphreys (1900) 18 R. P. C. at p. 128). 

The cost of issues raised by either party, but abandoned at 
the trial or on appeal, will be ordered to be paid by the party who 
raised them (Thomson v. American Braided Co. (1889) 6 R. P. C. 
518; Marshall v. Chameleon PatenU (1901) 18 R. P. C. 400 ; but 
see Worthington Co. v. Moore (1908) 20 R. P. C. at pp. 49, 50; 
Re Scon's Patent (1908) 20 R. P. C. at p. 264). 

Where two or more patents are sued upon, and the case as to 
one is abandoned at the trial, the proper order is that the defendant 
(if unsuccessful in the action) shall pay the costs, except so far as 
increased by the plaintiffs' claim to the patent not relied upon, the 
plaintiffs to pay the increase ; the action will not be dismissed with 
costs in so far as it is based on the patent not relied upon 
( Worthington Co. v. Moore (1902) 20 R. P. C. at pp. 49, 50 ; Sutcliffe 
v. AbboU (1902) 20 R. P. C. at p. 60 ; cf. Brooks v. Lamplugh 
(1898) 16 R. P. C. at p. 52 ; and see Ord. 65, r. 2). 

Costs of Shorthand Notes. — The costs of shorthand notes of 
the evidence are very seldom allowed ; but the costs of the notes 
of the judgment are frequently given (see Morris v. Young (1895) 
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12 R. P. C. at p. 464). Where, however, the notes of the evidence 
were referred to day by day in the Court below, and copies were 
really necessary to enable the Court to follow the arguments, the 
costs of all copies reasonably required were allowed by the Court 
of Appeal (Castner-Kellner Co. v. Commercial Corpn. (1899) 16 
R. P. C. at pp. 275, 276). And where the shorthand notes 
enabled the Court to try the case in far less time than it might 
otherwise have occupied, the costs were allowed {Palmar Tyre Co. 
V. Pneumatic Tyre Co. (1899) 16 R. P. C. at p. 496). 

Misoelianeous Costs. — The costs of a view by counsel of the 
works of the other party after the trial, and before the hearing of 
the appeal, have been allowed {Leeds Forge Co.Y.Deighton's Co. 
(1908) 20 R. P. C. 185). 

Where the Court of Appeal has not given special leave to give 
fresh evidence on the appeal, the costs of a witness who attends 
to give the evidence will not be allowed (Leeds Forge Co. v. 
Deighton's Co., supra). 

If the defendant is a person acting in exercise of statutory or 
public duties, he is entitled, by virtue of the Public Authorities 
Protection Act, 1898, if successful, to costs as between solicitor 
and client {Bntish Thomson-HoiLston Co. v. Mayor of Manchester 

(1903) 20 R. P. C. at p. 471 ; Chamberlain v. Mayor of HuddersfUld 
(1901) 18 R. P. C. at p. 456). As to the class of persons who are 
within the Act, see Chamberlain \. Mayor of Bradford (1900) 17 
R. P. C. 762 ; New Conveyor Co. v. Edinburgh Commissioners 

(1904) 21 R. P. C. 147. 

As to when the costs of three counsel wUl be allowed, see 
Dunlop Co. V. Wapshare Co. (1900) 17 R. P. C. at pp. 459, 460. 
As to costs of obtaining expert evidence, see Bradford Dyers v. 
Buiy (1902) 19 R. P. C. 125. As to costs of inspection and of 
erecting machinery at the time of the trial, see Ashtcorth v. English 
Card Co. (1904) 21 R. P. C. 858. 

Stay Pending Appeal. 

An appeal does not operate as a stay of execution, or of pro- 
ceedings under the decision appealed from, except so far as the 
Court appealed from, or any Judge thereof, or the Court of 
Appeal, may order (R. B. C. Ord. 58, r. 16). The application to 
stay should be made to the Court below in the first instance 
(Ord. 68, r. 17). 

Neither an injunction nor an account wUl be stayed as a rule 
{Otto V. SUel (1886) 8 R. P. C. at p. 121 ; Chadbum v. Mechan 
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(1895) 12 R. P. C. at p. 186 ; Edison v. Woodhouse (1886) 8 
E. P. C. at p. 178 ; Proctor v. Bennis (1887) 4 R. P. C. at p. 868 ; 
PUkingtan v. Teakley (1901) 18 R. P. C. at pp. 468, 464 ; Hicka 
V. Simmons (1904) 21 R. P. C. at p. 420). But an injunction and 
an account will sometimes be stayed on the defendant under- 
taking to keep an account and to prosecute the appeal with due 
diligence (Kaye v. Chvbb (1887) 4 R. P. C. at p. 27 (injunction 
and account stayed) ; Woodward v. Sansum (1886) 8 R. P. C. at 
p. 866 (account stayed); Hwrnphersonv. Syer (1887) 4 R. P. C. 
at p. 189 (account stayed, but stay of injunction refused) ; 
Hocking Y. Fraser (1886) 8 R. P. C. at p. 7 ; DuckeUy. Whitehead 
(1895) 12 R. P. C. at p. 191 ; North British Co. v. Macintosh 
(1894) 11 R. P. C. at p. 489 (injunctions stayed)). 

In Kopp V. Rosewald ( (1902) 19 R. P. C. at p. 212) an inquiry as 
to damages was stayed. In Howes v. Webber ( (1895) 12 R. P. C. 
at p. 470) an order for destruction was stayed. In WashJmm 
Co. V. Patterson ( (1884) 1 R. P. C. 191) an order for delivery up 
was stayed on the defendant undertaking that the infringing 
articles should not be removed out of this country pending the 
appeal. 

A stay as to costs is very seldom granted (see Castner-KeUner 
Co. V. Commercial Corpn. (1898) 16 R. P. C. at p. 662 ; Dick v. 
EUam's Co. (1899) 16 R. P. C. at p. 424 ; Wolf v. Nopitsch (1900) 
17 R. P. C. at p. 881) ; the successful party's solicitor usually 
gives an undertaking to repay the costs if the judgment is 
reversed on appeal (see Easterbrook v. O. W. R. Co. (1885) 2 
R. P. C. at p. 212 ; Ticket Punch Co. v. Colley's Patents (1895) 
12 R. P. C. at p. 10). But if the solicitor refuses to give an 
undertaking the payment of the costs may be stayed (Ackroyd v. 
Thomas (1904) 21 R. P. C. at p. 412). 

Appeals. 

Appeals to the Court of Appeal are by way of re-hearing, and 
must be brought by notice of motion in a summary way. The 
appellant may appeal from the whole or any part of any judgment 
or order, and the notice of motion must state whether the whole or 
part only of the judgment or order is complained of, and in the 
latter case must specify such part (R. S. C. Ord. 58, r. 1). Where 
the plaintiffs appealed, and the defendants served notice that on 
the hearing, in the event of the Court of Appeal reversing the 
judgment upon a certain claim, the defendants would ask that 
the judgment upon a counter-claim might be reversed, the Court 
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of Appeal refused to set aside the notice as irregular and 
embarrassing (Dunlop Co. v. North British Co. (1904) 21 R. P. 0. 
at pp. 179, 180). 

No appeal lies in respect of the grant or refusal of a certificate 
that the validity of the patent came in question in the action 
{Haslam v. Hall (1888) 5 R. P. C. 144), or, without leave, in respect 
of costs (s. 49 of the Judicature Act, 1878). But an appeal lies 
from a decision as to the taxation of costs on the higher or lower 
scale {Paine v. Chisholm [1891] 1 Q. B. 581). 

Security for Costs. — Such deposit or other security for the 
costs to be occasioned by any appeal must be made or given as 
may be directed under special circumstances by the Court of 
Appeal (R. S. C. Ord. 58, r. 15). 

Application for security should be made promptly (Pooley v. 
Whetham (1886) 83 C. D. 76; cf. Ganard v. Edge (1890) 7 
R. P. G. at p. 144) ; and application ought to be made to the 
appellant before moving {Garrard v. Edge, supra). 

The order now usually made is that if the appellant does not 
give the required security within a fixed time the appeal shall 
stand dismissed. The amount of security to be given must 
depend upon the circumstances of each particular case ; but the 
present practice is not to require a large amount of security. In 
an unreported case decided this year {Sandow v. Szaiay), 202. only 
was ordered, although the respondent's costs had already 
amounted to over 9001., and the appellant was admittedly without 
means. The appeal was eventually allowed {Sandow v. Szalay 
(1904) 21 R. P. G. 888). 201. was also ordered in the case of 
Garrard v. Edge, stipra. 

The insolvency of an appellant is primd facie a sufficient 
reason for ordering him to give security for costs {per Gotten, L.J., 
in Re Ivory (1878) 10 G. D. at p. 377 ; Farrer v. Lacy (1885) 28 
G. D. 482). As to other grounds upon which security for costs 
will be required, see the notes to Ord. 58, r. 15 in the Annual 
Practice. 

Judge's Notes. — When oral evidence taken in the Gourt below 
has to be considered on appeal, the appellant must apply for a 
copy of the Judge's notes, and if he does not the appeal will be 
ordered to stand over at the expense of the appellant {Ellington 
V. Clark (1889) 38 G. D. 332). 

Evidence. — The Gourt of Appeal may admit evidence not 
given in the Gourt below {Hinde v. Osborne (1885) 2 R. P. G. at 
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p. 47) and has power to allow an amendment of the particulars for 
this purpose {Shoe Co. v. CuUan (1896) 12 R. P. C. at p. 581). 
But the Court of Appeal is always very reluctant to allow fresh 
evidence (Walker v. Hydro-Carbon Syndicate (1886) 8 R. P. C. at 
p. 254; Shoe Co, v. Cutlan, supra; Hinde v. Osborne^ mpra; 
Nadel v. Martin (1908) 20 R. P. C. 721). 

Where the defendant at the trial gives evidence of anticipations 
not within the particulars, and the plaintiff does not ask for an 
adjouhunent, the Court of Appeal will not allow the plaintiff to 
adduce fresh evidence as to such anticipations (Barcroft v. Smith 
(1897) 14 R. P. C. 172). 

If an issue is abandoned at the trial, the Court of Appeal will 
not allow it to be raised on appeal (WeMey v. Perkes (1898) 10 
R. P. C. 882 ; Hinde v. Osborne (1885) 2 R. P. C. 45). 

Where a model has been put in evidence at the trial, it should 
be produced in the Court of Appeal in the same condition as it 
was in at the trial ; it is very improper to make any alteration 
whatever in its appearance or working power {Winby v. Man- 
chester Tramways (1891) 8 R. P. C. at p. 68). 

Appeal to the House of Lords. — ^An appeal lies to the House 
of Lords from any order or judgment of the Court of Appeal. 

In the absence of special circumstances a stay of execution will 
not be granted pending appeal to the House of Lords (see 
supra). 

If persons intending to appeal to the House of Lords desire to 
have security for repayment of the sum they have been ordered 
to pay as damages, they must make out a prima facie case ; it 
must be shown that the appellant wUl probably not have the 
means of getting baek the money if the House of Lords make a 
different order {American Braided Co. v. Thomson (1890) 7 R. P. C. 
at p. 168). 
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CHAPTER X. 
Appeals to thb Law Offigebs. 

WHEN APPEALS LIE— LAW OFFICERS' RULES— GENERAL. 

It has already been stated that from the decision of the Comp- 
troller (1) refusing an application (see p. 88, supra), or (2) 
requiring an amendment of the application or specifications (see 
p. 88, supra), or (8) refusing leave to amend or on opposition 
to the amendment of the specification (see p. 86, supra), or (4) 
an opposition to the grant of a patent (see p. 64, supra), an 
appeal lies to the Law Officer. 

The procedure on such appeals is governed by the Law Officers' 
Rules, which are as follows : — 

Law Offlcera' Rules. 

I. When any person intends to appeal to the Law Officer from 
a decision of the Comptroller in any case in which such appeal is 
given by the Acts, he shall within fourteen days from the date 
of the decision appealed against (a) file in the Patent Office a notice 
of such his intention. 

II. Such notice shall state the nature of the decision appealed 
against, and whether the appeal is from the whole, or part only, 
and if so, what part of such decision (5). 

III. A copy of such notice of intention to appeal shall be sent by 
the party so intending to appeal to the Law Officers' clerk, at room 
549, Royal Courts of Justice, London ; and when there has been an 
opposition before the Comptroller, to the opponent or opponents ; 
and when the Comptroller has refused to seal a patent on the 

(a) Where the Comptroller reqaires of appeal ; and where a notice of appeal 

an amendment, and does not in his is given as to part only of the Gomp- 

decision settle the specific words of the troUer's decision, the person receiving 

amendment, the time for appealing is such notice and desiring to question 

regarded as dating from the day of other parts of the decision, must give a 

forwardiug to the opponent a copy counter-notice. If the original notice 

of the amendment approved by him is only given just before the expiration 

(^handler's Patent (1886) Griff. P. C. of the fourteen days, the time for giving 

at p. 273). a counter-notice may be extended under 

(V) The effect of rules 1 and 2 is to rule 6 (JRe Bairutouft Patent (1888) 

limit the heariug before the Law Officers 5 R. P. C. at p. 
to points specifically raised by the notice 
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ground that a previous application for a patent for the same inven- 
tion is pending, to the prior applicant (c). 

IV. Upon notice of appeal being filed, the Comptroller shall forth- 
with transmit to the Law Officers* clerk all the papers relating 
to the matter of the application in respect of which such appeal is 
made. 

y. No appeal shall be entertained of which notice is not given 
within fourteen days from the date of the decision appealed against, 
or such further time as the Comptroller may allow, except by 
special leave upon application to the Law Officer. 

VL Seven days' notice, at least, of the time and place appointed 
for the hearing of any appeal, shall be given by the Law Officers' 
clerk, unless special leave be given by the Law Officer that any 
shorter notice be given. 

YIL Such notice shall in all cases be given to the Comptroller 
and the appellant ; and, when there has been an opposition before 
the Comptroller, to the opponent or opponents; and, when the 
Comptroller has refused to seal a patent on the ground that an 
application for a patent for the same invention is pending, to the 
prior applicant. 

VIIL The evidence used on appeal to the Law Officer shall 
be the same as that used at the hearing before the Comptroller ; 
and no further evidence shall be given, save as to matters which 
have occurred or come to the knowledge of either party after the 
date of the decision appealed against, except with the leave of the 
Law Officer upon application for that purpose (d). 

IX. The Law Officer shall, at the request of either party, order 
the attendance at the hearing on appeal, for the purpose of being 
cross-examined, of any person who has made a declaration in the 
matter to which the appeal relates, unless in the opinion of the Law 
Officer there is good ground for not making such order (e). 

X. Any person requiring the attendance of a witness for 

(c) Notice should be given to the refosed. 
respondent, even if he was the appU- (e) When it is desired to obtain an 

cant before the Comptroller (iZs Hill's order for the attendance of declarants 

Application (ISSS) 5 KF.G.&t p^. 601, for cross-examination, a list of snch 

602; hut see EeRylaHiTs Patent llSSS) persons should be left with the Law 

5 R. P. C. at p. 668). Officers' clerk, with a request for an 

(S) The exception does not entitle a order for their attendance ; copies of 

party to raise an additional ground of the request and list should be sent to 

objection (^BaiUy's Patent (1884) Griff. the other side. The Law O^cer then 

P. C. at p. 270). requests the attendance of both parties 

In Me ThwaUe's Patent ((1892) 9 before him with reference to the appli- 

R. P. C. 616) leave was given to call as cation, and if satisfied that^an order 

witnesses persons who had not made should go, directs that summonses should 

declarations when the matter was before be issued, which the Law Officers' clerk 

the Comptroller. In Hvth't Patera issues in due course (see Griff. P. C. at 

((1884) Griff. P. C. 292) leave to p. 319). 
adduce new evidence of fraud was 

L.P. Q 
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cross-examination shall tender to the witness whose attendance is 
required a reasonable sum for conduct money. 

XL Where the Law Officer orders that costs shall be paid by any 
party to another, he may fix the amount of such costs, and if he 
shall not think fit to fix the amount thereof, he shall direct by 
whom and in what manner the amount of such costs shall be 
ascertained (/). 

XII. If any costs so ordered to be paid be not paid within 
fourteen days after the amount thereof has been so fixed or 
ascertained, or such shorter period as shall be directed by the Law 
Officer, the party to whom such costs are to be paid may apply to 
the Law Officer for an order for payment, under the provisions of 
s. 38 of the Act. 

XIII. All documentary evidence required, or allowed by the Law 
Officer to be filed, shall be subject to the same regulations, in all 
respects, as apply to the procedure before the Comptroller, and 
shall be filed^in the Patent Office, unless the Law Officer shall order 
to the contrary, 

XIV. Any notice or other document required to be given to the 
Law Officers' clerk, under these Rules, may be sent by a prepaid 
letter through the post. 

General. — After the decision of the Law OfiScer has been 
given, the matter will not be re-opened except under special 
circumstances, e.g., in the case of fraud, a serious mistake, or 
miscarriage (Re Thornas and Pravosfs Application (1898) 15 
R. P. C. 268). 

The Law Officer may, if he thinks fit, obtain the assistance 
of an expert (s. 11 (4) of the Act of 1883) ; but it is not the 
practice to exercise this power (see Re Lake's Patent (1889) 6 
R. P. C. at p. 550). 



(/) Where there is no fresh evidence, 
or where there are no special circmn- 
stances, the costs generally follow the 
event {Stubbs' Patent (1884) Griff. P. 0. 
298 ; Be Mills* Application (1901) 18 



R. P. C. at p. 324). It is not the custom 
of the Law Officers to give costs to 
such an amount as will completely 
indemnify the parties (^Re Stttart's 
Application (1892) 9 R. P. C. at p. 453). 
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CHAPTER XI. 
Intbbnational and Colonial Abrangbmbnts. 

international arbangbmbnts — colonial arrangements — 
the convention— the application. 

Intemational Arrangemeiits. — S. 108 (1) of the Patents 
Act, 1883, as amended by s. 6 of the Patents Act, 1885, and 
s. 1 (1) of the Patents Act, 1901, provides that if (His) Majesty 
is pleased to make any arrangement with the Governments of 
any foreign States for mutual protection of inventions, then any 
person who has applied for protection for any invention in any 
such State shall be entitled to a patent for his invention in 
priority to other applicants, and such patent shall have the 
same date as the date of the application in such foreign State : 
Provided that his application is made within twelve months from 
his applying for protection in the foreign State with which the 
arrangement is in force. 

The publication in this country, during the respective periods 
aforesaid, of any description of the invention, or the use therein 
during such periods of the invention, does not invalidate the 
patent which may be granted for the invention (s. 108 (2)). 
But the patentee is not entitled to recover damages for infringe- 
ments happening prior to the date of the actual acceptance of 
his complete specification (s. 108 (1) ). 

The provisions of s. 108 apply only in the case of those foreign 
States in respect to which His Majesty shall from time to 
time by Order in Council declare them to be applicable, and so 
long only in the case of each State as the Order in Council shall 
continue in force with respect to that State (s. 108 (4) ). 

Colonial Arrangements. — ^Where the Legislature of any British 
Possession has made satisfactory provision for the protection of 
inventions patented in this country. His Majesty may from time 
to time by Order in Council apply the provisions of s. 108, with 
such variations or additions as to His Majesty in Council may 
seem fit, to such British Possession (s. 104 (1), iind.). The Order 
in Council takes effect as if the provisions had been contained in 

Q 2 
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the Act; but it may be revoked by His Majesty in Council 
(s. 104 (2), im.). 

The ConTention. — By Order in Council dated the 26th June, 
1884, the provisions of s. 108 were applied to the countries then 
signatories to the Convention. The Convention was amended 
at a conference on the 14th December, 1900. A copy of the 
Convention (published by Messrs. Eyre & Spottiswoode) may be 
purchased for 2d, The following are the most important 
points: — 

(1) The subjects of each of the contracting States enjoy in all 
other States the same advantages that their respective laws grant 
to their own subjects (Art. 2). 

(2) Any person who lias applied for a patent in one of the con- 
tracting States enjoys, as regards registration in the other States, 
a right of priority for a term of twelve months. Consequently, 
subsequent registration in any. of the other States before expiry 
of this period is not invalidated through another registration, 
or by publication or user of the invention during the interval 
(Art. 4). 

(8) The introduction by the patentee into the country where 
the patent has been granted of objects manufactured in any of 
the States does not entail forfeiture ; but the patentee remains 
bound to work his patent in conformity with the laws of the 
country into which he introduces the patented objects (Art. 5). 

An International Office in connection with the Convention has 
been established at Berne, Switzerland, which publishes a 
monthly periodical, entitled "La Propriet6 Industrielle." 

The States now parties to the Convention are set out in a 
circular (" Instructions to Applicants for Patents ") published by 
the Patent Office and issued gratis. 

The Application. — Every Convention application must be 
made within twelve months from the date of the first foreign 
application (Patents Bules, 1908, Rule 18 ; s. 1 (1) of the Patents 
Act, 1901). 

The application must be on Form A. 2, and it must — 

(a) Be accompanied by a complete specification (Rule 13, ibid, ; 
8. 1 (2), Md,), 

(b) Be accompanied by a copy or copies of the specification, and 
drawings or documents filed or deposited by the applicant in the 
Patent Office of the foreign State or British Possession in respect 
of the first foreign application, duly certified by the official chief or 
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head of the Patent Office of such foreign State or British 
Possession, or otherwise verified to the satisfaction of the 
Comptroller (Rule 14, ibid.) ; and 

(c) Be signed by the person or persons by whom the first foreign 
application was made, or, if such person or any of such persons be 
dead, by the legal representative of the deceased, as well as by the 
other applicants, if any (Rule 13, ibid.). 

If any specification or other document relating to the applica- 
tion is in a foreign language, a translation must be annexed and 
verified by statutory declaration or otherwise to the satisfaction 
of the Comptroller (Rule 14, ibid.). 

If the complete specification left with the application is not 
accepted within twelve months from the date of the first foreign 
application, it is open to public inspection at the expiration of 
that period (Rule 16, ibid. ; s. 1 (2) of the Act of 1901). 

Except as above mentioned, and as to dating (see p. 87, supra)^ 
and to the payment of renewal fees (see p. 88, supra) ^ all 
proceedings in connection with a Convention application are 
taken within the times and in the manner prescribed by the Acts 
or Rules for ordinary applications (Rule 16, ibid.). 

A corporation can apply under s. 108 (Re Carez's Application 
(1889) 6 R. P. C. 552 ; " Instructions to Applicants for Patents," 
issued by the Patent Office). 

If a foreign patentee obtains a patent here in the ordinary way 
and not on Form A. 2, i.e., not under s. 108, he cannot have his 
patent ante-dated (British Tanning Co. v. Oroth (1891) 8 R. P. C. 
Skt pp. 121, 122; and see Acetylene Co. v. United Alkali Co. 
(1903) 20 R. P. C. at p. 167). 

A patent under the Convention can only be granted to the 
person who has made the foreign application ; an application for 
an invention communicated from abroad cannot be made under 
8. 108 ; it must be on Form A. 1, and cannot be dated back (Re 
Shallenberger's Application (1889) 6 R. P. C. 550; Re Carez's 
Application, sitpra). 
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CHAPTER Xn. 
Patent Aoents. 

WHAT things may BE DONE THROUGH AGENTS — WHO MAY BE 
REGISTERED— PENALTIES— PATENT AGENTS RULES. 

With the exception of the signing of the following documents, 
namely : 

(1) Applications for patents ; 

(2) Bequests for leave to amend applications, specifications, 

or letters patent ; 
(8) Authorizations of agents ; 
(4) Notices of oppositions; 

(6) Bequests for issue of duplicate letters patent ; and 
(6) Notices of abandonment of or of intention not to proceed 
with applications, surrenders of letters patent, and 
petitions for compulsory licences and revocation of 
letters patent — 

all communications to the Comptroller under the Acts 

and Bules may be signed by, and all attendances on the 

Comptroller may be made by or through an agent duly 

authorised to the satisfaction of the Comptroller, and, 

if he so requires, resident in the United Kingdom or 

the Isle of Man (Patents Bules, 1903, Bule 81). 

The Comptroller is not bound to recognise as an agent or 

to receive further communications from any person whose name, 

by reason of disgraceful professional conduct, has been erased 

from the Begister of Patent Agents, and not since restored. 

And in any particular case, the Comptroller may require the 

personal signature or presence of an applicant, opponent, or 

other person (Bule 81, ibid.). 

Who is Entitled to be Registered as a Patent Agent— A 

person is not entitled to describe himself as a patent agent, 
whether by advertisement, by description on his place of 
business, by any document issued by him, or otherwise, unless 
he is registered as a patent agent pursuant to the Act of 1888 
(s. 1 (1) of the Patents Act, 1888). 
Every person who proves to the satisfaction of the Board of 
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Trade that prior to the passing of the Act he had been bond 
fide practising as a patent agent, is entitled to be registered 
(s. 1 (8), ibid.). No other person is entitled to be registered 
unless he has passed such final examination as to his knowledge 
of Patent Law and practice and of the duties of a patent agent 
as the Institute of Patent Agents from time to time prescribe. 

Penalty for Practising when not Registered. — If any person 
knowingly describes himself as a patent agent in contravention 
of the section, he is liable, on summary conviction, to a fine 
not exceeding 20Z. (s. 1 (4), ibid.). 

An unregistered person may describe himself as a "patent 
expert " without committing any offence (Oraham v. Eli (1898) 
15 E. P. C. 259). 

If a person who has bond fide practised as a patent agent 
prior to the passing of the Act continues to describe himself 
as a patent agent without being actxuMy registered, he commits 
an offence {Starey v. Graham (1899) 16 E. P. C. 106). 

A person who fails to pay the registration fee or his annual 
fee can be struck off the register ; and if he continues to 
practise may be convicted under the section (Chartered Institute 
of Patent Agents v. Locktvood (1894) 11 E. P. C. 874). 

Register of Patent Agents Rules. — The Board of Trade may 
from time to time make such general rules as are, in their 
opinion, required for giving effect to the section (s. 1 (2), ibid.), 
and the rules so made are as effectual as if they were contained 
in an Act of Parliament (see Chartered Institute of Patent Agents 
V. Lockwood (1894) 11 E. P. C. 374). 

The Eegister of Patent Agents Eules, 1889, as amended by 
the Eegister of Patent Agents Eules, 1891, are the Eules now 
in force and are as follows : — 

1. A Register shall be kept by the Chartered Institate of 
Patent Agents (a) subject to the provisions of these Rules and to 
the Orders of the Board of Trade, for the registration of patent 
agents in pursuance of the Act. 

2. The Register shall contain in one list all patent agents who 
are registered under the Act and these Rules. 

Such list shall be made out alphabetically, according to the sur- 
names of the registered persons, and shall also contain the full name 
of each registered person, with his address, the date of registration, 
and a mention of any honoiurs, memberships, or other additions to the 
name of the registered person which the Council of the Institute may 



{a) The words in heavy type are alterations effected by the Rules of 1891. 
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consider worthy of mention in the Register. The Register shall 
be in the Form 1 in Appendix A., with such variations as may be 
required. 

3. In the month of February in each year, and at such other 
times as the Chartered Institute of Patent Agents may think 
desirable, the said Chartered Institute shall cause a correct copy 
of the Begister to be printed under their direction, and plaoed 
on sale. A copy of the Register for the time being purporting to 
be so printed and published shall be admissible as evidence of all 
matters stated therein, and the absence of the name of any person 
from the Register shall be evidence, until the contrary is made to 
appear, that such person is not registered in pursuance of the Act. 

4. The Institute shall appoint a Registrar, who shall keep the 
Register in accordance with the provisions of the Act and these 
Rules, and, subject thereto, shall act under the directions of the 
Institute, and Uie Board of Trade. 

5. A person who is desirous of being registered in pursuance of 
the Act, on the ground that prior to the passing of the Act he had 
been bona Jlde practising as a patent agent, shall produce or 
transmit to the Board of Trade a statutory declaration in the 
Form 2 in Appendix A. ; provided that the Board of Trade may, in 
any case in which they shall think fit, require further or other 
proof that the person had prior to the passing of the Act been 
bond fide practising as a patent agent. Upon the receipt of such 
statutory declaration, or of such further or other proof to their 
satisfaction, as the case may be, the Board of Trade shall transmit 
to the Registrar a certificate that the person therein named is 
entitled to be registered in pursuance of the Act, and the Registrar 
shall on the receipt of such certificate cause the name of such 
person to be entered in the Register. 

6. Subject to the provisions of the Act in favour of every person 
who proves to the satisfaction of the Board of Trade that prior to 
the passing of the Act he had been bond fide practising as a patent 
agent, no person shall be entitled to be registered as a patent 
agent unless he has passed, and produces or transmits to the Regis- 
trar a certificate under the seal of the Institute that he has passed, 
such final examination as to his knowledge of Patent Law and 
practice and of the duties of a patent agent as the Institute shall 
from time to time prescribe. 

7. Any person who has been for at least seven consecutive years 
continuously engaged as a pupil or assistant to one or more regis- 
tered patent agents, and any person for the time being entitled to 
practise as a solicitor of the Supreme Coui*t of Judicatxire in 
England or Ireland, or as a law agent before the Court of Session 
in Scotland, shall be entitled to be registered without passing any 
examination other than the final examination provided for in the 
last preceding Rule. The Registrar shall before registering the 
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name of any such person as a patent agent (in addition to the final 
examination certificate) require proof satisfactory to the Registrar 
that such person has been for at least seven consecutive years con- 
tinuously engaged as such pupil or assistant, or is entitled to 
practise as such solicitor or law agent. 

8. Any person who is not qualified under Rule 7 must, in 
order to be entitled to present himself for the final qualifying 
examination, be — 

A person who has passed one of the preliminary examinations 
mentioned in Appendix B., or such other examination 
as the Institute shall, with the approval of the Board 
of Trade, by regulation prescribe. 

9. The Institute shall hold at least once in the year, commencing 
with the first day of July, 1889, and in every other succeeding 
year, a final qualifying examination, which shall be the final 
qualifying examination required under Rules 6 and 7 ; and the 
Institute shall, subject to these Rules, have the entire management 
and control of all such examinations, and may from time to time 
make regulations with respect to all or any of the following matters, 
that is to say, 

(a) The subjects for and the mode of conducting the exami- 
nation of candidates ; 

(6) The times and places of the examinations, and the notices 
to be given of examinations ; 

(c) The certificates to be given to persons of their having 

passed the examinations ; 

(d) The appointment and removal of examiners, and the 

remuneration, by fees or otherwise, of the examiners so 
appointed ; and 

(e) Any other matter or thing as to which the Institute may 

think it necessary to make regulations for the purpose 
of carrying out this Rule. 

10. The Registrar shall from time to time insert in the Register 
any alteration which may come to his knowledge in the name or 
address of any person registered. 

11. The Registrar shall erase from the Register the name of any 
registered person who is dead. . 

12. The Registrar may erase from the Register the name of any 
registered person who has ceased to practise ajs a patent agent, but 
not (save as hereinafter provided) without the consent of that 
person. For the purposes of this Rule the Registrar may send by 
post to a registered person to his registered address a notice 
inquiring whether or not he has ceased to practise or has changed 
his residence, and if the Registrar does not within three months 
after sending the notice receive an answer thereto from the said 
person, he may, within fourteen days after the expiration of the 
three months, send him by post to his registered address another 
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notice referring to the first notice, and stating that no answer has 
been received by the Registrar ; and if the Registrar either before 
the second notice is sent receiyes the first notice back firom the 
dead letter office of the Postmaster-General, or receiyes the second 
notice back from that office, or does not within three months after 
sending the second notice receive any answer thereto from the 
said person, that person shall, for the purpose of this Rule, be 
deemed to have ceased to practise, and his name may be erased 
accordingly. 

13. If any registered person shall not, within one month from 
the day on which his annual registration fee becomes payable, pay 
such fee, the Registrar may send to such registered person to his 
registered address a notice requiring him, on or before a day to be 
named in the notice, to pay his annual registration fee ; and if such 
registered patent agent shall not within one month from the day 
named in such notice pay the registration fee so due from him, the 
Registrar may erase his name from the Register : Provided that 
the name of a person ersfled from the Register under this rule may 
be restored to the Register by direction of the Institute or the 
Board of Trade on payment by such person of the fee or fees due 
from him, together with such further sum of money, not exceeding 
in amount the annual registration fee, as the Institute or the 
Board of Trade (as the case may be) may in each particular case 
direct. 

14. In the execution of his duties the Registrar shall, subject to 
these Rules, in each case act on such evidence as appears to him 
sufficient. 

15. The Board of Trade may order the Registrar to erase from 
the Register any entry therein which is proved to their satisfaction 
to have been incorrectly or fraudulently inserted. 

16. If any registered person shall be convicted in Her Majesly's 
dominions or elsewhere of an offence which, if committed in Eng- 
land, would be a felony or misdemeanor, or after due inquiiy, is 
proved to the satisfaction of the Board of Trade to have been guilty 
of disgraceful professional conduct, or having been entitled to 
practise as a solicitor or law agent shall have ceased to be so 
entitled, the Board of Trade may order the Registrar to erase from 
the Register the name of such person. Provided that no person 
shall be adjudged by the Board of Trade to have been guilty of 
disgraceful professional conduct unless such person has received 
notice of, and had an opportunity of defending himself from, any 
charge brought against him. 

17. — (1.) Where the Board of Trade direct the erasure from the 
Register of a name of any person, or of any other entry, the name 
of the person or the entry shall not be again entered in the Register, 
except by order of the Board of Trade. 

(2.) The Board of Trade may in any case in which they think 
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fit restore to the Register such name or entry erased there^m 
either without fee, or on payment of such fee, not exceeding the 
registration fee, as the Board of Trade may from time to time fix, 
and the Registrar shall restore the name accordingly. 

(3.) The name of any person erased from the Register at the 
request or with the consent of such person shall, unless it might, 
if not so erased, have been erased by order of the Board of Trade, 
be restored to the Register by the Registrar on his application and 
on payment of such fee, not exceeding the registration fee, as the 
Institute shall from time to time fix. 

18. For the purpose of exercising in any case the powers of 
erasing from and of restoring to the Register the name of a 
person, or an entry, the Board of Trade may appoint a com- 
mittee consisting of such persons as they shall think fit. Every 
application to the Board of Trade for the erasure from, or restora- 
tion to, the Register of the name of any patent agent shall be 
referred for hearing and inquiry to the committee, who shall report 
thereon to the Board of Trade, and a report of the committee shall 
be conclusive as to the facts for the purpose of the exercise of the 
said powers by the Board of Trade. 

19. Any person aggrieved by any order, direction, or refusal of 
the Institute or Registrar may appeal to the Board of Trade. 

20. A person who intends to appeal to the Board of Trade under 
these Rules (in these Rules referred to as the appellant) shall, 
within 14 days from the date of the making or giving of the 
order, direction, or refusal complained of, leave at the office 
of the Institute a notice in writing signed by him of such his 
intention. 

21. The notice of intention to appeal shall be accompanied by a 
statement in writing of the grounds of the appeal, and of the case of 
the appellant in support thereof. 

22. The appellant shall also immediately after leaving his notice 
of appeal at the Institute send by post a copy thereof with a copy of 
the appellant's case in support thereof addressed to the Secretary 
of the Board of Trade, 7, Whitehall Gardens, London. 

23. The Board of Trade may thereupon give such directions 
(if any) as they may think fit for the purpose of the hearing of the 
appeal. 

24. Seven days' notice, or such shorter notice as the Board of 
Trade may in any particular case direct, of the time and place 
appointed for the hearing of the appeal shall be given to the appellant 
and the Institute and the Registrar. 

25. The appeal may be heard by the President, a Secretary, or an 
Assistant Secretary of the Board of Trade, and the decision and 
order thereon of the President, Secretary, or Assistant Secretary, as 
the case may be, shall be the decision of the Board of Trade on such 
appeal. On the appeal such decision may be given or order made 
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in reference to the subject-matter of the appeal as the case may 
require. 

26. The fees set forth in Appendix C. to these Rules shall be paid 
in respect of the several matters, and at the times and in the manner 
therein mentioned. The Board of Trade may from time to time, by 
orders signed by the Secretary of the Board of Trade, alter any of 
or add to, the fees payable imder these Rules. 

27. Any regulation made by the Institute under these Rules may 
be altered or revoked by a subsequent regulation. Copies of all 
regulations made by the Institute under these Rules shall, within 
twenty-eight days of the date of their being made, be transmitted to 
the Board of Trade, and if within twenty-eight days after a copy of 
any regulation has been so transmitted, the Board of Trade by an 
order signify their disapproval thereof, such regulation shall be of 
no force or effect ; and if, after any regulation under these Rules 
has come into force, the Board of Trade signify in manner aforesaid 
their disapproval thereof, such regulation shall immediately cease to 
be of any force or effect. 

28. The Institute shall once every year in the month of December 
transmit to the Board of Trade a report stating the number of appli- 
cations for registration which have been made in the preceding year, 
the nature and results of the final examinations which have been 
held, and the amount of fees received by the Institute under these 
Rules, and such other matters in relation to the provisions of these 
Rules as the Board of Trade may from time to time, by notice 
signed by the Secretary of the Board of Trade and addressed to the 
Institute, require. 

29. In these Rules, unless the context otherwise requires — 

" The Act " means the Patents, Designs, and Trade Marks 

Act, 1888. 
*< The Institute " means the Institute of Patent Agents 

acting through the Council for the time being. 
'' The Registrar " means the Registrar appointed under these 

Rules. 
'' Registered patent agent " means any agent for obtaining 

patents in the United Kingdom whose name is registered 

under the Act and these Rules. 
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APPENDK A. 

Form 1. 
Foim of Register. 



Name. 



Designation. 



Address. 



Date of Registration. 



Form 2. 

Form of Statutory Deolaration. 

RegitUr of Patent Agents Rules, 1889. 

I, A.B, [insert ftdl name, and in the case of a member of a f/rm add 
"a member of the firm of "], of 

, in the county of , Patent 

Agent, do solemnly and sincerely declare as follows : — 

1. That prior to the 24th December, 1888, I had been band fide 
practising in the United Kingdom as a patent agent. 

2. That 1 acted as patent agent in obtaining the following patents: — 
[Give the official nwnbers and dates of some parents for the United 

Kingdom in the obtaining of which the declarant acted (u patent agent,] 

3. That I desire to be registered as a patent agent in pursuance of the 
said Act 

And I make this solemn declaration conscientiously belieying the same 
to be true and by yirtue of the provisions of the Statutoiy Declarations 
Acts, 1835. 

Declared at 



APPENDIX B(a). 
PartLonlars of Preliminary Examinations. 

1. The Matriculation examination at any University in England, 
Scotland, or Ireland. 

2. The Oxford or Cambridge Middle Glass Senior Local Examinations. 

3. The first public examination before Moderators at Oxford. 

(a) As altered by the Bales of 1891. 
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4. The preyious examination at Cambridge. 

5. The examination in Arts for the second year at Durham. 

6. The examination for first-class certificate of the College of Precep- 
tors (40 & 41 Vict. c. 25, s. 10). 

7. The examination resulting in the obtaining of a Whitworth 
Scholarship. 



APPENDIX C. 
Fees. 



Nature of Fee. 



When to be paid. 



To whom to be paid. 



Amoimt. 



For registration of name of 
patent agent who had been 
bond fide in practice prior 
to the passing of the Act. 

For registration of name of 
any person other than as 
aboTe. 

Annual fee to be paid bj eveiy 
registered patent agent 



On entry of a candidate for the 
final qualifying examination . 



On application and 
before registra- 
tion. 



Do. do. 



On or before Novem- 
ber 30 of each year, 
in respect of the 
year commencing 
January 1st fol- 
lowing. 

At time of entering 
name. 



To the Registrar at 
the Institute. 



Do. 



Do. 



Do. 



do. 



do. 



do. 



£ i.d. 
5 5 



6 6 



3 3 



2 2 
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FEES PAYABLE IN CONNECTION WITH PATENTS. 

£ 8. d. £ 8. d. 
On application for provisional protection .10 
On filing complete specification . .800 

4 

or 
On filing complete specification with first application .400 
On appeal from Comptroller to Law Officer. By 

appellant 8 

On notice of opposition to grant of patent. By 

opponent . 10 

On hearing by Comptroller. By applicant and by 

opponent respectively 10 

On application to amend specification : — 

Up to sealing. By applicant . . . . 1 10 

After sealing. By patentee . . . .800 

On notice of opposition to amendment. By opponent 10 
On hearing by Comptroller. By applicant and by 

opponent respectively 10 

On application to amend specification daring action or 

proceeding. By patentee 8 

On application to the Board of Trade for a compulsory 

licence. By person applying . . . .10 
On opposition to grant of compulsory licence. By 

opponent 10 

On certificate of renewal : — 

Before the expiration of the 4th year from the date of 

the patent and in respect of the 6th year . .600 
Before the expiration of the 6th year from the date of 

the patent and in respect of the 6th year . .600 
Before the expiration of the 6th year from the date of 

the patent and in respect of the 7th year . .700 
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Before the expiration of the 7th year from the date of £ 8. d. 

the patent and in respect of the 8th year . .800 
Before the expiration of the 8th year from the date of 

the patent and in respect of the 9th year . .900 
Before the expiration of the 9th year from the date of 

the patent and in respect of the 10th year . . 10 
Before the expiration of the 10th year from the date of 

the patent and in respect of the 11th year . . 11 
Before the expiration of the 11th year from the date of 

the patent and in respect of the 12th year . . 12 
Before the expiration of the 12th year from the date of 

the patent and in respect of the 18th year . . 13 
Before the expiration of the 18th year from the date of 

the patent and in respect of the 14th year . . 14 
On enlargement of time for payment of renewal 

fees : — 

Not exceeding one month . .10 

„ two months . . .300 

„ three months . . . .600 

For every entry of an assignment, transmission, agree- 
ment, licence, or extension of patent . . . 10 
For duplicate of letters patent .... each 200 
On notice to Comptroller of intended exhibition of a 

patent under section 89 10 

Search or inspection fee each 10 

For oflSce copies .... every 100 words 004 

(but never less than one shilling) 
For office copies of drawings, cost according to 

agreement 

For certifying office copies, MSS. or printed . each 10 
On postal request for printed specification . . .008 
On request to Comptroller to correct a clerical error : — 

Up to sealing 6 

After sealing 10 

For certificate of Comptroller under section 96 . .060 

For altering address in register 5 

For enlargement of time for filing complete specifica- 
tion, not exceeding one month . . . .200 
For enlargement of time for acceptance of complete 
specification : — 

Not exceeding one month . . . .200 
„ two months . . . .400 

„ three months . . . .600 
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PATENTS, DESIGNS, AND TRADE MASKS ACT, 1883. 

[Note. — The parts of the Act which have been repealed are here omitted ; 
amendments made by subsequent Acts are printed in heavier type. The 
Act of 1902 is printed separately, and the parts of that Act which have 
not yet covne into operation are not noted hereJ] 

46 <fe 47 ViOT. c. 57. 

An Act to amend and consolidate the law relating to Patents for 
Inventions, Registration of Designs, and of Trade Marks. 

Be it Enacted, etc. : 

PABT I. 
Prelim IN ABT. 

1. This Act may be cited as '' The Patents, Designs, and Trade 
Marks Act, 1883." 

2. This Act is divided into parts, as follows : Part I. — Pre- 
liminary; Part II. — Patents; Part III. — ^Designs; Part IV. — 
Trade Marks ; Part V. — ^General. 

3. This Act, except where it is otherwise expressed, shall 
commence from and immediately after the 81st day of December, 
1888. 

PAET II. 
Patents. 
Application for and Grant of Patent. 

4. (1) Any person, whether a British subject or not, may make 
an application for a patent. 

(2) Two or more persons may make a joint application for a 
patent, and a patent may be granted to them jointly. 

Whereas donbts have arisen whether nnder the principal Act a 
patent may lawfully be granted to several persons jointly, some or 
one of them only are or is the true and first inventors or inventor ; 

L.P. R 
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be it therefore enacted and declared that it has been and is lawfdl 
under the principal Act to grant snch a patent [_Act 0/1885, 9. 5.] 

5. (1) An application for a patent must be made in the form 
set forth in the First Schedule to this Act, or in such other form 
as may be from time to time prescribed ; and must be left at, or 
sent by post to, the Patent Office in the prescribed manner. 

(2) An application must contain a declaration to the effect that 
the applicant is in possession of an invention, whereof he, or in 
the case of a joint application, one or more of the applicants, 
claims or claim to be the true and first inventor or inventors, 
and for which he or they desires or desire to obtain a patent ; 
and must be accompanied by either a provisional or complete 
specification. 

The declaration may be either a statutory declaration under the 
Statutory Declarations Act, 1835, or not, as may be fix>m time to time 
prescribed. [Ad of 1886, «. 2.] 

(8) A provisional specification must describe the nature of the 
invention, and be accompanied by drawings, if required. 

(4) A complete specification, whether left on application or 
subsequently, must particularly describe and ascertain the nature 
of the invention, and in what manner it is to be performed, and 
must be accompanied by drawings, if required. 

The requirement of (this sub-section) as to drawings shall not be 
deemed to be insufficientiy complied with by reason only that instead 
of being accompanied by drawings the complete specification refers to 
the drawings which accompanied the provisional specification. And 
no patent heretofore sealed shall be invalid by reason only that the 
complete specification was not accompanied by drawings, but refeired 
to those which accompanied the provisional specification. \Aciof\^^^^ 
«. 2.] 

(5) A specification, whether provisional or complete, must 
commence with the title, and in the case of a complete specifica- 
tion must end with a distinct statement of the invention claimed. 

6. The comptroller shall refer every application to an 
examiner, who shall ascertain and report to the comptroller 
whether the nature of the invention has been fairly described, 
and the application, specification, and drawings (if any) have 
been prepared in the prescribed manner, and the title sufficiently 
indicates the subject-matter of the invention. 

*< 7. (1) If the examiner reports that the nature of the invention is 
not fairly described, or that the application, specification, or drawings 
has not, or have not, been prepared in the prescribed manner, or tiiat 
the titie does not sufficiently indicate the subject-matter of the 
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unrention, fhe oomptroller may refuse to accept the application, or 
require tiiat the application, specification, or drawings be amended 
before he proceeds with the application ; and in the latter case the 
application shall, if the oomptroller so directs, bear date as firom the 
time when the requirement is complied with. 

"(2) Where the comptroller refuses to accept an application or 
reqnires an amendment, the applicant may appeal fix>m his decinon to 
the law offloer. 

" (3) The law officer shall, if required, hear the applicant and the 
comptroller, and may make an order determining whether, and subject 
to what conditions, if any, the application shall be accepted. 

<' (4) The comptroller shall, when an application has been accepted, 
give notice thereof to the applicant 

<* (5) If, after an application for a patent has been made, but before 
the patent thereon has been sealed, another application for a patent is 
made, accompanied by a specification bearing the same or a similar 
title, the oomptroller, if he thinks fit, on the request of the second 
applicant, or of his legal representatiye, may, within two months of 
the grant of a patent on the first application, either decline to proceed 
with the second application or allow the surrender of the patent, if 
any, granted thereon." [Act of 1888, s. 2.] 

8. (1) If the applicant does not leave a complete specification 
with his application, he may leave it at any subsequent time 
within nine months from the date of application. 

A complete specification may be left within such extended time, not 
exceeding one month after the said nine months, as the comptroller 
may on payment of the prescribed fee allow. [Act of 1885, s. 8.] 

(2) Unless a complete specification is left within that time 
the application shall be deemed to be abandoned. 

9. (1) Where a complete specification is left after a pro- 
visional specification, the comptroller shall refer both speci- 
fications to an examiner for the purpose of ascertaining whether 
the complete specification has been prepared in the prescribed 
manner, and whether the invention particularly described in 
the complete specification is substantially the same as that 
which is described in the provisional specification. 

(2) If the examiner reports that the conditions hereinbefore 
contained have not been comphed with, the comptroller may 
refuse to accept the complete specification unless and until 
the same shall have been amended to his satisfaction; 
but any such refusal shall be subject to appeal to the law 
officer. 

R 2 
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(8) The law officer shall, if required, hear the applicant and 
the comptroller, and may make an order determining whether 
and subject to what conditions, if any, the complete specification 
shall be accepted. 

(4) Unless a complete specification is accepted within twelve 
months from the date of application, then (save in the case of 
an appeal having been lodged against the refusal to accept) the 
application shall, at the expiration of those twelve months, 
become void. 

A complete specification may be accepted within such extended 
time, not exceeding three months after the said twelve months, as the 
comptroller may on payment of the prescribed fee allow. [Act of 1885, 

8.8.] 

(5) Eeports of examiners shall not in any case be published 
or be open to public inspection, and shall not be liable to pro- 
duction or inspection in any legal proceeding [see Act of 1888, «. 8], 
unless the Court or officer having power to order discovery in 
such legal proceeding shall certify that such production or 
inspection is desirable in the interests of justice, and ought to 
be allowed. 

10. On the acceptance of the complete specification the 
comptroller shall advertise the acceptance ; and the application 
and specification or specifications with the drawings (if any) 
shall be open to public inspection. 

11. (1) Any person may at any time within two months 
from the date of the advertisement of the acceptance of a 
complete specification give notice at the Patent Office of 
opposition to the grant of the patent on the ground of the 
applicant having obtained the invention from him, or fi*om a 
person of whom he is the legal representative, or on the ground 
that the invention has been patented in this country on an 
application of prior date, or on the ground that the complete 
specification describes or claims an invention other than that described 
in the provisional specification, and that snch other invention forms 
the subject of an application made by the opponent in the interval 
between the leaving of the provisional speoifloation and the leaving 
of the complete specification [Act of 1888, s. 4], but on no other 
ground. 

(2) Where such notice is given the comptroller shall give 
notice of the opposition to the applicant, and shall, on the 
expiration of those two months, after hearing the applicant and 
the person so giving notice, if desirous of being heard, decide 
on the case, but subject to appeal to the law officer. 
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(8) The law officer shall, if required, hear the applicant and 
any person so giving notice and being, in the opinion of the 
law officer, entitled to be heard in opposition to the grant, and 
shall determine whether the grant ought or ought not to be 
made. 

(4) The law officer may, if he thinks fit, obtain the assistance 
of an expert, who shall be paid such remuneration as the law 
officer, with the consent of the Treasury, shall appoint. 

12. (1) If there is no opposition, or, in case of opposition, if 
the determination is in favour of the grant of a patent, the 
comptroller shall cause a patent to be sealed with the seal of the 
Patent Office. 

(2) A patent so sealed shall have the same effect as if it were 
sealed with the Great Seal of the United Kingdom. 

(8) A patent shall be sealed as soon as may be, and not after 
the expiration of fifteen months from the date of application 
except in the cases hereinafter mentioned, that is to say — 

(a) Where the sealing is delayed by an appeal to the law 

officer, or by opposition to the grant of the patent, the 
patent may be sealed at such times as the law officer 
may direct. 

(b) If the person making the application dies before the 

expiration of the fifteen months aforesaid, the patent 

may be granted to his legal representative and sealed 

at any time within twelve months after the death of the 

applicant. 

A complete speciflcation may be left and accepted within such 

extended times, not exceeding one month and three months respectively 

after the said nine and twelve months respectively as the comptroller 

may on payment of the prescribed fee allow, and where snch extension 

of time has been allowed, a farther extension of fonr months after the 

said fifteen months shall be allowed for the sealing of the patent ; and 

the principal Act shall have effect as if any time so allowed were 

added to the said periods specified in the principal Act. [Act of 1885, 

«. 3.] 

IS. Every patent shall be dated and sealed as of the day of 
the application : Provided that no proceedings shall be taken in 
respect of an infringement committed before the publication of 
the complete specification : Provided also, that in case of more 
than one application for a patent for the same invention, the 
sealing of a patent on one of those applications shall not prevent 
the sealing of a patent on an earlier application. 
Where an application for a patent has been abandoned, or become 
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▼oidy the speoifleation or spedfloations and drawings (if any) acoom- 
panying or left in ooxmeetion wifh sucli applioation, shall not at any 
tune be open to public inspection or be published by the comptroller. 

[Act of 1885,8. 4.] 

Provisional Protection. 

14. Where an application for a patent in respect of an 
invention has been accepted, the invention may during the 
period between the date of the application and the date of sealing 
such patent be used and published without prejudice to the 
patent to be granted for the same ; and such protection from the 
consequences of use and publication is in this Act referred to as 
provisional protection. 

Protection by Complete Specification. 

15. After the acceptance of a complete specification and until 
the date of seaUng a patent in respect thereof, or the expiration 
of the time for sealing, the applicant shall have the like privileges 
and rights as if a patent for the invention had been sealed on the 
date of the acceptance of the complete specification : Provided 
that an applicant shall not be entitled to institute any proceeding 
for infringement unless and until a patent for the invention has 
been granted to him. 

Patent. 

16. Every patent when sealed shall have effect throughout the 
United Kingdom and the Isle of Man. 

17. (1) The term limited in every patent for the duration 
thereof shall be fourteen years from its date. 

(2) But every patent shall, notwithstanding anything therein 
or in this Act, cease if the patentee fails to make the prescribed 
payments within the prescribed times. 

(3) If, nevertheless, in any case, by accident, mistake, or inad- 
vertence, a patentee fails to make any prescribed payment within 
the prescribed time, he may apply to the comptroller for an 
enlargement of the time for making that payment. 

(4) Thereupon the comptroller shall, if satisfied that the 
failure has arisen from any of the above-mentioned causes, on 
receipt of the prescribed fee for enlargement, not exceeding ten 
pounds, enlarge the time accordingly, subject to the following 
conditions : 

(a) The time for making any payment shall not in any case be 
enlarged for more than three months. 
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(b) If any proceeding shall be taken in respect of an infringe- 
ment of the patent committed after a failure to make 
any payment within the prescribed time, and before the 
enlargement thereof, the Coxuii before which the pro- 
ceeding is proposed to be taken may, if it shall think fit, 
refuse to award or give any damages in respect of such 
infringement. 

Amendment of Specification* 

18. (1) An applicant or a patentee may, from time to time, by 
request in writing left at the Patent Office, seek leave to amend 
his specification, including drawings forming part thereof, by way 
of disclaimer, correction, or explanation, stating the nature of 
such amendment and his reasons for the same. 

(2) The request and the nature of such proposed amendment 
shall be advertised in the prescribed manner, and at any time 
within one month from its first advertisement any person may 
give notice at the Patent Office of opposition to the amendment. 

(8) Where such notice is given the comptroller shall give notice 
of the opposition to the person making the request, and shall 
hear and decide the case subject to an appeal to the law officer. 

(4) The law officer shall, if required, hear the person making 
the request and the person so giving notice, and being in the 
opinion of the law officer entitled to be heard in opposition to 
the request, and shall determine whether and subject to what 
conditions, if any, the amendment ought to be allowed. 

(6) Where no notice of opposition is given, or the person so 
giving notice does not appear, the comptroller shall determine 
whether and subject to what conditions, if any, the amendment 
ought to be allowed. 

(6) When leave to amend is refused by the comptroller, the 
person making the request may appeal from his decision to the 
law officer. 

(7) The law officer shall, if required, hear the person making 
the request and the comptroller, and may make an order deter- 
mining whether, and subject to what conditions, if any, the 
amendment ought to be allowed. 

(8) No amendment shall be allowed that would make the 
specification, as amended, claim an invention substantially larger 
than or substantially different from the invention claimed by the 
specification as it stood before amendment. 

(9) Leave to amend shall be conclusive as to the right of the 
party to make the amendment allowed, except in case of fraud ; 
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and the amendment shall in all Goarts and for all purposes be 
deemed to form part of the specification. 

(10) The foregoing provisions of this section do not apply when, 
and so long as any action for infringement or proceeding for revoca- 
tion of a patent is pending. [S. 5 of the FaierUs Act, 1888.] 

19. In an action for infringement of a patent, and in a pro- 
ceeding for revocation of a patent, the Court or a judge may at 
any time order that the patentee shall, subject to such terms as 
to costs and otherwise as the Court or a judge may impose, be 
at liberty to apply at the Patent Office for leave to amend his 
specification by way of disclaimer, and may direct that in the 
meantime the trial or hearing of the action shall be postponed. 

20. Where an amendment by way of disclaimer, correction, or 
explanation, has been allowed under this Act, no damages shall 
be given in any action in respect of the use of the invention 
before the disclaimer, correction, or explanation, unless the 
patentee establishes to the satisfaction of the Court that his 
original claim was framed in good faith and with reasonable skill 
and knowledge. 

21. Every amendment of a specification shall be advertised in 
the prescribed manner. 

Compul807'y Licences. 

22. [Repealed by 8. 8 of the Act of 1902.] 

Register of Patents. 

23. (1) There shall be kept at the Patent Office a book called 
the Register of Patents, wherein shall be entered the names and 
addresses of grantees of patents, notifications of assignments 
and of transmissions of patents, of licences under patents, and 
of amendments, extensions, and revocations of patents, and such 
other matters affecting the validity or proprietorship of patents 
as may from time to time be prescribed. 

(2) The Register of Patents shall be piindfa<:ie evidence of any 
matters by this Act directed or authorized to be inserted therein. 

(8) Copies of deeds, licences, and any other documents 
affecting the proprietorship in any letters patent or in any 
licence thereunder, must be supplied to the comptroller in the 
prescribed manner for filing in the Patent Office. 

Fees. 

24. (1) There shall be paid in respect of the several instru- 
ments described in the Second Schedule to this Act, the fees in 
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that schedule mentioned, and there shall likewise be paid, in 
respect of other matters under this part of the Act, such fees as 
may be from time to time, with the sanction of the Treasury, 
prescribed by the Board of Trade ; and such fees shall be levied 
and paid to the account of Her Majesty's Exchequer in such 
manner as the Treasury may from time to time direct. 

(2) The Board of Trade may from time to time, if they think 
fit, with the consent of the Treasury, reduce any of those fees. 

Extension of Term of Patent 

25. (1) A patentee may, after advertising in manner directed 
by any rules made under this section his intention to do so, 
present a petition to Her Majesty in Council, praying that his 
patent may be extended for a further term ; but such petition 
must be presented at least six months before the time limited for 
the expiration of the patent. 

(2) Any person may enter a caveat, addressed to the Begistrar 
of the Council at the Council Office, against the extension. 

(8) If Her Majesty shall be pleased to refer any such petition 
to the Judicial Committee of the Privy Council, the said Com- 
mittee shall proceed to consider the same, and the petitioner 
and any person who has entered a caveat shall be entitled to be 
heard by himself or by counsel on the petition. 

(4) The Judicial Committee shall, in considering their decision, 
have regard to the nature and merits of the invention in relation 
to the public, to the profits made by the patentee as such, and to 
all the circumstances of the case. 

(5) If the Judicial Committee report that the patentee has 
been inadequately remunerated by his patent, it shall be lawful 
for Her Majesty in Council to extend the term of the patent for 
a fm'ther term not exceeding seven, or in exceptional cases 
fourteen, years ; or to order the grant of a new patent for the 
term therein mentioned, and containing any restrictions, con- 
ditions, and provisions that the Judicial Committee may think fit. 

(6) It shall be lawful for Her Majesty in Council to make, from 
time to time, rules of procedure and practice for regulating pro- 
ceedings on such petitions, and subject thereto such proceedings 
shall be regulated according to the existing procedure and prac- 
tice in patent matters of the Judicial Committee. 

(7) The costs of all parties of and incident to such proceedings 
shall be in the discretion of the Judicial Committee ; and the 
orders of the Committee respecting costs shall'be enforceable as 
if they were orders of a division of the High Court of Justice. 
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Revocation. 



26. (1) The proceeding by scire facias to repeal a patent is 
hereby abolished. 

(2) Bevocation of a patent may be obtained on petition to 
the Court. 

(8) Every ground on which a patent might, at the commence- 
ment of this Act, be repealed by scire facias shall be available 
by way of defence to an action of infringement and shall also be 
a ground of revocation. 

(4) A petition for revocation of a patent may be presented by — 

(a) The Attorney-General in England or Ireland, or the Lord 

Advocate in Scotland : 

(b) Any person authorized by the Attorney-General in Eng- 

land or Ireland, or the Lord Advocate in Scotland : 

(c) Any person alleging that the patent was obtained in fraud 

of his rights, or of the rights of any person under or 
through whom he claims : 

(d) Any person alleging that he, or any person under or 

through whom he claims, was the true inventor of any 
invention included in the claim of the patentee : 

(e) Any person alleging that he, Qr any person under or 

through whom he claims an interest in any trade, 
business, or manufacture, had publicly manufactured, 
used, or sold, within this realm, before the date of the 
patent, anything claimed by the patentee as his invention. 

(5) The plaintiff must deliver with his petition particulars of 
the objections on which he means to rely, and no evidence shall, 
except by leave of the Court or a judge, be admitted in proof of 
any objection of which particulars are not so delivered. 

(6) Particulars delivered may be from time to time amended 
by leave of the Court or a judge. 

(7) The defendant shall be entitled to begin, and give evidence 
in support of the patent, and if the plaintiff gives evidence 
impeaching the vaUdity of the patent the defendant shall be 
entitled to reply. 

(8) Where a patent has been revoked on the ground of fraud, 
the comptroller may, on the application of the true inventor 
made in accordance with the provisions of this Act, grant to 
him a patent in lieu of and bearing the same date as the date of 
revocation of the patent so revoked, but the patent so granted 
shall cease on the expiration of the term for which the revoked 
patent was granted. 
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Crown. 

27. (1) A patent shall have to all intents the like effect as 
against Her Majesty the Queen, her heirs and successors, as it 
has against a subject* 

(2) But the officers or authorities administering any depart- 
ment of the service of the Grown may, by themselves, their 
agents, contractors, or others, at any time after the application, 
use the invention for the services of the Grown on terms to be 
before or after the use thereof agreed on, with the approval of 
the Treasury, between those officers or authorities and the 
patentee, or, in default of such agreement, on such terms as 
may be settled by the Treasury after hearing all parties 
interested. 

Legal Proceedings. 

28. (1) In an action or proceeding for infringement or revoca- 
tion of a patent, the Gourt may, if it thinks fit, and shall, on the 
request of either of the parties to the proceeding, call in the aid 
of an assessor specially qualified, and try and hear the case 
wholly or partially with his assistance ; the action shall be tried 
without a jury unless the Gourt shall otherwise direct. 

(2) The Gourt of Appeal or the Judicial Gommittee of the 
Privy Gouncil may, if they see fit, in any proceeding before them 
respectively, call in the aid of an assessor as aforesaid. 

(3) The remuneration, if any, to be paid to an assessor under 
this section shall be determined by the Gourt or the Gourt of 
Appeal or Judicial Gommittee, as the case may be, and be paid 
in the same manner as the other expenses of the execution of 
this Act. 

29. (1) In an action for infringement of a patent the plaintiff 
must deliver with his statement of claim, or by order of the 
Gourt or the judge, at any subsequent time, particulars of the 
breaches complained of. 

(2) The defendant must deliver with his statement of defence, 
or, by order of the Gourt or a judge, at any subsequent time, 
particulars of any objections on which he relies in support 
thereof. 

(8) If the defendant disputes the validity of the patent, the 
particulars delivered by him must state on what grounds he 
disputes it, and if one of those grounds is want of novelty must 
state the time and place of the previous publication or user* 
alleged by him. 
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(4) At the hearing no evidence shall, except by leave of the 
Court or a judge, be admitted in proof of any alleged infringe- 
ment or objection of which particulars are not so delivered. 

(6) Particulars delivered may be from time to time amended, 
by leave of the Court or a judge. 

(6) On taxation of costs regard shall be had to the particulars 
delivered by the plaintiff and by the defendant; and they 
respectively shall not be allowed any costs in respect of any 
particular delivered by them unless the same is certified by the 
Court or a judge to have been proven or to have been reasonable 
and proper, without regard to the general costs of the case. 

30. In an action for infringement of a patent, the Court or a 
judge may on the application of either party make such order 
for an injunction, inspection, or account, and impose such terms 
and give such directions respecting the same and the proceedings 
thereon as the Court or a judge may see fit. 

31. In an action for infringement of a patent, the Court or a 
judge may certify that the validity of the patent came in 
question ; and if the Court or a judge so certifies, then in any 
subsequent action for infringement, the plaintiff in that action 
on obtaining a final order or judgment in his favom* shall have 
his full costs, charges and expenses as between solicitor and 
client, unless the Court or a judge trying the action certifies that 
he ought not to have the same. 

32. Where any person claiming to be the patentee of an 
invention, by circulars, advertisements or otherwise threatens 
any other person with any legal proceedings or liability in 
respect of any alleged manufacture, use, sale or purchase of 
the invention, any person or persons aggrieved thereby may 
bring an action against him, and may obtain an injunction 
against the continuance of such threats, and may recover such 
damage (if any) as may have been sustained thereby, if the 
alleged manufacture, use, sale, or purchase to which the 
threats related was not in fact an infringement of any legal 
rights of the person making such threats: Provided that this 
section shall not apply if the person making such threats 
with due diligence commences and prosecutes an action for 
infringement of his patent. 

Miscellaneous, 

33. Every patent may be in the form in the First Schedule 
to this Act, and shall be granted for one invention only, but 
may contain more than one claim ; but it shall not be competent 
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for any person in an action or other proceeding to take any 
objection to a patent on the ground that it comprises more than 
one invention. 

34. (1) If a person possessed of an invention dies without 
making application for a patent for the invention, application 
may be made by, and a patent for the invention granted to, his 
legal representative. 

(2) Every such application must be made within six months 
of the decease of such person, and must contain a declaration by 
the legal representative that he believes such person to be the 
true and first inventor of the invention. 

35. A patent granted to the true and first inventor shall not 
be invalidated by an application in fraud of him, or by provi- 
sional protection obtained thereon, or by any use or pubhcation 
of the invention subsequent to that fraudulent application during 
the period of provisional protection. 

36. A patentee may assign his patent for any place in or 
part of the United Kingdom, or Isle of Man, as effectually as 
if the patent were originally granted to extend to that place or 
part only. 

37. If a patent is lost or destroyed, or its non-production is 
accounted for to the satisfaction of the comptroller, the comp- 
troller may at any time cause a duplicate thereof to be sealed. 

38. The law officers may examine witnesses on oath and 
administer oaths for that purpose under this part of this Act, 
and may from time to time make, alter, and rescind rules 
regulating references and appeals to the law officers and the 
practice and procedure before them under this part of this Act ; 
and in any proceeding before either of the law officers under 
this part of this Act, the law officer may order costs to be paid 
by either party, and any such order may be made a rule of 
the Court. 

39. [^Set out in full on p. 18, supra,] 

It shall be lawful for Her Majesty, by Order in Conncil, firom time 
to time to declare that sections thirty-nijie and fifty-seven of the 
Patents, Designs, and Trade Marks Act, 1883, or either of those 
sections, shall apply to any exhibition mentioned in the Order in like 
manner as if it were an industrial or international exhibition certified 
by the Board of Trade, and to provide that the exhibitor shall be 
relieved from the conditions, specified in the said sections, of giving 
notice to the comptroller of his intention to exhibit, and shall be so 
relieved either absolutely or upon such terms and conditions as to Her 
Majesty in Council may seem fit [Act of 1886, 8. 8.] 
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40. (1) The comptroller shall cause to be issued periodically 
an illustrated journal of patented inventions, as well as reports 
of patent cases decided by Courts of law, and any other in- 
formation that the comptroller may deem generally useful or 
important. 

(2) Provision shall be made by the comptroller for keeping on 
sale copies of such journal, and also of all complete specifications 
of patents for the time being in force, with their accompanying 
drawings, if any. 

<8) The comptroller shall continue, in such form as he may 
deem expedient, the indexes and abridgments of specifications 
hitherto published, and shall from time to time prepare and 
publish such other indexes, abridgments of specifications, 
catalogues, and other works relating to inventions, as he may 
see fit. 

41. The control and management of the existing Patent 
Museum and its contents shall, from and after the commence- 
ment of this Act, be transferred to and vested in the Department 
of Science and Art, subject to such directions as Her Majesty in 
Council may see fit to give. 

42. The Department of Science and Art may at any time 
require a patentee to furnish them with a model of his invention 
on payment to the patentee of the cost of the manufacture of the 
model ; the amount to be settled, in case of dispute, by the Board 
of Trade. 

43. (1) A patent shall not prevent the use of an invention for 
the purposes of the navigation of a foreign vessel within the 
jurisdiction of any of Her Majesty's Courts in the United King- 
dom, or Isle of Man, or the use of an invention in a foreign 
vessel within that jurisdiction, provided it is not used therein for 
or in connexion with the manufacture or preparation of anything 
intended to be sold in or exported from the United Kingdom or 
Isle of Man. 

(2) But this section shall not extend to vessels of any foreign 
state of which the laws authorize subjects of such foreign state, 
having patents or like privileges for the exclusive use or exercise 
of inventions within its territories, to prevent or interfere with 
the use of such inventions in British vessels while in the ports of 
such foreign state, or in the waters within the jurisdiction of its 
Courts, where such inventions are not so used for the manufac- 
ture or preparation of anything intended to be sold in or exported 
from the territories of such foreign state. 

44. [^Set out in full on pp. 95-96, sujrra.'] 
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Existing Patents. 

46. [Provisions respecting patents granted before the commence' 
of the Act of 1869.'} 

Definitions. 

46. In and for the purposes of this Acih— 
" Patent " means letters patent for an invention : 
" Patentee " means the person for the time being entitled to 
the benefit of a patent : 

''Invention" means any manner of new manufacture the 
subject of letters patent and grant of privilege within section six 
of the Statute of Mont)polies (that is, the Act of the twenty-first 
year of the reign of King James the First, chapter three, 
intituled '' An Act concerning monopolies and dispensations with 
penal laws and the forfeiture thereof "), and includes an alleged 
invention. 

In Scotland " injunction " means " interdict." 

PART m. 
[Designs. — Ss. 47-61.] 

PART IV. 
[Trade Mabks.— /S». 62-81.] 

PART V. 
General. 

Patent Office and Proceedings thereat, 

82. (1) The Treasury may provide for the purposes of this 
Act an office with all requisite buildings and conveniences, which 
shall be called, and is in this Act referred to as, the Patent 
Office. 

(2) Until a new Patent Office is provided, the offices of the 
Commissioners of Patents for inventions and for the registration 
of designs and trade marks existing at the commencement of this 
Act shall be the Patent Office within the meaning of this Act. 

(8) The Patent Office shall be under the immediate control of 
an officer called the comptroller-general of patents, designs, and 
trade marks, who shall act under the superintendence and direc- 
tion of the Board of Trade. 
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(4) Any act or thing directed to be done by or to the comp- 
troller may [see Act of 1902, s. 4] be done by or to any officer for 
the time being in that behalf authorized by the Board of Trade. 

83. (1) The Board of Trade may at any time after the passing 
of this Act, and from time to time, subject to the approval of the 
Treasury, appoint the comptroller-general of patents, designs, 
and trade marks, and so many examiners and other officers and 
clerks, with such designations and duties as the Board of Trade 
think fit, and may from time to time remove any of those officers 
and clerks. 

(2) The salaries of those officers and clerks shall be appointed 
by the Board of Trade, with the concurrence of the Treasury, and 
the same and the other expenses of the execution of this Act 
shall be paid out of money provided by Parliament. * 

84. There shall be a seal for the Patent Office, and impressions 
thereof shall be judicially noticed and admitted in evidence. 

85. There shall not be entered in any register kept under this 
Act, or be receivable by the comptroller, any notice of any trust 
expressed, implied or constructive. 

86. The comptroller may refuse to grant a patent for an 
invention, or to register a design or trade mark, of which the use 
would, in his opinion, be contrary to law or morality. 

87. Where a person becomes entitled by assignment, trans- 
mission, or other operation of law to a patent, or to the copyright 
in a registered design, or to a registered trade mark, the comp- 
troller shall on request, and on proof of title to his satisfaction, 
cause the name of such person to be entered as proprietor of the 
patent, copyright in the design, or trade mark, in the register of 
patents, designs, or trade marks, as the case may be. The per- 
son for the time being entered in the register of patents, designs, 
or trade marks, as proprietor of a patent, copyright in a design, 
or trade mark as the case may be, shall, subject to the proyisions 
of this Act and to [Act of 1888, 8. 21] any rights appearing from 
such register to be vested in any other person, have power 
absolutely to assign, grant licences as to, or otherwise deal with, 
the same and to give effectual receipts for any consideration for 
such assignment, licence, or dealing. Provided that any equities 
in respect of such patent, design, or trade mark may be enforced 
in like manner as in respect of any other personal property. 

88. Every register kept under this Act shall at all convenient 
times be open to the inspection of the public, subject to 
the proviflionfl of this Act and to [Act of 1888, s. 22] such regula- 
tions as may be prescribed ; and certified copies, sealed with the 
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seal of the Patent Office, of any entry in any such register shall 
be given to any person requiring the same on payment of the 
prescribed fee. 

89. Printed or written copies or extracts, purporting to be 
certified by the comptroller and sealed with the seal of the 
Patent Office, of or from patents, specifications, disclaimers and 
other documents in the Patent Office, and of or from registers 
and other books kept there, shall be admitted in evidence in all 
Courts in Her Majesty's dominions, and in all proceedings, without 
further proof or production of the originals. 

90. (1) The Court may on the application of any person 
aggrieved by the omission without sufficient cause of the name 
of any person or of any other partionlars [Act of 1888, s. 23] from 
any register kept under this Act, or by any entry made without 
sufficient cause in any such register, make such order for making, 
expunging or varying the entry, as the Court thinks fit ; or the 
Court may refuse the application ; and in either case may make 
such order with respect to the costs of the proceedings as the 
Court thinks fit. 

(2) The Court may in any proceeding under this section decide 
any question that it may be necessary or expedient to decide for 
the rectification of a register, and may direct an issue to be tried 
for the decision of any question of fact, and may award damages 
to the party aggrieved. 

(8) Any order of the Court rectifying a register shall direct that 
due notice of the rectification be given to the comptroller. 

91. The comptroller may, on request in writing accompanied by 
the prescribed fee — 

(a) Correct any clerical error in or in connexion with an appli- 

cation for a patent, or for registration of a design or trsAe 
mark ; or, 

(b) Correct any clerical error in the name, style or address 

of the registered proprietor of a patent, design or trade 
mark, (a) 

92. [This section, and «.-». (c) ofs. 91, refer to trade marks.l 
98. If any person makes or causes to be made a false entry in 

any register kept under this Act, or a writing falsely purporting to 
be a copy of an entry in any such register, or produces or tenders 
or causes to be produced or tendered in evidence any such writing, 
knowing the entry or writing to be false, he shall be guilty of a 
misdemeanour. 

94. "Where any discretionary power is by this Act given to the 
comptroller, he shall not exercise that power adversely to the 

L.P. s 
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applicant for a patent, or for amendment of a specification, 
or for registration of a trade mark or design, without (if so 
required within the prescribed time by the applicant) giving 
the applicant an opportunity of being heard personally or by 
his agent. 

96. The comptroller may, in any case of doubt or difl&culty 
arising in the administration of any of the provisions of this 
Act, apply to either of the law officers for directions in the 
matter. 

86. A certificate purporting to be under the hand of the comp- 
troller as to any entry, matter, or thing which he is authorized by 
this Act, or dny general rules made thereunder, to make or do, 
shall be prima facie evidence of the entry having been made, and 
of the contents thereof, and of the matter or thing having been 
done or left undone. 

97. (1) Any application, notice, or other document authorized 
or required to be left, made or given at the Patent Office or to 
the comptroller, or to any other person under this Act, may be 
sent by a prepaid letter through the* post ; and if so sent shall be 
deemed to have been left, made or given respectively at the time 
when the letter containing the same would be delivered in the 
ordinary course of post. 

(2) In proving such service or sending, it shall be sufficient to 
prove that the letter was properly addressed and put into the post. 

98. Whenever the last day fixed by this Act, or by any rule 
for the time being in force, for leaving any document or paying 
any fee at the Patent Office shall fall on Christmas Day, Good 
Friday, or on a Saturday or Sunday, or any day observed as a 
holiday at the Bank of England, or any day observed as a day of 
public fast or thanksgiving, herein referred to as excluded days, it 
shall be lawful to leave such document or to pay such fee on the 
day next following such excluded day, or days if two or more of 
them occur consecutively. 

99. If any person is, by reason of infancy, lunacy or other 
inability, incapable of making any declaration or doing anything 
required or permitted by this Act or by any rules made under 
the authority of this Act, then the guardian or committee (if any) 
of such incapable person, or if there be none, any person appointed 
by any Court or judge possessing jurisdiction in respect of the 
property of incapable persons, upon the petition of any person on 
behalf of such incapable person, or of any other person interested 
in making such declaration or doing such thing, may make such 
declaration or a declaration as nearly corresponding thereto as 
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circamstances permit, and do such thing in the name and on 
behalf of such incapable person, and all acts done by such substi- 
tute shall for the purposes of this Act be as effectual as if done by 
the person for whom he is substituted. 

100. Copies of all specifications, drawings, and amendments 
left at the Patent Office after the commencement of this Act, 
printed for and sealed with the seal of the Patent Office, shall be 
transmitted to the Edinburgh Museum of Science and Art, and to 
the Enrolments Office of the Chancery Division in Ireland, and 
to the Bolls Office in the Isle of Man, within twenty-one days 
after the same shall respectively have been accepted or allowed at 
the Patent Office; and certified copies of or extracts from any 
such documents shall be given to any person requiring the same 
on payment of the prescribed fee ; and any such copy or extract 
shall be admitted in evidence in all Courts in Scotland and 
Ireland and in the Isle of Man without further proof or production 
of the originals. 

101. (1) The Board of Trade may from time to time make such 
general rules and do such things as they think expedient, subject 
to the provisions of this Act — 

(a) For regulating the practice of registration under this Act ; 
{b) For classifying goods for the purposes of designs and trade 
marks ; 

(c) For making or requiring duplicates of specifications, amend- 

ments, drawings, and other documents ; 

(d) For securing and regulating the publishing and selling of 

copies, at -such prices and in such manner as the Board 
of Trade think fit, of specifications, drawings, amend- 
ments, and other documents ; 

(e) For securing and regulating the making, printing, publish- 

ing and selling of indexes to, and abridgments of» 
specifications and other documents in the Patent Office, 
and providing for the inspection of indexes and abridg- 
ments and other documents ; 

(/) For regulating (with the approval of the Treasury) the 
presentation of copies of Patent Office publications to 
patentees and to public authorities, bodies, and institu- 
tions at home and abroad ; 

(g) Generally for regulating the business of the Patent Office 
and all things by this Act placed under the direction or 
control of the comptroller, or of the Board of Trade. 

(2) Any of the forms in the first schedule to this Act may be 
altered or amended by rules made by the Board as aforesaid. 

s 2 
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(8) General rules may be made under this section at any time 
after the passing of this Act, but not so as to take effect before the 
commencement of this Act, and shall (subject as hereinafter 
mentioned) be of the same effect as if they were contained in this 
Act, and shall be judicially noticed. 

(4) Any rules made in pursuance of this section shall be laid 
before both Houses of Parliament, if Parliament be in session at 
the time of making thereof, or, if not, then as soon as practicable 
after the beginning of the then next session of Parliament, and they 
shall also be advertised twice in the official journal to be issued by 
the comptroller. 

(5) If either House of Parliament, within the next forty days 
after any rules have been so laid before such House, resolve that 
such rules or any of them ought to be annulled, the same shaU 
after the date of such resolution be of no effect, without prejudice 
to the validity of anything done in the meantime under such rules 
or rule, or to the making of any new rules or rule. 

102. The comptroller shall, before the first day of June in every 
year, cause a report respecting the execution by or under him of 
this Act to be laid before both Houses of Parliament, and therein 
shall include for the year to which each report relates all general 
rules made in that year under or for the purposes of this Act, 
and an account of all fees, salaries, and allowances, and other 
money received and paid under this Act. 

102a. (1) All things required or authorized under this Act to be 
done by, to, or before fhe Board of Trade, may be done by, to, or before 
the Preddent or a secretary or an assistant secretary of the Board. 

(2) All documents purporting to be orders made by the Board of 
Trade and to be sealed with the seal of the Board, or to be signed by a 
secretary or assistant secretary of the Board, or by any person 
authorized in that behalf by the President of the Board, shall be 
received in evidence, and shall be deemed to be such orders without 
fiirther proof, unless the contrary is shown. 

(3) A certificate, signed by the President of the Board of Trade, 
that any order made or act done is the order or act of the Board, 
shall be conclusive evidence of the faot so certified. [Act of 16S8, 
8. 26.] 

International and Colonial Arrangements. 

108. (1) If Her Majesty is pleased to make any arrangement 
with the government or governments of any foreign state or 
states for mutual protection of inventions, designs, and trade 
marks, or any of them, then any person who has applied for 
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protection for any invention, design, or trade mark in any such 
state, shall be entitled to a patent for his invention or to regis- 
tration of his design or trade mark (as the case may be) under 
this Act, in priority to other applicants ; and such patent or 
registration shall have the same date as the date of the 
application [Act of 1886, s. 6] in such foreign state. 

Provided that his application is made, in the case of a patent 

within twelve [Act of 1901, s. 1 (1) ] months, and in the case of a 

^ design or trade mark within four months, from his applying for 

protection in the foreign state with which the arrangement is in 

force. 

Provided that nothing in this section contained shall entitle the 
patentee or proprietor of the design or trade mark to recover 
damages for infringements happening prior to the date of the 
actual acceptance of his complete specification, or the actual 
registration of his design or trade mark in this country, as the 
case may be. 

An application imder this section shall be accompanied by a complete 
specification, wMcli, if it be not accepted within the period of twelve 
months, shall, with the drawings (if any), be open to public inspection 
at the expiration of that period [s. 1 (2) of the Act of 1901]. 

(2) The publication in the United Kingdom, or the Isle of 
Man, during the respective periods aforesaid of any description 
of the invention, or the use therein during such periods of the 
invention, or the exhibition or use therein during such periods of 
the design, or the publication therein during such periods of a 
description or representation of the design, or the use therein 
during such periods of the trade mark, shall not invalidate the 
patent which may be granted for the invention, or the registration 
of the design or trade mark : 

(8) The application for the grant of a patent, or the registra- 
tion of a design, or the registration of a trade mark under this 
section, must be made in the same manner as an ordinary 
application under this Act : Provided that, in the case of trade 
marks, any trade mark the registration of which has been duly 
applied for in the country of origin may be registered under 
this Act : 

(4) The provisions of this section shall apply only in the case 
of those foreign states with respect to which Her Majesty shall 
from time to time by Order in Council declare them to be applicable, 
and so long only in the case of each state as the Order in Council 
shall continue in force with respect to that state. 

104. (1) Where it is made to' appear to Her Majesty that the 



Digitized by 



Google 



262 APPENDIX. 

legislature of any British possession has made satisfactory 
provision for the protection of inventions, designs, and trade 
marks, patented or registered in this country, it shall be lawful 
for Her Majesty from time to time, by Order in Council, to apply 
the provisions of the last preceding section, with such variations 
or additions, if any, as to Her Majesty in Council may seem fit, to 
such British possession. 

(2) An Order in Council under this Act shall, from a date 
to be mentioned for the purpose in the Order, take effect as if 
its provisions had been contained in this Act ; but it shall be 
lawful for Her Majesty in Council to revoke any Order in Council 
made under this Act. 

Offences. 

105. (1) Any person who represents that any article sold by 
him is a patented article, when no patent has been granted for 
the same, or describes any design or trade mark applied to any 
article sold by him as registered which is not so, shall be liable 
for every offence on summary conviction to a fine not exceeding 
five pounds. 

(2) A person shall be deemed, for the purposes of this enact- 
ment, to represent that an article is patented or a design or a 
trade mark is registered, if he sells the article with the word 
"patent," "patented," "registered," or any word or words 
' expressing or implying that a patent or registration has been 
obtained for the article stamped, engraved, or impressed on, or 
otherwise applied to, the article. 

106. Any person who, without the authority of Her Majesty, 
or any of the Eoyal family, or of any government department, 
assumes or uses in connexion with any trade, business, calling, 
or profession, the Boyal arms, or arms so nearly resembling the 
same as to be calculated to deceive, in such a manner as to be 
calculated to lead other persons to believe that he is carrying 
on his trade, business, calling, or profession by or under such 
authority as aforesaid, shall be liable on summary conviction to 
a fine not exceeding twenty pounds. 

Scotland; Ireland; etc. 

107. In any action for infringement of a patent in Scotland 
the provisions of this Act, with respect to calling in the aid of an 
assessor, shall apply, and the action shall be tried without a jury, 
unless the Court shall otherwise direct, but otherwise nothing 
shall affect the jurisdiction and forms of process of the Courts in 
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Scotland in such an action or in any action or proceeding 
respecting a patent hitherto competent to those Courts. 

For the purposes of this section " Court of Appeal " shall mean 
any Court to which such action is appealed. 

106. In Scotland any offence under this Act declared to be 
punishable on summary conviction may be prosecuted in the 
Sheriff Court. 

109. (1) Proceedings in Scotland for revocation of a patent 
shall be in the form of an action of reduction at the instance of 
the Lord Advocate, or at the instance of a party having interest 
with his concurrence, which concurrence may be given on just 
cause shown only. 

(2) Service of all writs and summonses in that action shall be 
made according to the forms and practice existing at the com- 
mencement of this Act. 

110. All parties shall, notwithstanding anything in this Act, 
have in Ireland their remedies under or in respect of a patent as 
if the same had been granted to extend to Ireland only. 

111. (1) The provisions of this Act conferring a special 
jurisdiction on the Court as defined by this Act, shall not, except 
so far as the jurisdiction extends, affect the jurisdiction of any 
Court in Scotland or Ireland in any proceedings relating to 
patents or to designs or to trade marks ; and with reference to 
any such proceedings in Scotland, the term " the Court '* shall 
mean any Lord Ordinary of the Court of Session, and the term 
** Court of Appeal " shall mean either division of the said Court ; 
and with reference to any such proceedings in Ireland, the terms 
" the Court " and the " Court of Appeal " respectively mean the 
High Court of Justice in Ireland and Her Majesty's Court of 
Appeal in Ireland. 

(2) If any rectification of a register under this Act is required 
in pursuance of any proceeding in a Court in Scotland or Ireland, 
a copy of the order, decree, or other authority for the rectification, 
shall be served on the comptroller, and he shall rectify the 
register accordingly. 

112. This Act shall extend to the Isle of Man, and — 

(1) Nothing in this Act shall affect the jurisdiction of the 
Courts in the Isle of Man, in proceedings for infringement or in 
any action or proceeding respecting a patent, design, or trade 
mark competent to those Courts ; 

(2) The punishment for a misdemeanour under this Act in 
the Isle of Man shall be imprisonment for any term not 
exceeding two years, with or without hard labour, and with or 
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without a fine not exceeding one hundred pounds, at the discretion 
of the Court ; 

(8) Any offence under this Act committed in the Isle of Man 
which would in England be punishable on summary conviction 
may be prosecuted, and any fine in respect thereof recovered at 
the instance of any person aggrieved, in the manner in which 
offences punishable on summary conviction may for the time 
being be prosecuted. 

Repeal; Trarmtiorud Provisions; Savings. 

113. The enactments described in the Third Schedule to this 
Act are hereby repealed. But this repeal of enactments shall 
not — 

(a) Affect the past operation of any of those enactments, or 
any patent or copyright or right to use a trade mark 
granted or acquired, or application pending, or appoint- 
ment made, or compensation granted, or order or 
direction made or given, or right, privilege, obligation, 
or liability acquired, accrued, or incui^red, or anything 
duly done or suffered under or by any of those enact- 
ments before or at the commencement of this Act ; or 

(h) Interfere with the institution or prosecution of any action 
or proceeding, civil or criminal, in respect thereof, and 
any such proceeding may be carried on as if this Act 
had not been passed ; or 

(c) Take away or abridge any protection or benefit in relation 
to any such action or proceeding. 

114. (1) The registers of patents and of proprietors kept under 
any enactment repealed by this Act shall respectively be deemed 
parts of the same book as the register of patents kept imder this 
Act. 

(2) The registers of designs and of trade marks kept under any 
enactment repealed by this Act shall respectively be deemed 
parts of the same book as the register of designs and the register 
of trade marks kept under this Act. 

116. All general rules made by the Lord Chancellor or by any 
other authority under any enactment repealed by this Act, and 
in force at the commencement of this Act, may at any time 
after the passing of this Act be repealed, altered, or amended by 
the Board of Trade, as if they had been made by the Board 
under this Act, but so that no such repeal, alteration or amend- 
ment shall take effect before the commencement of this Act; 
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and, subject as aforesaid, such general rules shall, so far as they 
are consistent with and are not superseded by this Act, continue 
in force as if they had been made by the Board of Trade under 
this Act. 

116. Nothing in this Act shall take away, abridge, or pre- 
judicially affect the prerogative of the Crown in relation to the 
granting of any letters patent or to the withholding of a grant 
thereof. 

General Definitions. 

117. In and for the purposes of this Act, unless the context 
otherwise requires — 

" Person " includes a body corporate : 

" The Court " means (subject to the provisions for Scotland, 
Ireland, and the Isle of Man) Her Majesty's High Court of Justice 
in England : 

"Law officer" means Her Majesty's Attorney-General or 
Solicitor-General for England : 

" The Treasury " means the Commissioners of Her Majesty's 
Treasury : 

" Comptroller " means the Comptroller-General of Patents, 
Designs, and Trade Marks: 

"Prescribed" means prescribed by any of the Schedules to 
this Act, or by general rules under or within the meaning of 
this Act: 

"British possession" means any territory or place situate 
within Her Majesty's dominions, and not being or forming part 
of the United Kingdom, or of the Channel Islands, or of the Isle 
of Man, and all territories and plcuses under one legislature, as 
hereinafter defined, are deemed to be one British possession for 
the purposes of this Act : 

"Legislature" includes any person or persons who exercise 
legislative authority in the British possession ; and where there 
are local legislatures as well as a central legislature, means the 
central legislature only. 

In the application of this Act to Ireland, "summary con- 
viction" means a conviction under the Summary Jurisdiction 
Acts, that is to say, with reference to the Dublin Metropolitan 
Police District the Acts regulating the duties of justices of the 
peace and of the police for such district, and elsewhere in 
Ireland the Petty Sessions (Ireland) Act, 1851, and any Act 
amending it. 
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SCHEDULES. 

Thb Fibst Sohbdulb. 

f0bm8 of application, etc. 

Form A. Form of Application for Patent [see p. 292, infra] . 

Form B. Form of Provisional Specification [see p. 294, infra]. 

Form G. Form of Complete Specification [see p. 294, infra] . 

Form D. Form of Patent, 

Thb Second Schedule. 

{^Scale of Fees; bv^ see now the Fees prescribed by the Board 
of Trade, p. 239, supra.] 

The Thibd Schedule. 
[Enactments Repealed.] 
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PATENTS, DESIGNS, AND TRADE HABKS (AMENDMENT) 

ACT, 188S. 

48 & 49 Vict. c. 68. 

An Act to amend the Patents, Designs^ and Trade Marks Act, 
1883. 

Bb it Enaotbd, etc. : 

1. This Act shall be construed as one with the Patents* 
Designs, and Trade Marks Act, 1888 (in this Act referred to as 
the principal Act). 

This Act may be cited as the Patents, Designs, and Trade 
Marks (Amendment) Act, 1885, and this Act and the principal 
Act may be cited together as the Patents, Designs, and Trade 
Marks Acts, 1888 and 1885. 

2. Whereas sub-section two of section five of the principal Act 
requires a declaration to be made by an applicant for a patent to 
the effect in that sub-section mentioned, and doubts have arisen 
as to the nature of that declaration, and it is expedient to remove 
such doubts : Be it therefore enacted that : 

The declaration mentioned in sub-section two of section five of 
the principal Act may be either a statutory declaration under the 
Statutory Declarations Act, 1885, or not, as may be from time to 
time prescribed. 

3. Whereas under the principal Act, a complete specification 
is required (by section eight) to be left within nine months, and 
(by section nine) to be accepted within twelve months, from the 
date of application, and a patent is required by section twelve to 
be sealed within fifteen months from the date of application, and 
it is expedient to empower the comptroller to extend in certain 
cases the said times : Be it therefore enacted as follows : 

A complete specification may be left and accepted within such 
extended times, not exceeding one month and three months 
respectively after the said nine and twelve months respectively 
as the comptroller may on payment of the prescribed fee allow, 
and where such extension of time has been allowed, a further 
extension of four months after the said fifteen months shall be 
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allowed for the sealing of the patent ; and the principal Act shall 
have effect as if any time so allowed were added to the said 
periods specified in the principal Act. 

4. Where an application for a patent has been abandoned, or 
become void, the specification or specifications and drawings (if 
any) accompanying or left in connexion with such application, 
shall not at any time be open to public inspection or be published 
by the comptroller. 

6. Whereas doubts have arisen whether under the principal 
Act a patent may lawfully be granted to several persons jointly, 
some or one of whom only are or is the true and first inventors 
or inventor ; be it therefore enacted and declared that it has been 
and is lawful under the principal Act to grant such a patent. 

6. In sub-section one of section one himdred and three of the 
principal Act, the words " date of the application " shall be sub- 
stituted for the words " date of the protection obtained." 
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PATENTS ACT, 1886. 

49 & 50 ViOT. c. 87. 

An Act to remove certain doubts respecting the construction of the 
Patents^ Designs^ and Trade Marks Act, 1888, so far as 
respects the draioings by which specifications are required 
to be accompanied, and as respects exhibitions. 

Whbrbas by section five of the Patents, Designs, and Trade 
Marks Act, 1888, specifications, whether provisional or complete, 
must be accompanied by drawings if required, and doubts have 
arisen as to whether it is sufficient that a complete specification 
refers to the drawings by which the provisional specification was 
accompanied, and it is expedient to remove such doubts : 

Bb it thbrbforb Enactbd, etc. : 

1. This Act may be cited as the Patents Act, 1886, and shall 
be construed as one with the Patents, Designs, and Trade 
Marks Acts, 1888 and 1885, and, together with those Acts, may 
be cited as the Patents, Designs, and Trade Marks Acts, 1888 
to 1886. 

2. The requirement of sub-section four of section five of the 
Patents, Designs, and Trade Marks Act, 1888, as to drawings 
shall not be deemed to be insufficiently complied with by reason 
only that instead of being accompanied by drawings the com- 
plete specification refers to the drawings which accompanied the 
provisional specification. And no patent heretofore sealed shall 
be invalid by reason only that the complete specification was 
not accompanied by drawings but referred to those which 
accompanied the provisional specification. 

8. Whereas by section thirty-nine of the Patents, Designs, 
and Trade Marks Act, 1888, as respects patents, and by section 
fifty-seven of the same Act as respects designs, provision is 
made that the exhibition of an invention or design at an 
industrial or international exhibition, certified as such by the 
Board of Trade, shall not prejudice the rights of the inventor or 
proprietor thereof, subject to the conditions therein mentioned, 
one of which is that the exhibitor must, before exhibiting the 
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invention, design, or article, or publishing a description of the 
design, give the comptroller the prescribed notice of his intention 
to do so : 

And whereas it is expedient to provide for the extension of 
the said sections to industrial and international exhibitions 
held out of the United Kingdom, be it therefore enacted as 
follows : — 

It shall be lawful for Her Majesty, by Order in Council, from 
time to time to declare that sections thirty-nine and fifty-seven 
of the Patents, Designs, and Trade Marks Act, 1888, or either 
of those sections, shall apply to any exhibition mentioned in the 
Order in like manner as if it were an industrial or international 
exhibition certified by the Board of Trade, and to provide that 
the exhibitor shall be relieved from the conditions, specified in 
the said sections, of giving notice to the comptroller of his 
intention to exhibit, and shall be so relieved either absolutely 
or upon such terms and conditions as to Her Majesty in Council 
may seem fit. 
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PATENTS, DESIGNS, AND TRADE MARKS ACT, 1888. 

51 & 52 ViOT. 0. 50. 

An Act to amend the Patents, Designs, and Trade Moflrks Act, 
1888. 

Whereas it is expedient to amend the Patents, Designs, and 

Trade Marks Act, 1883, hereinafter referred to as the principal 

Act: 

Be it thbrefobb Enacted, etc. — 

1. (1) After the first day of July one thousand eight hundred 
and eighty-tiine a person shall not be entitled to describe him- 
self as a patent agent, whether by advertisement, by description 
on his place of business, by any document issued by him, or 
otherwise, unless he is registered as a patent agent in pursuance 
of this Act. 

(2) The Board of Trade shall, as soon as may be after the 
passing of this Act, and may from time to time, make such 
general rules as are in the opinion of the Board required for 
giving ejffect to this section, and the provisions of section one 
hundred and one of the principal Act shall apply to all rules so 
made as if they were made in pursuance of that section. 

(8) Provided that every person who proves to the satisfaction 
of the Board of Trade that prior to the passing of this Act he 
had been bona fide practising as a patent agent shall be entitled 
to be registered as a patent agent in pursuance of this Act. 

(4) If any person knowingly describes himself as a patent 
agent in contravention of this section he shall be liable on 
sunmiary conviction to a fine not exceeding twenty pounds. 

(5) In this section ''patent agent'' means exclusively an 
agent for obtaining patents in the United Kingdom. 

2. For section seven of the principal Act the following section 
shall be substituted, namely — [The section is set out on pp. 242, 
248, supra.] 

3. In sub-section five of section nine of the principal Act the 
words ** other than an appeal to the law officer under this Act " 
shall be omitted. 
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4. In sub-section one of section eleven of the principal Act 
the words from "or on the ground of an examiner" to "a 
previous application," both inclusive, shall be omitted, and there 
shall be added in lieu thereof the following words, namely, " or 
on the ground that the complete specification describes or claims 
an invention other than that described in the provisional speci- 
fication, and that such other invention forms the subject of an 
application made by the opponent in the interval between the 
leaving of the provisional specification and the leaving of the 
complete specification." 

5. For sub-section ten of section eighteen of the principal Act 
the following sub-section shall be substituted, namely : — 

" (10) The foregoing provisions of this section do not apply 
when and so long as any action for infringement or proceeding 
for revocation of a patent is pending." 

6 — ^20. [These sections relate to designs and trade marks.] 

21. In section eighty-seven of the principal Act, after the 
words " subject to," shall be added the words " the provisions of 
this Act and to." 

22. In section eighty-eight of the principal Act, after the words 
" subject to," shall be added the words " the provisions of this 
Act and to." 

23. In section ninety of the principal Act, after the words " of 
the name of any person," shall be added the words "or of 
any other particulars." 

24. To section ninety-one of the principal Act the following 
sub- section shall be added ; namely — 

" (d) Permit an applicant for registration of a design or 
trade mark to amend his application by omitting any 
particular goods or classes of goods in connexion with 
which he has desired the design or trade mark to be 
registered." 

26. After section one hundred and two of the principal Act 
the following section shall be added and numbered 102a; 
namely — 

" (1) All things required or authorized under this Act to be 
done by, to, or before the Board of Trade, may be done 
by, to, or before the President or a secretary or an 
assistant secretary of the Board. 

" (2) All documents purporting to be orders made by the 
Board of Trade and to be sealed with the seal of the 
Board, or to be signed by a secretary or assistant secre- 
tary of the Board, or by any person authorized in that 
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behalf by the President of the Board, shall be received 
in evidence, and shall be deemed to be such orders 
without further proof, unless the contrary is shown. 
" (8) A certificate, signed by the President of the Board of 
Trade, that any order made or act done is the order or 
act of the Board, shall be conclusive evidence of the fact 
80 certified." 

26. After section one hundred and twelve of the principal Act 
the foUowing section shall be added and numbered 112a; 
namely — 

" The Court of Chancery of the County Palatine of Lancaster 
shall, with respect to any action or other proceeding in 
relation to trade marks the registration whereof is 
applied for in the Manchester Office, have the like juris- 
diction under this Act as her Majesty's High Court of 
Justice in England, and the expression ' the Court ' in 
this Act shall be construed and have effect accordingly. 

" Provided that every decision of the Court of Chancery of the 
County Palatine of Lancaster in pursuance of this 
section shall be subject to the like appeal as decisions of 
that Court in other cases." 

27. The principal Act shall, as from the conunencement of this 
Act, take effect subject to the additions, omissions, and substitu- 
tions required by this Act, but nothing in this Act shall affect the 
validity of any act done, right acquired, or liability incurred 
before the commencement of this Act. 

28. This Act shaU, except so far as is by this Act otherwise 
specially provided, commence and come into operation on the 
first day of January, one thousand eight hundred and eighty- 
nine. 

29. This Act may be cited as the Patents, Designs, and 
Trade Marks Act, 1888, and this Act and the Patents, Designs, 
and Trade Marks Acts, 1888 to 1886, may be cited collectively as 
the Patents, Designs, and Trade Marks Acts, 1888 to 1888. 



L.P. 
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PATENTS ACT, 1901. 

1 Ed. VII. c. 18. 

An Act to amend the law with reference to International Arrange- 
ments for Patents. 

Bfl IT Enacted, etc. : 

1. (1) In the first proviso to sub-section one of section 108 of 
the Patents, Designs, and Trade Marks Act, 1888 (which section 
relates to the time for making applications for protection under 
international arrangements), the words "twelve months "shall 
be substituted for the words " seven months." 

(2) An application under that section shall be accompanied by 
a complete specification, which, if it be not accepted within the 
period of twelve months, shall, with the drawings (if any), be 
open to pubUc inspection at the expiration of that period. 

2. (1) This Act may be cited as the Patents Act, 1901, and may 
be cited and shall be construed as one with the Patents, Designs, 
and Trade Marks Acts, 1888 to 1888. 

(2) This Act shall come into operation on the first day of 
January, 1902. 
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PATENTS ACT, 1902. 

2 Edw. VII. 0. 84. 

An Act to amend the law with reference to Applications for patent$ 
and compuUory licences^ and other matters connected there- 
tvith, 

Bb it Enacted, etc. 

1. (1) Where an application for a patent has been made and a 
complete specification has been deposited by the applicant, the 
examiner shall forthwith, in addition to the inquiries which he is 
directed to make by the Patents, Designs, and Trade Marks Act, 
1888 (in this Act referred to as " the principal Act "), make a 
further investigation for the purpose of ascertaining whether the 
invention claimed has been wholly or in part claimed or described 
in any specification (other than a provisional specification not 
followed by a complete specification) published before the date of 
the application, and deposited pursuant to any application for a 
patent made in the United Kingdom within fiffy years next before 
the date of the application. 

S. 1 of the Act is only to come into operatiop at such date as the Board 
of Trade may by order direct (see subna. 11). At the present time, no 
search is made as to novelty (see p. 34, mpra). 

(2) If on investigation it appears that the invention has been 
wholly or in part claimed or described in any such specification, 
the applicant shall be informed thereof, and the applicant may, 
within such time as may be prescribed, amend his specification, 
and the amended specification shall be investigated in like manner 
as the original specification. 

As to amendments generally, see p. 79, supra. 

(8) The examiner shall report to the Comptroller the result of 
his investigations in such manner as the Board of Trade may 
direct. 

(4) The provisions of sub-section 5 of section 9 of the principal 

T 2 
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Act, as amended by any subsequent enactment, shall apply to 
reports under this section. 

Sub-8. 5 provides that reports of examiners shall not be published 
unless the Court certifies that their production or inspection is desirable 
in the interests of justice (see p. 244, tupra). 

(5) If the Comptroller is satisfied that no objection exists to 
the specification on the ground that the invention claimed thereby 
has been wholly or in part claimed or described in a previous 
specification as before mentioned, he shall, in the absence of any 
other lawful ground of objection, accept the specification. 

** Prbvious Spboifioation as Before Mentioned." — This means any 
specification (other than a provisional not followed by a complete) 
published before the date of the application, and deposited pursuant to 
any application for a patent made in the United Kingdom within fifty 
years next before the date of the application. 

"Any Other Lawful Ground." — As to the other grounds upon 
which the Comptroller may refuse to accept a specification, see pp. 32, 33, 
supra. 

(6) If the Comptroller is not so satisfied, he shall, after hearing 
the applicant, and unless the objection be removed by amending 
the specification to the satisfaction of the Comptroller, determine 
whether a reference to any, and, if so, what, prior specifications 
ought to be made in the specification by way of notice to the 
public. 

(7) An appeal shall lie from the decision of the Comptroller 
under this section to the Law Officer. 

As to the procedure on appeals to the Law Officer, see p. 224, supra, 

(8) Section 8 of the principal Act and section 8 of the Patents, 
Designs, and Trade Marks (Amendment) Act, 1885 (which 
regulate the time for depositing a complete specification), 
shall have effect as if references therein to the period of nine 
months were references to the period of six months. 

S. 8 of the principal Act provides that a complete specification may 
be left at any time within nine months from the date of the application 
(see p. 243, nipru). S. 3 of the Act of 1885 provides for extension of 
time for leaving and accepting the specification (see p. 267, supra). 
When s. 1 of the Act of 1902 comes into operation, the period of 
provisional protection will be reduced to six months. 

(9) The investigations and reports required by this section 
shall not be held in any way to guarantee the validity of any 
patent, and no liability shall be incurred by the Board of Trade 
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or any officer thereof by reason of, or in connection with, any such 
investigation or report, or any proceeding consequent thereon. 

Notwithstanding the inyestigation by the Examiner, a patent will still 
be bad by reason of publication of the invention in a prior specifica- 
tion (except a specification deposited pursuant to an application made in 
the United Kingdom not less than fifty years before the date of the 
application; see s. 2), or by reason of any other prior publication 
(see p. 8, supra) or of prior user (see p. 14, tupra), 

(10) The Board of Trade, with the sanction of the Treasury, may 
prescribe an additional fee not exceeding one pound in respect of 
the investigation mentioned in this section, which shall be payable 
on the sealing of the patent. 



3. Section 22 of the principal Act (relating to the grant of com- 
pulsory licences by the Board of Trade) is hereby repealed, and 
the following provisions shall be substituted therefor : — 

(1) Any person interested may present a petition to the Board 
of Trade alleging that the reasonable requirements of the public 
with respect to a patented invention have not been satisfied, and 
praying for the grant of a compulsory licence, or, in the alternative, 
for the revocation of the patent. 

Under s. 22 the grounds were that : (1) The patent was not being 
worked in the United Kingdom ; (2) the reasonable requirements of the 
public with respect to the invention could not be supplied ; (3) some 
person was prevented from working or using to the best advantage an 
invention of which he was possessed. And the jurisdiction to order the 
grant of licences was vested in the Board of Trade. It is conceived 
that the decisions under that section will be of little or no value in 
proceedings under the new Act, and they are not, therefore, referred to 
in the text (see p. 102, mpra). 
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For the Rules of the Board of Trade and of the Judicial Committee 
under this section, see pp. 103-107, supra ; for Form of Petition, see 
p. 296, infra. 

Revocation can only be prayed for m the alternative; if rcTOcation 
solely is desired, proceedings must be taken in the High Coiirt in the 
ordinaiy way. And a licence will not be ordered if the reasonable require- 
ments of the public will not be satisfied by the grant of a licence. 

(2) The Board of Trade shall consider the petition, and if the 
parties do not come to an arrangement between themselves, the 
Board of Trade, if satisfied that a prima facie case has been made 
out, shall refer the petition to the Judicial Committee of the Privy 
Council, and, if the Board are not so satisfied, they may dismiss 
the petition. 

See the rules made hereunder by the Board of Trade, p. 103, tupra, 

(8) Where any such petition is referred by the Board of Trade 
to the Judicial Committee, and it is proved to the satisfaction of 
the Judicial Committee that the reasonable requirements of the 
public with reference to the patented invention have not been 
satisfied, the patentee may be ordered by an Order in Council to 
grant licences on such terms as the said Committee may think just, 
or, if the Judicial Committee are of opinion that the reasonable 
requirements of the public will not be satisfied by the grant of 
licences, the patent may be revoked by Order in Council. 

Provided that no order of revocation shall be made before the 
expiration of three years from the date of the patent, or if the 
patentee gives satisfactory reasons for his default. 

(4) On the hearing of any petition under this section, the 
patentee and any person claiming an interest in the patent as 
exclusive licensee or otherwise, shall be made parties to the 
proceeding, and the Law Officer, or such other counsel as he may 
appoint, shall be entitled to appear and be heard. 

(6) If it is proved to the satisfaction of the Judicial Committee 
that the patent is worked, or that the patented article is 
manufactured, exclusively or mainly outside the United Kingdom, 
then, unless the patentee can show that the reasonable require- 
ments of the public have been satisfied, the petitioner shall be 
entitled either to an order for a compulsory licence or, subject to 
the above proviso, to an order for the revocation of the patent. 

(6) For the purposes of this section the reasonable require- 
ments of the public shall not be deemed to have been satisfied, if 
by reason of the default of the patentee to work his patent, or 
to manufacture the patented article in the United Kingdom to an 
adequate extent, or to grant licences on reasonable terms, (a) any 
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existing industry or the establishment of any new industry 
is unfairly prejudiced, or (b) the demand for the patented article 
is not reasonably met. 

(7) An Order in Council directing the grant of any licence 
under this section shall, without prejudice to any other method 
of enforcement, operate as if it were embodied in a deed granting 
a licence and made between the parties to the proceeding. 

(8) His Majesty in Council may make rules of procedure and 
practice for regulating proceedings before the Judicial Committee 
under this section, and, subject thereto, such proceedings shall 
be regulated accordiag to the existing procedure and practice in 
patent matters. Any Order in Council, or any order made by 
the Judicial Committee under this Act, may be enforced by the 
High Court as if it were an order of the High Court. 

For the Rules made hereunder, see p. 104, wpra. 

(9) The costs of and incidental to all proceedings under this 
section shall be in the discretion of the Judicial Committee, but, 
in awardiQg costs on any application for the grant of a licence, 
the Judicial Committee may have regard to any previous request 
for, or ojffer of, a licence made either before or after the applica- 
tion to the Committee. 

(10) For the purposes of this section, three members of the 
Judicial Committee shall constitute a quoriun. 

(11) This section shall apply to patents granted before, as weU 
as after, the commencement of this Act. 

4. In sub-section 4 of section 82 of the principal Act (which 
relates to the performance of the duties of the Comptroller by 
other officers under the direction of the Board of Trade) the 
words " in his absence " shall be repealed. 

6. This Act may be cited as the Patents Act, 1902, and may be 
cited, and shall be construed, as one with the Patents, Designs, 
and Trade Marks Acts, 1888 to 1901. 
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PATENTS RULES, 1908. 

By virtue of the provisions of the Patents, Designs, and Trade 
Marks Act, 1888 to 1902, the Board of Trade do hereby make the 
following Rules: — 

Short Title. 

1. These Bules may be cited as the Patents Bules, 1908. 

GOMHBNOBHBMT. 

2. These Bules shall come into operation from and imme- 
diately after the 12th day of January, 1908. 

Interpretation. 

8. In the construction of these Bules — 

" United Kingdom " includes the Isle of Man ; 

" Foreign Application " means an application by any person 
for protection of his invention in a foreign State or British 
Possession to which by any Order in Council for the time being 
in force the provisions of section 108 of the Act of 1888 as 
amended by any subsequent Act have been declared applicable; 

" Convention Application " means an application in the United 
Kingdom under the provisions of section 108 of the Act of 1888 
as amended by any subsequent Act. 

Save as aforesaid any words herein used defined by the said 
Acts shall have the meanings thereby assigned to them 
respectively. 

Fees. 

4. The fees to be paid under the said Acts shall be those 
specified in the list of fees in the First Schedule to these Bules 
(see p. 289, supra). 

Forms. 

5. The Forms contained in the Second Schedule to these 
Bules (see pp. 292-802, infra) may, as far as they are applicable, 
be used in any proceedings under the said Acts or under these 
Bules and so far as they relate to the same subject-matter shall 
be substituted for the forms in the First Schedule to the Act of 
1888. 
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Applications for Patsnts. 

6. In the case of an application for a patent by the legal repre- 
sentative of a person who has died possessed of an invention 
(see p. 80), the probate of his will, or the letters of administra- 
tion granted of his estate and effects, or an official copy of such 
probate or letters, shall be produced at the Patent Office in proof 
of the applicant's title as such legal representative and must be 
supported by such further evidence as the Comptroller may 
require. 

7. Every application for a patent shall be accompanied by a 
statement of an address (hereinafter referred to as " the address 
for service ") to which all notices, requisitions, and communica- 
tions of every kind may be sent by the Comptroller or by the 
Board of Trade, and such statement shall thereafter be binding 
upon the applicant until a substituted address for service shall be 
furnished by him to the Comptroller. The Comptroller may in 
any particular case require that the address for service be in the 
United Eingdom. 

8. Applications for patents sent through the post shall, as far 
as may be practicable, be opened and numbered in the order in 
which the letters containing the same have been respectively 
delivered in the ordinary course of post. 

Applications left at the Patent Office otherwise than through 
the post shall be in like manner numbered in the order of their 
receipt at the Patent Office. 

9. Where a person making application for a patent includes in 
his specification by mistake, inadvertence, or otherwise, more than 
one invention (see p. 82), he may, with the consent of the Comp- 
troller, at any time before the date allowed for the acceptance of 
his complete specification, amend the same so as to apply to one 
invention only, and may make application for a separate patent 
for each such invention accordingly. Every such application 
shall, if the applicant notify his desire to that effect to the 
Comptroller, bear the date of the first application and shall, 
together therewith, be proceeded with in the manner prescribed 
by the said Acts and by these Bules, as if every such application 
had been originally made on that date. 

10. An application for extension of time for leaving or accept- 
ing a complete specification shall be made on Form U. (see p. 801) 
or on Form Y. (see p. 802), as the case may require, and shall state 
in detail in what circumstances and upon what grounds such 
extension is applied for, and the Comptroller may require the 
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applicant to substantiate such allegations by such proof as the 
Comptroller may think necessary. 

11. On the acceptance of a provisional or complete specification 
the Comptroller shall give notice thereof to the applicant, and 
shall advertise the acceptance of every complete specification in 
the official journal of the Patent Office. 

12. Upon such acceptance in the case of a complete specifica- 
tion, the application and specification or specifications with the 
drawings (if any) may be inspected at the Patent Office upon 
payment of the prescribed fee. 

Applications ukdbb the Intbbnational Convention. 

18. Every Convention application (see p. 226) shall contain a 
declaration that foreign appUcation has been made for protection 
of the invention to which such Convention application relates, 
and shall specify all the foreign States or British Possessions «in 
which such foreign applications have been made, and the official 
date or dates thereof respectively. The application must be 
made within twelve months from the date of the first foreign 
application, and must be accompanied by a complete specifica- 
tion, and signed by the person or persons by whom such first 
foreign application was made. If such person, or any of such 
persons be dead, the application must be signed by the legal 
representative of such dead person, as well as by the other 
apphcants, if any. 

14. Every Convention application, in addition to the specifica- 
tion left therewith, must be accompanied by a copy or copies 
of the specification, and drawings or documents filed or deposited 
by the appUcant in the Patent Office of the foreign State or 
British Possession in respect of the first foreign application, duly 
certified by the official chief or head of the Patent Office of such 
foreign State or British Possession ^ aforesaid, or otherwise 
verified to the satisfaction of the Comptroller. If any specifica- 
tion or other document relating to the application is in a foreign 
language, a translation thereof shall be annexed thereto and 
verified by statutory declaration or otherwise to the satisfaction 
of the Comptroller. 

15. If the complete specification left with the application be not 
accepted within twelve months from the date of the first foreign 
application, it shall, with the drawings, if any, be. open to public 
inspection at the expiration of that period. 

16. Save as aforesaid and as provided by Bule 52 all proceed- 
ings in connection with a Convention application shall be taken 
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within the times and in the manner prescribed by the said Acts 
or these Boles for ordinary applications. 



SiZB, ETC., OF DOOUMENTS. 

17. All documents and copies of dociunents, except drawings, 
sent to or left at the Patent Office or otherwise furnished to the 
GomptroUer or to the Board of Trade shall be written or printed 
in the English language (unless otherwise directed) in large and 
legible characters upon strong paper and, except in the case of 
statutory declarations and affidavits, on one side only, of a size 
of 13 inches by 8 inches, leaving a margin of two inches on the 
left-hand part thereof, and the signatures thereto must be 
written in a large and legible hand. Duplicate documents shall 
at any time be left, if required by the Comptroller. 

Dbawings AccoMPAMTiNa Spboificatioms. 

[BuUs 18-24 are set out in JuU on pp. 65, 66, mpra.] 
25, 26, 27. [These rtUes Jiave been omitted in error, and are 
printed at the end of the work {see p. 806, infra)."] 

Exercise of Disgbbtionaby Powers by the Comptroller. 

28. Before exercising any discretionary power given to the 
Comptroller by the said Acts or these Bules adversely to the 
applicant for a patent or for amendment of a specification, the 
Comptroller shall give ten days' notice, or such longer notice as 
he may think fit, to the applicant of the time when he may be 
heard personally or by his agent before the Comptroller. 

29. Within five days from the date when such notice would be 
delivered in the ordinary course of post, or such longer time as 
the Comptroller may appoint in such notice, the applicant shall 
notify in writing to the Comptroller whether or not he intends to 
be heard upon the matter. 

80. Whether the applicant desires to be heard or not, the 
Comptroller may at any time require him to submit a statement 
in writing within a time to be notified by the Comptroller, or to 
attend before him and make oral explanations with respect to 
such matters as the Comptroller may require. 

81. The decision or determination of the Comptroller in the 
exercise of any such discretion^y power as aforesaid shall be 
notified by him to the applicant, and to any other person who 
appears to him to be affected thereby. 
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Opposition to Grants of Patents (see p. 40). 

82. A notice of opposition to the grant of a patent shall be 
on Form D., and shall state the ground or grounds on which the 
person giving such notice (hereinafter called the opponent) 
intends to oppose the grant, and must be signed by him. Such 
notice shall state his address for service in the United Kingdom, 
and shall be accompanied by an unstamped copy, which copy 
shall be transmitted by the Comptroller to the applicant. 

38. Where the ground of an opposition is that the applicant 
has obtained the invention from the opponent, or from a person 
of whom such opponent is the legal representative, unless evidence 
in support of such allegation be left at the Patent Office within 
fourteen days after the expiration of two months from the date of 
the advertisement of the acceptance of the applicant's complete 
specification, the opposition shall be deemed to be abandoned. 

84. Where the ground of an opposition is that the applicant 
has obtained the invention from the opponent, or from a person 
of whom such opponent is the legal representative, the Comp- 
troller may request or allow any person who has made a statu- 
tory declaration in the matter to which the opposition relates 
to attend before him at the hearing of the case and make oral 
explanations with respect to such matters as the Comptroller may 
require. 

85. Where the ground or one of the grounds of opposition is 
that the invention has been patented in this country on an 
application of prior date, the number and date of such prior 
application shall be specified in the notice. 

86. Except in the case provided for in Eule 88, statutory 
declarations need not be left in connection with an opposition, 
but the opponent may within fourteen days after the expiration 
of two months from the date of the advertisement of the accept- 
ance of the applicant's complete specification, leave at the 
Patent Office statutory declarations in support of his opposition, 
and on so leaving shall deliver to the applicant copies thereof. 

87. Within fourteen days from the delivery of such copies, 
the applicant may leave at the Patent Office statutory declara- 
tions in answer, and on so leaving shall deliver to the opponent 
copies thereof, and within fourteen days from such delivery the 
opponent may leave at the Patent Office his statutory declara- 
tions in reply, and on so leaving shall deliver to the applicant 
copies thereof. Such last-mentioned declarations shall be con- 
fined to matters strictly in reply. 
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88. If the opponent does not leave statutory declarations in 
support of his opposition, the applicant may (if he desires so to 
do) within three months from the date of the advertisement of 
the acceptance of his complete specification, leave at the Patent 
Office statutory declarations in support of his application, and 
on so leaving shall deliver to the opponent copies thereof. 

89. Within fourteen days from the delivery of such copies, the 
opponent may leave at the Patent Office statutory declarations 
in answer, and on so leaving shall deliver to the applicant copies 
thereof, and within fourteen days from such delivery the appli- 
cant may leave at the Patent Office his statutory declarations 
in reply, and on so leaving shall deliver to the opponent copies 
thereof. Such last-mentioned declarations shall be confined to 
matters strictly in reply. 

40. No further evidence shall be left on either side except by 
leave, or on the requisition, of the Comptroller. 

41. On completion of the evidence (if any), or at such other 
time as he may see fit, the Comptroller shall appoint a time for 
the hearing of the case, and shall give the parties ten days' 
notice at the least of such appointment. If either party does 
not desire to be heard he shall as soon as possible notify the 
Comptroller to that effect. If either party desires to be heard 
he must leave Form E. at the Patent Office. The Comptroller 
may refuse to hear either party who has not left Form E prior 
to the date of hearing. If either party intends to refer at the 
hearing to any publication other than a specification mentioned 
in the notice of opposition, he should, unless the same has 
been referred to in a statutory declaration already filed, give 
to the other party and to the Comptroller five days' notice at 
the least of his intention, together with details of each publica- 
tion to which he intends to refer. After hearing the party or 
parties desirous of being heard or if neither party desires to 
be heard, then without a hearing the Comptroller shall decide 
the case and notify his decision to the parties. 

Amendment of Specification (see p. 79). 

42. A request for leave to amend a specification must be signed 
by the applicant and shall contain an address for service in the 
United Kingdom. When not made in pursuance of an order 
of the Court or a Judge the request must, where a patent 
has been sealed, also contain a statement that no action for 
infringement nor proceeding for revocation of the patent is 
pending. The request must be accompanied by a duly certified 
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copy of the original specification and drawings, showing in red 
ink the proposed amendment, and shall be advertised by publica- 
tion of the request and the nature of the proposed amendment 
in the official journal of the Patent Office, and in such other 
manner (if any) as the Comptroller may in each case direct. 

48. Where a request for leave to amend is made in pur- 
suance of an order of the Court or a Judge, an office copy of 
the order shall be left with the request at the Patent Office. 

44. A notice of opposition to the amendment shall be on 
Form G and shall state the ground or grounds on which the 
person giving such notice (hereinafter called the opponent) 
intends to oppose the amendment, and must be signed by him. 
Such notice shall state his address for service in the United 
Kingdom, and shall be accompanied by an unstamped copy, 
which copy shall be transmitted by the Comptroller to the 
applicant. 

45. Within fourteen days after the expiration of one month 
from the first advertisement of the application for leave to 
amend, the opponent may leave at the Patent Office statutory 
declarations in support of his opposition, and on so leaving shall 
deliver to the applicant copies thereof. 

46. Upon such declarations being left, and such copies being 
delivered, the provisions of Rules 87, 40 and 41 shall apply to the 
case, and the further proceedings therein shall be regulated in 
accordance with such provisions as if they were here repeated. 

47. If the opponent does not leave statutory declarations in 
support of his opposition, the applicant may (if he desires so to 
do) within two months from the date of the first advertisement 
of the application for leave to amend leave at the Patent Office 
statutory declarations in support of his application, and on so 
leaving shall deliver to the opponent copies thereof. 

48. Upon such declarations being left, and such copies being 
delivered, the provisions of Rules 89, 40, and 41 shall apply to 
the case, and further proceedings therein shall be regulated in 
accordance with such provisions as if they were here repeated. 

49. Where leave to amend is given the applicant shall,. if the 
Comptroller so require, and within a time to be limited by him, 
leave at the Patent Office a new specification and drawings as 
amended, to be prepared in accordance with Rules 17 to 28. 

50. Every amendment of a specification shall be advertised 
forthwith by the Comptroller in the official journal of the Patent 
Office, and in such other manner (if any) as the Comptroller may 
direct. 
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Bbgisteb of Patents (see p. 107). 

51. Upon the sealing of a patent the Comptroller shall cause 
to be entered in the Register of Patents the name, address, and 
calling of the patentee as the grantee thereof, and the title of the 
invention, together with the address for service. 

52. The patent granted on any Convention application (see 
p. 227) shall be entered in the Begister as dated of the date on 
which the first foreign application was made, and the payment of 
renewal fees, and the expiration of the patent, shall be reckoned 
as from the date of the first foreign application. 

68. If a patentee send to the Comptroller on Form B. (see 
p. 800) notice of an alteration in his address, the Comptroller shall 
cause the Begister to be altered accordingly, and may require the 
altered address to be in the United Kingdom. 

54. Where a person becomes entitled to a patent or to any 
share or interest therein, by assignment, or by transmission, or 
other operation of law (see p. 108), a request for the entry of his 
name in the Begister as such complete or partial proprietor of 
the patent, or of such share or interest therein, as the case may 
be, shall be addressed to the Comptroller, and left at the Patent 
Office. 

55. Such request shall be on Form L. (see p. 298) and shall in 
the case of individuals be made and signed by the person requiring 
to be registered as proprietor, or by his agent duly authorised to 
the satisfaction of the Comptroller, and in the case ^f a body 
corporate by its agent, authorised in like manner. 

66. Every such request shall state the name, address, and 
calling of the person claiming to be entitled to the patent, or to 
any share or interest therein, as the case may be, and the parti- 
culars of the assignment, transmission, or other operation of law, 
by virtue of which he claims to be entered in the register as 
proprietor, so as to show the manner in which, and the person 
or persons to whom, the patent, or such share or interest therein 
as aforesaid, has been assigned or transmitted. 

57. Every assignment, and every other document containing, 
giving effect to, or being evidence of, the transmission of a patent 
or affecting the proprietorship thereof as claimed by such request, 
except such documents as are matters of record, shall, unless 
the Comptroller in his discretion otherwise directs, be produced 
to him together with the request, and such other proof of title 
as he may require for his satisfaction. 

As to a document which is a matter of record, an official or 
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certified copy thereof shall in like manner be produced to the 
Comptroller. 

58. There shall also be left with the request an attested copy 
of the assignment or other document or copy above required to 
be produced. 

59. A body corporate may be registered as proprietor by its 
corporate name. 

60. Where an order has been made by His Majesty in Council 
for the extension of a patent for a further term or for the grant 
of a new patent (see p. 187), or where an order has been made for 
the revocation of a patent (see p. 114), or the rectification of the 
Begister under section 90 of the Act of 1888 (see p. Ill), or other- 
wise affecting the validity or proprietorship of the patent, the 
person in whose favour such order has been made shall forthwith 
leave at the Patent Office an office copy of such order. The 
Begister shall thereupon be rectified or the purport of such 
order shall otherwise be duly entered in the register, as the 
case may be. 

61. Upon the issue of a certificate of payment under Bule 68, 
the Comptroller shall cause to be entered in the Begister a record 
of the date of payment of the fee on such certificate. 

62. If a patentee fails to make any prescribed payment within 
the prescribed time, or any enlargement thereof duly granted, 
there shall be duly entered in the Begister a notification of such 
failure. 

68. An attested copy of every licence granted under a patent, 
or of any other document purporting to affect the proprietorship 
of a patent shall be left at t]ie Patent Office with a request on 
Form M. (see p. 299), that a notification thereof may be entered in 
the Begister. The accuracy of such copy shall be certified as 
the Comptroller may direct, and the original document shall at the 
same time be produced and left at the Patent Office if required 
for further verification. 

64. The Begister of Patents shall be open to the inspection of 
the public on every week-day except Saturday between the hours 
of ten and four, and on Saturday between the hours of ten and 
one, except on the days and the times following : — 

(a) Christmas Day, Good Friday, the day observed as His 

Majesty's birthday, days observed as days of public fast 
or thanksgiving, and days observed as holidays at the 
Bank of England ; or 

(b) Days which may from time to time be notified by a placard 

posted in a conspicuous place at the Patent Office ; 
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(c) Times when the register is required for any purpose of 
official use. 

65. Certified copies of any entry in the register, or certified 
copies of, or extracts from, patents, specifications, disclaimers, 
affidavits, statutory declarations, and other public documents in 
the Patent Office, or of or from registers and other books kept 
there, may be furnished by the Comptroller on payment of the 
prescribed fee. 

Paymbnt of Fees fob Continuance of Patent. 

66. If a patentee intends at the expiration of the fourth year 
from the date of his patent to keep the same in force, he shall, 
before the expiration of the fourth and each succeeding year during 
the term of the patent, pay the prescribed fee. The patentee 
may pay the whole or any portion of the aggregate of such 
prescribed annual fees in advance. 

The Form J. (see p. 298) in the Second Schedule, duly stamped, 
should be used for the purpose of this payment. 

67. An application for an enlargement of the time for making 
a prescribed payment (see Form E., p. 298) shall state in detail 
the circumstances in which the patentee by accident, mistake or 
inadvertence has failed to make such payment, and the Comp- 
troller may require the patentee to substantiate by such proof 
as he may think necessary the allegations contained in the 
application for enlargement. 

68. On due compliance with the terms of Bule 66, and as soon 
as may be after such respective periods as aforesaid, or any 
enlargement thereof respectively duly granted, the Comptroller 
shall issue a certificate that the prescribed payment has been duly 
made. 

COMPULSOBY LiCENOBS AND BbVOCATION OF PATENTS. 

[Rule8 69 — 76 are set oiU in full on pp. 108, 104, supra.'] 

Genebal. 

76. Any document for the amending of which no special pro- 
vision is made by the said Acts may be amended, and any irregu- 
larity in procedure, which in the opinion of the Comptroller may be 
obviated without detriment to the interests of any person, may be 
corrected, if and on such terms as the Comptroller may think fit. 

77. The times prescribed by these Rules for doing any act, or 
taking any proceeding thereunder, other than the times for lodging 
evidence referred to in Bule 88 or in the procedure in these Bules 

L.P. V 
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relating to compulsory licences and revocation of patents, may be 
enlarged by the Comptroller if he think fit, and upon such notice 
to other parties, and proceedings thereon, and upon such terms, as 
he may direct. 

78. Where, under these Rules, any person is required to do 
any act or thing, or to sign any document, or to make any 
declaration on behalf of himself or of any body corporate, or any 
document or evidence is required to be produced to or left with 
the Comptroller, or at the Patent Office, and it is shown to the 
satisfaction of the Comptroller that from any reasonable cause 
such person is unable to do such act or thing, or to sign such 
document, or make such declaration, or that such document or 
evidence cannot be produced or left as aforesaid, it shall be lawful 
for the Comptroller, with the sanction of the Board of Trade, and 
upon the production of such other evidence, and subject to such 
terms as they may think fit, to dispense with any such act or 
thing, document, declaration, or evidence. 

79. The Patent Office shall be open to the public every week- 
day except Saturday between the hours of ten and four, and on 
Saturday between the hours of ten and one, except on the days 
following : — 

Christmas Day, Good Friday, the day observed as His 
Majesty's birthday, the days observed as days of public 
fast or thanksgiving, or as hoUdays at the Bank of 
England, and days which may from time to time be 
notified by a placard posted in a conspicuous place at 
th^ Patent Office. 

80. Any application, notice, or other document authorised or 
required to be left, made, or given at the Patent Office, or to the 
Comptroller, or to any other person under these Bules, may be 
sent by a prepaid letter through the post, and if so sent shall be 
deemed to have been left, made, or given at the time when the 
letter containing the same would be delivered in the ordinary 
course of post. In proving such service or sending, it shall be 
sufficient to prove that the letter was properly addressed and put 
into the post. 

AOBNOY. 

81. With the exception of the signing of the following docu- 
ments, namely, applications for patents, requests for leave to 
amend applications, specifications, or letters patent, authorisa- 
tions of agents, notices of oppositions, requests for issue of 
duplicate letters patent, notices of abandonment of or of intention 
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not to proceed with applications, Burrenders of letters patent, and 
petitions for compulsory licence and revocation of patent, all 
communications to the Comptroller under the said Acts and these 
Bules may be signed by and all attendances upon the Comptroller 
may be made by or through an agent duly authorised to the 
satisfaction of the Comptroller, and, if he so require it, resident 
in the United Kingdom. The Comptroller shall not be bound to 
recognise as such agent, or to receive further communications 
from any person whose name, by reason of his having been 
adjudged guilty of disgraceful professional conduct has been 
erased from the register of patent agents, kept under the pro- 
visions of the Patents, Designs, and Trade Marks Act, 1888, 
relating to the registration of patent agents, and not since 
restored. In any particular ease, the Comptroller may, if he 
think fit, require the personal signature or presence of an 
applicant, opponent, or other person. 

Bbpeal. 

82. All general Bules relative to patents iMretofore made by 
the Board of Trade under the Patents, Designs, and Trade Marks 
Acts, 1888 to 1901, and in force on the 12th day of January, 
1908, shall be and they are hereby repealed as from that date, 
without prejudice, nevertheless, to anything done under such 
Bules, or to any application or other matter then pending. 

Dated the 12th day of January, 1908. 

G. W. Balfour, 
President of the Board of Trade. 



THE FIBST SCHEDULE. 

[List of Fees payable in connection with Patents ; see p. 289, 

swpra.1 

THE SECOND SCHEDULE. 
[Fcyrms ; see pp. 292-802, infra.'\ 
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THE OFFICIAL FORMS. 

[^Prescribed by the Board of Trade and contained in the Second 
Schedule to the Patents RtdeSj 1908.] 

Form A. (see p. 28, supra). 
Application for Patent for Original Invention. 

[To he accompanied by two copies of Form B. or of Form C] 
I [or We] [name, address^ and calling of applicant or applicants, 
in full] do hereby declare that I am [or we are] in possession of 
an invention the title of which is [tide"]; that [in case of joint 
applicants state whether all, or, if not, who is or are the inventor or 
inventors'] claim to be true and first mventor thereof ; and that 
the same is not in use by any other person or persons to the best 
of my [or our] knowledge and belief; and I [or we] humbly 
pray that a Patent may be granted to me [or us] for the said 
invention. 

Dated day of , 19 — . 

[Signature of applicant or applicants,] 

NoTB. — One of the two next forms (which are printed on the 
back of the application), or a separate authorisation of agent, 
should be signed by the applicant or applicants. 

(1) Where Application is made through an Agent. 

I [or We] hereby appoint [agent], of , to act as my [or 

our] Agent in respect of the within application for a Patent, 
and request that all notices, requisitions, and communications 
relating thereto may be sent to such Agent at the above 
address. 

day of , 19 — . 

[Signature of applicant or applicants.] 

(2) Where application is made without an Agent. 

I [or We] hereby request that all notices, requisitions, and 
communications in respect of the within application may be 
sent to at . 

day of , 19 — . 

[Signature of applicant or applicants.] 
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Porm Al. (see p. 28, supi^a). 

Application for Patent for Invention Communicated from Abroad. 

[To be accompanied by two copies of Form B. or of Form C] 

I [name, address, and catting of applicant, in Jutt] of , in 

the county of , do hereby declare that I am in possession of 

an invention, the title of which is [title'], which invention has 
been communicated to me by [name, address, and calling of 
communicator'] ; that I claim to be the true and first inventor 
thereof; and that the same is not in use within the United Kingdom 
of Great Britain and Ireland and the Isle of Man by any other 
person or persons to the best of my knowledge and belief ; and I 
humbly pray that a Patent may be granted to me for the said 
invention. 

Dated day of , 19—. 

[Signature of applicant or applicants.] 

NoTB. — One of the two forms printed on the back of the appli- 
cation (see p. 292, supra), or a separate authorisation of agent, 
should be signed by the applicant. 



Porm A2. (see p. 228, supra). 

Application for Patent under International and Colonial 
Airangements. 

I [or We] [name, address, and calling of applicant or applicants, 
in full] do hereby declare that I [or we] have made applications 
for protection of my [or our] invention of [title] in the following 
foreign States, and on the following official dates, viz. : [name of 
each State and official date of each application]', and in the 
following British Possessions and on the following official dates, 
viz.: [name of each British Possession and official date of each 
applix:ation] : That the said invention was not in use within the 
United Kingdom of Gr^at Britain and Ireland and the Isle of 
Man by any other person or persons before the [official date of 
earliest foreign application] to the best of my [or our] knowledge, 
information, and belief, and I [or we] humbly pray that a patent 
may be granted to me [or us] for the said invention in priority 
to other applicants, and that such patent shall have the date 
[date of earliest foreign application], 

[Signature of applicant or applicants.] 

NoTB. — If the application be made through an agent, a proper 
authorisation should be supplied ; if not, an address for service to 
which communications may be sent should be furnished. 
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Form B. (see p. 56, supra). 

Provisioiial SpeciflcatioiL 

[To be furnished in Duplicate, and issued with Form A. or AIJ] 

J[Title : verbally agreeing with that in the Application Form.'\ 

I {or We] \name, address, and calling of applicant or applicants 
as in application fomC\ do hereby declare the nature of this 
invention to be as follows: — [nature of inventio7C\. 

Dated this day of . 

\Signature.1 



Form C. (see p. 58, supra). 



Where Provisional Specification has 
been left quote No. and date. 

No. . 

Date 



Complete Specification. 

[To be furnished in Duplicate — one unstamped^] 
{Title; verbally agreeing with that in the application form.'] 
I [or We] [name, address, and calling of applicant or applicants 
as in application form'} do hereby declare the nature of this inven- 
tion and in what manner the same is to be performed, to be 
particularly described and ascertained in and by the following 
statement : [nature of invention and mode of performing if}. 

Having now particularly described and ascertained the nature 
of my said invention, and in what manner the same is to be 
performed, I declare that what I claim is : — [claim or claims 
mtmbered consecutively']. 

Dated this day of . 

[Signature.] 



Form CI. 

Postal Bequest for Printed Specification. 

To the Comptroller-General. 

Please send one copy of Specification, No. Year — 

to . 

[Name {in full) and address.] 
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Eoim D. (see p. 40, supra). 
Form of Oppodtioii to Orant of Patent. 

Ilname and address, inJuU] hereby give notice of my intention 

to oppose the grant of Letters Patent upon application No. 

of , applied for by upon the ground [see pp. 40-48, supra"]. 

{^Signature of opponent.] 

My address for service in the United Kingdom is . 

To the Comptroller. 



Form E. (see pp. 58, 84, supra). 
Form of Votice that Hearing befbre the Comptroller will be Attended. 

{^Opposition to the Grant or to Amendments.] 
Sib, 

I, of hereby give notice that the hearing in 

reference to will be attended by myself or by some person 

on my behalf. 

Your obedient servant, 

{Signature.] 
To the Comptroller. 



Form F. (see p. 79, supra). 
Form of Application for Amendment of Speoifloation. 

I {name and address of applicant or patentee^ in fuU] seek leave 

to amend the specification of Letters Patent No. of , as 

shown in red ink in the certified copy of the original specification 
hereunto annexed. 

{If the patent has been sealed and such is the case add : I declare 
that no action for infringement or proceeding for revocation of 
the Letters Patent in question is pending.] 

My reasons for making this amendment are as follows : — {state 
reasons {see p. 88, supra) ; and if applicant is not the patentee, 
state his interest in the patent]. 

{Signature of applicant] 

My address for service in the United Kingdom is . 

To the Comptroller. 
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Form 0. (see p. 88, supra). 

Eoim of Oppositioii to Amendment of Speeification. 

[To be (Accompanied by an unstamped copy.2 

I [name and address of opponent^ in full] hereby give notice of 
objection to the proposed amendment of the specification of 

Letters Patent No. of for the following reason : — [state 

reason ; see p. 88, supra"]. 

[Signature of opponent] 

My address for service within the United Kingdom is . 

To the Comptroller. 



Form H. (see p. 102, supra). 

Form of Application for Grant of Compnlaory Licence or EcYocation. 

[To be accompanied by an unstamped copy.] 

I [name and address of applicant, in full] hereby request you to 
bring to the notice of the Board of Trade the accompanying 
Petition for the grant of a licence to me by [name and address of 
patentee f and number and date of his patent]. 

[Signature of petitioner.] 

Note. — The petition must clearly set forth the facts of the 
case and be accompanied by an examined copy thereof (see 
Form HI.). 

To the Comptroller. 



Form HI. (see p. 102, supra). 
Form of Petition for Grant of CompuUory Licence or Eevocation. 

To the Lords of the Committee of Privy Council for Trade. 

The Petition of [name, address, and calling of petitioner, in 

fulQ of in the county of , being a person interested in 

the matter of this petition as hereinafter described. 

Shbwbth as follows : — 

1. A patent dated No. was duly granted to for 

an invention of [title of invention]. 

2. The nature of my interest in the matter of this petition is 
as follows : — [state nature of interest]. 



Digitized by VjOOQ 16 



THE OFFICIAL FORMS. 297 

8. l^Statement in detail of the circumstaneea of the case under 
s. 8 of the Act {seep. 102, swpra)^ showing that it arises hy reason of 
the default of the patentee^ or as the case may be, of any other person 
claiming an interest in the patent as exclusive licensee^ or otherwise, 
to work his patent or to manufacture the patented article in the 
United Kingdom to an adequate extent, or to grant licences on 
reasonable terms. The statement should give the names and addresses 
of any persons who are alleged to have made default. Subsequent 
paragraphs should be numbered consecutively. 1 

The evidence which I propose to leave at the Patent Office 
accompanying this petition is as follows : — {state what affidavits 
or statutory declarations, together with any other documentary 
evidence, will be left ; see Rule 70, and p. 108, supra"]. 

Having regard to the circumstances above stated, the petitioner 
alleges that by reason of the aforesaid default the reasonable 
requirements of the public with respect to the invention patented 
as above stated have not been satisfied. 

Your petitioner therefore prays that an order may be made 
granting to him a compulsory licence on the terms following, 
viz. : [state the terms as to the amount of royalties, security for 
payment, or otherwise, upon which the petitioner claims to be 
entitled to the relief} or that the said patent may be revoked. 

[Signature.'] 



Form I. (see p. 102, sttpra). 

Form of OppositioiL to Petitioii for Orant of CompuUory Licence 

or Beyocation. 

I [name and address, in full] hereby give notice of opposition to 

the petition of for the grant of a compulsory licence 

under Patent No. of , or the revocation of the said 

patent. The grounds upon which I oppose the said application are 
as follows, viz. : — [grounds of opposition]. 

[Signature.] 

NoTB. — In pursuance of the requirements of Rule 71, copies of 
the affidavits or statutory declarations in reply to the evidence left 
with the petition must be delivered to the petitioner. 

To the Comptroller. 
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Foim J. (see p. 88, supra). 
Application for Certificate of Payment or EenewaL 

[When stamped this Form must he sent at once to the Patent 

Office.'\ 
I hereby transmit the fee prescribed for the continuation in 

force of \nam^ of patentee'] Patent No. of for a 

further period of . 

IName and fall address.] 
To the Comptroller. 

4fr « « « 4fr 

Certificate of Payment or BenewaL 

Letters Patent No. of . 

This is to certify that did this day of make 

the prescribed payment of £ in respect of a period of 

from and that by virtue of such payment the rights 

of the patentee remain in force. 

© 

Form K. (see p. 89, suprd). 
Form of Application for Enlargement of Time for Payment of 

Benewal Fee. 

Sib, 

I hereby apply for an enlargement of time for month 

in which to make the payment of upon my Patent, 

No. of . 

The circumstances in which the payment was omitted are as 
follows : — [state circwnstances in detail ; see p. 89, supra], 

I am, Sir, 

Your obedient servant, 

{Signature of Applicant and 
fuU address to which receipt 
is to be sent.] 
To the Comptroller. 



Form L. 

Bequest to Enter Vame npen the Begister. 

I [name, address, and description] hereby request that you will 
enter my name in the Begister of Patents : 

I claim to be entitled [nature of claim, e.g., as assignee] of the 
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Patent No. of granted to {name and address of patentee} 

the title of which is {tiiW] by virtue of [jparticulars of document, 
giving its date, and the parties {hereto, and showing how the claim is 
svistantiated]. 

And in proof whereof I transmit the accompanying [doctmient'] 
with an attested copy thereof. 

I am, Sir, 

Your obedient servant, 

{Signatwre,} 
To the Comptroller. 



Form H. (see p. 110, supra), 

Sequest to Enter Hotifloation of lioenoe or Other Document 

in the Begister. 

Sib, 

I hereby transmit an attested copy of [description of nature oj 

document} under Patent No. of , as well as the original 

document of verification, and I have to request that a notification 
thereof may be entered in the Begister. 

I am. Sir, 

Your obedient servant, 
{Signatwre andfvU address.'} 
To the Comptroller. 



Form H. (see p. 89, supra). 
Application for Ihiplicate of Patent 

Date . 

Sib, 

I regret to have to inform you that the patent dated [date, 
number, andfuU name and address of grantee} for an invention the 
title of which is \title} has been destroyed {or lost] {state the 
circumstances, which must he verified by statutory declaration}. 

I beg therefore to apply for the issue of a duplicate of such 
Patent. 

{Here state interest oJ applicant in the patent.} 

{Signature of applicant.} 
To the Comptroller. 
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Form 0. (see p. 13, supra). 
Hotice of Intended Exhibition of an Unpatented Invention. 

I [name and address , in fvll] hereby give notice of my intention 

to exhibit a of at the Exhibition, which opened 

[or is to open] on the day of , under the provisions of 

the Patents, Designs, and Trade Marks Acts, 1888 to 1902. 

I herewith enclose a brief description of my invention [the 
description should be accompanied by drawings^ if necessary}, 

{Signature of inventor. 1 

To the Comptroller. 



Form P. (see pp. 32, 110, supra). 

Seqnest for Correction of Clerical Error. 

Sm, 
I hereby request that the following clerical error [or errors] 

in the application {or specification or register] No. of , 

may be corrected in the manner shown in red ink in the certified 
copy of the original application \pr specification or register] 
hereunto annexed. 

{Signature and fall address, '\ 



Form 0. 

Certificate of ComptroUer-OeneraL 

The Patent Office, 
London, 19 — . 

I , Comptroller-General of Patents, Designs, and Trade 

Marks, hereby certify . 

To \JuU name and address of person requiring certificate'}' 



Form S. (see p. 110, supra). 

Hotioe for Alteration of an Address in Begister. 
Sib, 

I [name and address, infuU] hereby request that my address 
now upon the Register may be altered as follows : — IfuU address]. 

I am, Sir, 

Your obedient servant, 

[Signature of applicant.} 
To the Comptroller. 
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Form S. (see p. 107, swj^a). 

Application for Entry of Order of Privy Connoil in Begister. 

I Iname and address^ in fulZ] hereby transmit an office copy of 
an Order in Council with reference to {^purport of the ord^r}. 

I am. Sir, 

Your obedient servant, 

^Signature of applicant'} 
To the Comptroller. 



Form T. (see p. 224, mpra). 

Form of Appeal to the Law Qffioer. 

I [name and address, in fuU] hereby give notice of my intention 
to appeal to the Law Officer from the decision [or that part of the 

decision] of the Comptroller of the day of whereby 

he refused [or allowed] application for Patent [or application for 

leave to amend Patent or as the case may fee] No. of 

[Signature and date.} 

N.B. — This notice must be sent to the Comptroller-General, 
and a copy to the Law Officers' Clerk (Boom 549), Boyal Courts 
of Justice, Strand, London. 



Form TT. (see p. 80, supra). 

Application for Ertenrion of Time for« Leaving a Complete 
Speoifioation. 

Sib, 

I hereby, in respect of application No. , dated , 

apply for one month's extension of time in which to leave a 
complete specification. 

The circumstances in and grounds upon which this extension 
is applied for are as follows: — [circumstances and grounds; 
see p. 80, supra}. 

I am. Sir, 

Your obedient servant, 
[Signature of applicant or his agent^ 
To the Comptroller. 
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Form y. (see p. 86» supra). 

Application for Bxtonsioii of Time for Aeoeptanoe of a Complete 

SpeeiflcatioiL 

Sib, 

I hereby apply for months' extension of time for the 

acceptance of the complete specification upon application No. 

dated . 

The circumstances in and grounds upon which the extension 
is applied for are as follows : — [circumstances and grounds ; 
see p. 86, supra'], 

I am, Sir, 

Tour obedient servant, 
[ISignature of applicant or his agent.'} 
To the Comptroller. 
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PRIYT COUNCIL RULES, 1897. 

Rides to be observed in proceedings before the Judicial Committee of 
the Privy Council under the Patents, Designs, and Trade 
Marks Act, 1888, Section 25. 

1. A Party intending to apply by petition under section 25 of 
the Act shall give public notice by advertising three times in the 
London Gazette and once at least in each of three London 
newspapers. 

If the applicant's principal place of business is situate in the 
United Kingdom at a distance of 15 miles or more from Charing 
Cross he shall also advertise once at least in some local news- 
paper published or circulating in the town or district where such 
place of business is situated. If the applicant has no place of busi- 
ness, then, if he carries on the manufacture of anything made 
under his specification at a distance of 16 miles or more from Char- 
ing Cross he shall advertise once at least in some local newspaper 
published or circulating in the town or district where he carries 
on such manufacture. If he has no place of business and carries 
on no such manufacture, then, if he resides at a distance of 60 
miles or more from Charing Cross, he shall advertise once at 
least in some newspaper published or circulating in the town or 
district where he resides. 

The applicant shall in his advertisements state the object of 
his petition and shall give notice of the day on which he intends 
to apply for a time to be fixed for hearing the matter thereof, 
which day shall not be less than four weeks from the date of the 
publication of the last of the advertisements to be inserted in the 
London Gazette. He shall also give notice that caveats must be 
entered at the Council Office on or before such day so named in 
the said advertisements. 

2. A petition under section 26 t)f the Act must be presented 
within one week from the publication of the last of the advertise- 
ments required to be published in the London Gazette. 

The petition must be accompanied with an affidavit or affi- 
davits of advertisements having been published according to the 
requirements of the first of these Bules. The statements contained 
in such affidavit or affidavits may be disputed upon the hearing. 
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The petitioner shaU apply to the Lords of the Committee to 
fix a time for hearing the petition, and when such time is fixed 
the petitioner shall forthwith give public notice of the same by 
advertising once at least in the London Gazette and in two 
London newspapers. 

8. A party presenting a petition under section 25 of the Act 
must lodge at the Council Office eight printed copies of the 
specification ; but if the specification has not been printed and 
if the expense of making eight copies of any drawing therein 
contained or referred to would be considerable the lodging of two 
copies only shall be deemed sufficient. 

The petitioner shall also lodge at the Council Office eight copies 
of the balance sheet of expenditure and receipts relating to the 
patent in question, which accounts are to be proved on oath 
before the Lords of the Committee at the hearing. He 
shall also furnish three copies of the said balance sheet for the 
use of the Solicitor to the Treasury, and shall upon receiving two 
days' notice give to the Solicitor to the Treasury, or any person 
deputed by him for the purpose reasonable facilities for inspect- 
ing and taking extracts from the books of account by reference 
to which he proposes to verify the said balance sheet at the 
hearing or from which the materials for making up the said 
balance sheet have been derived. 

All copies mentioned in this Bule must be lodged and furnished 
not less than fourteen days before the day fixed for the hearing. 

4. A party intending to oppose a petition under section 25 of 
the Act must enter a caveat at the Council Office before the day 
on which the petitioner applies for a time to be fixed for hearing 
the matter thereof, and having entered such caveat shall be 
entitled to have from the petitioner four weeks' notice of the 
time appointed for the hearing. 

The petitioner shall serve copies of his petition on all parties 
entering caveats in accordance with this Bule, and no application 
to fix a time for hearing shall be made without affidavit of such 
service. 

All parties intending to oppose a petition shall within three 
weeks after such copies are served on them respectively lodge at 
the Council Office eight printed copies of the grounds of their 
objections to the granting of the prayer of the petition. 

5. Parties shall be entitled to have copies of all papers lodged 
in respect of any petition under section 25 of the Act at their 
own expense. 

All such petitions and all statements of grounds of objection 
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shall be printed in the form prescribed by the Bules which apply 
to proceedings before the Judicial Committee of the Privy 
Council. Balance sheets of expenditure and receipts shall be 
printed in a form convenient for binding along with such 
petitions. 

6. Costs incurred in the matter of any petition under section 
25 of the Act shall be taxed by the Registrar of the Privy 
Council, or other officer deputed by the Lords of the Judicial 
Committee of the Privy Council to tax the costs in the matter of 
any petition, and the Registrar or such other officer shall have 
authority to allow or disallow in his discretion all payments made 
to persons of science or skill examined as witnesses. 

7. The Lords of the Committee may excuse petitioners and 
opponents from compliance with any of the requirements of 
these Rules, and may give such directions in matters of proce- 
dure and practice under section 25 of the Act as they shall 
consider to be just and expedient. 

8. The Lords of the Committee will hear the Attorney-General 
or other Counsel on behalf of the Crown on the question of 
granting the prayer of any petition under section 25 of the Act. 
The Attorney-General is not required to give notice of the 
grounds of any objection he may think fit to take or of any 
evidence which he may think fit to place before the Lords of 
the Committee. 



PBIYT COUNCIL RULES, 1908. 

[These are fully set out on pp. 104 — 107, supraJ] 



REGISTER OF PATENT AGENTS RULES. 

[These arefuUy set otitonpp. 281 — 288, supraJ] 



L.P. 
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Rtdes 25—27 of the Patents Rules, 1908 (a). 
Statutory Declarations and Affidavits. 

25. The statutory declarations and affidavits required by these 
Bules, or used in any proceedings thereunder, shall be headed in 
the matter or matters to which they relate and shall be drawn up 
in the first person, and shall be divided into paragraphs consecu- 
tively numbered, and each paragraph shall so far as possible 
be confined to one subject. Every statutory declaration or 
affidavit shall state the description and true place of abode of 
the person making the same, and shall be written or printed 
bookwise and shafl bear the name, and address of the person 
leaving it and shall state on whose behalf it is left. 

26. The statutory declarations and affidavits required by the 
said Acts and these Rules, or used in any proceedings thereunder, 
shall be made and subscribed as follows : — 

(a) In the United Kingdom, before any justice of the peace, 
or any commissioner or other officer authorised by law 
in any part of the United Kingdom to administer an 
oath for the purpose of any legal proceeding ; 

{b) In any other part of His Majesty's dominions, before any 
court, judge, justice of the peace, or any officer autho- 
rised by law to administer an oath there for the purpose 
of a legal proceeding ; and 

(c) If made out of His Majesty's dominions, before a British 
Minister, or person exercising the functions of a British 
Minister, or a Consul, Vice-Consul, or other person 
exercising the functions of a British Consul, or before 
a notary public, or before a judge or magistrate. 

Industrial or International Exhibitions. 

27. Any person desirous of exhibiting an invention at an 
industrial or international exhibition, or of publishing any de- 
scription of the invention during the period of the holdmg of the 
exhibition, or of using the invention for the purpose of the exhi- 
bition in the place where the exhibition is held, may, after the 
Board of Trade have issued a certificate that the exhibition is an 
industrial or international one, give to the Comptroller notice 
on Form of his intention to exhibit, publish, or use the inven- 
tion, as the case may be. For the purpose of identifying the 
invention in the event of an application for a patent being 
subsequently made the inventor shall furnish to the Comp- 
troller a brief description of his invention, accompanied, if 
necessary, by drawings, and such other information as the 
Comptroller may in each case require. 

{a) These rules were omitted, in error, from p. 288, tupra. 

Digitized by VjOOQ 16 



INDEX. 



ABANDONMENT, 

complete speoification, in, of part of invention, effect of, 71 

opposition to grant, of, 284 

petition for prolongation, of, 150 

prior user, of, effect of, 16 

provisional specification, of, does not amount to a publication, 8, 80 

ABROAD, 

communications from : 8se Gommuiiications fbom Abboad. 
importation from, may be an infringement, 165, 166 
importers from, are true and first inventors, 27, 28 
prior publication, effect of, 7 

user, effect of, 7 
service of writ on defendant who is, 178 

ACCEPTANCE, 

complete specification, of, 85 

rights of inventor after, 86 
provisional specification, of, rights of inventor after, 86 

ACCIDENT, 

invention discovered by, is patentable, 22 

mode of performing invention discovered by, effect of, 22, 68 

ACCOUNT, 

petition for extension, on, 189—142 
profits, of, 169, 178, 208, 206, 211, 212 
ascertained, how, 212 

damages cannot be claimed as well as, 206, 207, 211 
disadvantages of, 207, 211 
discovery in aid of, 212 
laches, effect of, on, 212 
refused, is, when, 212 
stay of, 220, 221 
undertaking to keep, 187, 190, 221 

ACQUIESCENCE, 
effect of, 

assignment of licence, on, 101 

interlocutory injunction, application for, on, 189 

perpetual injunction, application for, on, 204 

ACTION, 

licensees, against : 8ee Ligenbeb. 
reduction, of, 119, 268 
Statute of Monopolies, under, 124 
threats, for : ue Thbeatb. 

( 1 ) 
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ACTION FOB INFRINGEMENT! and see Infringement; Gobtb. 
amendment of specification, in, 8&— 89, 202 
appeals in, 221—228 

Court of Appeal, to, 221 

evidence on, 222, 223 
practice on, 221—228 
security for costs, on, 222 
stay pending, 220 
House of Lords, to, 223 
assessor, aid of, at trial of, 171, 197 
camera, hearing of, in, 193 
costs in : see Costs. 
Court in which, can be tried, 171 
damages, in : see Damages. 

delivery up of infringing articles in : see Dexjvebt up. 
destruction of infringing articles in : see Destbuction. 
defence in, 175 

grounds of, 175, 178 
defendants in, 153, 154, 155, 172 
discovery in: see Dibooveby; Intbbbogatobieb. 
discontinue, leave to, 196 
evidence in, 191, 198—201 

expert, 199, 200 
infringement, of, 200 
execution, stay of, pending appeal, 220, 221 
expediting, 196 

intention, effect of, in, 153, 213 
injunction in : see Injunction. 
inspection in, 192 — 194 
interrogatories in : see Intebbogatobiss. 
invalidity of patent may be declared in, 178 
issues, separate, hearing of, in, 197 

costs of, in, 218, 219 
jury, claiming, in, 197 
liable in, who are, 153, 154, 155, 172, 173 
non-appearance of defendant in, 174, 198 
numerous infringers, against, 169 
particulars, breaches of, in, 175, 176, 177, 213, 214 
objections, of, in, 178—184, 213—216 
parties to, 171—178 
plaintififs in, 171, 172 
pleadings in, 173—175 
remedies in, 203—212 
statement of claim in, 173, 174 
trial of, 197—203 

surprise at, 199 
writ in, 173 

service of, out of the jurisdiction, 178 

ACTS, PATENT, 
1883...241— 266 
1885...267, 268 
1886...269, 270 
1888...271— 273 

( 2 ) 
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ACTS, PATENT— co»«im* . 
1901...274 
1902...275— 379 

ADDRESS, 

applicant, of, 29 

infringer's customers, of, 194, 210, 211, 212 

opponent to grant, of, 61 

ADJOURNMENT, 

petition for extension, of hearing of, 139 
trial of action for infringement, of, 199 

ADMINISTRATOR : see Lbgai. REPBBSBirrATiVB. 

ADVERTISEMENT, 

amendment of specification, of, 86 
application for extension, of, 147, 148 
complete specification, of acceptance of, 86 
request to amend specification, of, 88 
threats by, 126 

AFFIDAVITS, 

advertisements, of, on petition for extension, 147, 148 
evidence by, application for inspection, on, 192 

motion for injunction, on, 191 

petition for compulsory licence, on, 108, 105, 106 

petition for revocation, on, 121 
patent rules, form of, under, 806 

AGENT, 

patent : see Patent Aosirrs. 

patentee, may be, of foreign invention, 28 

sale, for, cannot sue infringers, 172 

AGREEMENT, 

assignment, for, 91 
licence, for, 97 

verbal, cannot be noted in register, 109 
licence, for, is enforceable, 97 

ALIENS: see Fobeioisieb. 

AMBIGUOUS SPECIFICATION, effect of, 69, 70 

AMENDMENT, 

application, of, 88 

documents, of, required by Comptroller, 83, 79 

rules as to, 286, 286 

specification, of, 79, 286 

action, when pending, 86 — 89 

damages, restriction on recovery of, before, 89, 209 

effect of, 82 

opposition to, 88--86 
particulars, of, 188 
title of invention, of, 67 

ANALOGOUS APPLICATION, patentable, when, 28, 24 

( 3 ) 



Digitized by VjOOQIC 



INDEX. 

ANTICIPATION, 

prior publication, by, 8 — 14 
user, by, 14 — 16 

APPEAL, 

Court of Appeal, to, 221—223 
House of Lords, to, 223 
law officer, to, 224—226 

APPEARANCE, 

effect of no, by defendant in action for infringement, 174, 198 

APPLICANT for letters patent, who may be, 25—28 

APPLICATION, 

certificate as to validity, for, 202 

that particulars reasonable and proper, for, 176, 218 
compulsory licence, for, 102 etaeq. 
extension of grant, for, 137 et seq. 
interlocutory injunction, for : see iNJUifiCTZON. 
letters patent, for, 2Set8eq, 

abandoned, treated as, when, 30 

amendment of, 33 

appeal as to, 33, 224—226 

oommunications from abroad, in respect of, 28, 293 

Convention, under the, 228, 293 

declaration on, 29, 292 

errors in, correction of, 32 

examination of, 32, 33 

forms of, 292, 293 

joint, 30, 31 

legal representatives, by, 30 

mode of leaving, 31, 32 

one invention, must be for, 32 

persons under disability, by, 31 

refusal of, 33, 34 

rules as to, 281, 282 

who may make, 26-— 28 
ABEA, 

grant, of, 38 
monopoly, of, 156, 157 

ASSESSOR, 

Court may obtain aid of, 171 

Court of Appeal may call in aid of, 251 

law officer may call in aid of, 249 

Privy Council, Judicial Committee of, may call in, 251 

ASSIGNEE OP PATENT, 

bankrupt patentee may sue, for infringement, 92 

equitable, position of, 94, 172 

infringement, may sue for, 171 

legal, position of, 91, 93, 171, 172 

notice of prior assignment, is bound by, 93, 94 

oppose grant, may, 50 

prolongation, application for, by, 139, 146, 147 

registered as proprietor, may be, 108 

( * ) 
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ASSIGNMENT OP PATENT, 
agent, by, 91 
co-assignees, to, 94 
district, for, 90 
equitable, 91, 94 
form of, 91 
grant authorises, 90 

improvements, future, may be included in, 93 
legal, must be by deed, 91 
nofcice of, 93, 94 
registration of, 107, 108 
Secretary of State for War, to, 96, 96 
to be granted, 91 
validity, warranty of, not implied in, 91 

ASSIGNOR OP PATENT, 

sued, may be, as an infringer, 98 
validity of patent, cannot dispute, 91 

ATTORNEY-GENERAL, 
appeals to, 224, 276 
attendance of, at proceedings for prolongation, 149, 150 

compulsory licence, 106 
fiat of, how obtained, 118 

BOARD OP TRADE, 
powers of, 259 
rules of, 280—291 

BODY CORPORATE : and see Ck)icPAinr. 

registered owner of patent, may be, 109, 287 
sole patentee of original invention, cannot be, 25 

communicated invention, may be, 25 
under the Convention, may be, 25 

CERTIFICATE, 

particulars of breaches, as to, 176 

objections, as to, 178 
register, entries in, as to, 113 
renewal fees, payment of, as to, 39, 298 
validity, as to, appeal as to, 222 

application for, 202 

effect of obtaining, 202, 216 

Court of Appeal may grant, 202 

pleaded, should be, 174, 216 

undefended actions, in, 208 

CHANNEL ISLANDS, 

grant of letters patent does not extend to, 88 

CLAIMS IN SPECIFICATION : and see Complstb Specification. 
bad, are, when, 73, 74 
construction of, 78 
statutory provison as to, 72, 77 

CLERICAL ERRORS: see Ebbobb. 

COLONIAL ARRANGEMENTS : see Iivtebnational Abrai^qementb. 

( 5 ) 
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COLONIES, 

importation of invention from, 28 
prior publication in, efiect of, 7 

COMBINATIONS, 

infringement of, 161—163 
patentable, are, 8 

OOMMITTAL: ue Injunction. 

COlklMON KNOWLEDGE, 

ambit of invention, effect of, on, 156 
oonstruotion of specification, effect of, on, 78, 156 

COMMUNICATIONS PROM ABROAD, 

application for inventions which are, 28, 229 

form of, 298 
patentable, are, 28 

COMMUNICATION OP INVENTION, 
publication, amounts to, when, 18 

COMPANY : and see Body Cobfob^te. 

directors of, are liable for infringement committed by servants, 154 

parties in action for infringement, should not be made, 
when, 154, 173 
interrogatories, administration of, to, 195 

COlklPLETE SPECIFICATION, 
acceptance of, 85, 36 
addressed, is, to whom, 61 
ambiguous, must not be, 69 
amendment of, 1^ eteeq, 
claims in, 72 et seq, : and see Claims. 
construction of, 77, 78 
disclosure in, 66—68 
disconformity of, 70, 71, 72 
drawings, must be accompanied by, if necessary, 64—66 

rules as to, 65, 66 
errors in, effect of, 64 
examination of, 82 — 34, 275 
improvements in, adding, effect of, 70, 71 
inspection of, 36 
manner of performing invention must be particularly described in, 51), 

61 
misleading suggestions, must not contain, 59, 68 
nature of invention must be particularly described in, 59, 60 
omission of part of invention in, effect of, 71 
publication of, 86 
requirements as to contents of, 59 
report of examiner as to, 32, 33, 85 
tests of sufficiency of, 60, 63 
variance between, and provisional specification, 70 — 72 

COMPULSORY LICENCES, 

patentee may be ordered to grant, when, 102 
rules as to, 103—107 
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CONSTBUOTION, 

olaims, of, 78 

speoifioation, of, 77, 78 
OONVEKTION : see Ihtbbnational AitBiLNOEicBNTS. 
GO-OWNEBS of patent, rights of. 94 
GOBPORATION: see Body Gobpob^tb; Gompant. 
GOBBEGTION of errors in register, 110, 111 

GOSTS, 

amendment of specification, on, 85, 87 

Gomptroller cannot award, 85 
law officer, awarded by, 226 
pending action, 87 
compulsory licence, on proceedings for, 107 
infringement, action for, in, 212—220 
appeal as to, 222 
amending particulars, on, 188 
certificate as to validity, where granted, 216 
damages, inquiry as to, on, 210 
expert witnesses, of, 220 
general, 212 
higher scale, on, 217 
issues, separate, of, 218, 219 
motion for injunction, of, 192 

to commit, of, 205 
particulars, of, 218—216 
security for, 222 
shorthand notes, of, 219, 220. 
solicitor and client, between, 216 

pleaded, should be, 216 
stay as to, 221 

submits, where defendant, 212, 218 
opposition to grant, on, 64, 226 

Gomptroller cannot award, 64 
law officer, may be awarded by, 226 
petition for extension, on, 150 
revocation, proceeding for, in, 123 
threats, action for, in, 185 

GOUNTY GOUBT, 

patent cases, has no jurisdiction to try, 171 
GOUBT OF APPEAL, 
appeal to, 221—223 

certificates, in respect of, does not lie, 222 

costs, as to, 222 

infringement action, in, 221 

injunction, refusal to grant, as to, 184 

notice of, 221 

revocation, petition for, as to, 123 

stay pending, 220' 
amendments by, 223 
appeals from, 223 
evidence before, 222, 223 

GOUBT OF SESSION, 262, 263 
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CROWN, 

bound by grant, is, 155 

extend tenn of grant, may, 187 

good faith towards, patentee must ezeroise, 66, 68 

prerogative of, as regards patent grants, 1 

CUSTOMERS, 

infringer, of, discovery as to, 194, 211, 212 
threats to, 126, 127 

DAMAGES. 

acceptance of complete specification, cannot be recovered before, 36, 

209 
account of profits cannot be claimed as well as, 206, 207 
assessment of, 207 — 210 
assignee, right of, as to, 171, 172 
default in payment of fees, where, 89, 209 
discovery in aid of inquiry as to, 210 
inquiry as to, 210 
infringements prior to amendment, cannot be recovered for, when, 82, 

209 
injunction, instead of, when given, 208, 204 
innocence no defence to claim for, 158, 207 
manufacturer and purchaser liable for, 208 
measure of, 207 — 209 
refused, are, when, 209 
reviewing finding as to, 211 • 
stay of inquiry as to, 221 
threats, in action for, 186 
undertaking as to, 191 

DATE, 

applications, of, 82, 87 
letters patent, of, 87 

DEATH, 

co-patentee, of, 90 

inventor, of, before applying for patent, 25, 26 

patent agent, of, 288 

DECLARATION (Statutory), 
patent agent, by, 282, 287 
patent rules, under, 806 

DEFENCE : ue Action fob IsrBxsQmixsT ; Thbbats. 

DELAY, 

account, effect of, on claim for, 212 

action for infringement after threats, in bringing, effect of, 129, 130 

applying for patent, in, effect of, 27 

DELIVERY UP, 

claim for, in action for infringement, 178, 206 

refused, will be, when, 206 
order for, 206 

DESCRIPTION OF INVENTION: see Complbte Spbcipication ; Pro- 

VIBIONAL SPBOmCATION. 
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DESTBUGTION of infringing articles, 
claim for, 178, 206 
order for, 206 

will not be made, when, 206 

DEVOLUTION of letters patent, 90 

DIBECTOBS : see Company. 

DISABILITY, 

application for patent by person under, 31 
evidence by persons under, 31 

DISGLAIMEBS required on opposition, 44 et seq, 

DISOONFOBMITY, 70-72 

defence to action for infringement, is, 178, 181 

revocation, ground for, is, 114, 115 

fatal, is, 70 

improvements inserted in complete specification do not amount to, 70 

omissions in complete specification, whether amount to, 71 

particulars of, in action for infringement, 181 

DISGOVEBY : and see Intebbooatobisb. 
account of profits, in aid of, 212 
customers of infringer, as to, 194, 211, 212 
damages, in aid of inquiry as to, 210 
documents, of, 195 
difference between invention and, 20 
patent agents, communications to, not privileged from, 196 

DBAWINGS, 
amending, 81 
publication by, 12 
rules as to, 65, 66 
size of, 65 
specification, must accompany, when, 64 

DUBATION OP THE GBANT, 38 



EKLABGEMENT OF TIME : see Tihb. 

ENTBY IN BEGISTEB : see Bbgistxb of Patents. 

EQUITABLE ASSIGNMENT : see Assignmxnt of Patent. 

EQUIVALENTS : and see Infbingexent. 
doctrine of, does not apply, when, 159 
meaning of term " mechanical equivalent," 159, 160 
substitution of, infringement by, 158 — 160 

EBBOBS, 

register, in, correction of, 110 
specification, in, effect of, 64 

ESTOPPEL, 

assignment, by, 91 

licence, by, 99 

previous judgment, by, 201, 202 

revocation proceedings, none by, 122 
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EVIDENCE, 

action for infringement, in, 198 — 202 

threats, in, 134, 185 
appeal to Ck>art of Appeal, on, 222, 223 

law officer, on, 225 
application to amend speoification, on, 84 

for compulsory licence, on, 108, 105, 106 
interlocutory injunction, on, 191 
camera, in, 198 
expert, 199, 200, 220 
infringement, of, 200 
invention, of, 22, 23 
opposition to grant, on, 58, 54 
particulars, limited by, 120, 175, 176, 178 
revocation proceedings, in, 121, 122 
utility, of, 18, 19 

of want of, 19 

EXAMINER, 

applications are referred to, 82, 275 
appointment of, 256 
duties of, 32, 243, 275 
reports of, 33, 244, 275, 276 
specifications are referred to, 82, 275 

EXECUTION, stay of, 

pending appeal in action for infringement, 220, 221 
revocation proceeding, 122, 128 

EXECUTOR : see Legal RsPBBSSirrATiVB. 

EXHIBITION, publication of invention by user at, 18, 300 

EX PARTE, 

injunction, application for, 184 

fiat of Attorney-General, application for, 118, 119 

inspection, application for order for, 192 

EXPEDITING TRIAL, action for infringement, of, 196 

EXPERIMENT, 

abandonment is generally considered, 16 

infringement by, 165 

practice, difference between, and, 63 

publication by, 15 

specification must not leave workmen to, 62 

EXPERTS, 

costs of, in action for infringement, 220 
evidence by, 199 
inspection by, 193 

EXTENSION OF TERM OF GRANT : see Pbolongation of Gbant. 



FALSE, 

entries in register, effect of, 112 
suggestions in the speoification, effect of, 68 
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FEES, 

patent agents, payable by, 238 
prescribed, the, 239, 240 
renewal, 36 

list of, 289, 240 
non-payment of, effect of, 38 
payment of, by assignee, 93 
licensee, 100 
time for, 38 

enlargement of, 89 

FIAT OF ATTORNEY-GENERAL, 
obtained, how, 118 
required, when, 118 

FIRST INVENTOR : see Tbxjb and Fikst Inventob. 

FOREIGN, 

applications: see GoMMuincATiOKB from Abroad: International 

Arranqsments. 
book, publication by description in, 8 
inventor, rights of, under the Convention, 227, 228 
manufactory, inspection of, not ordered, 198 
specification, publication by, 8 
Sovereign, rights of, to infringing articles, 153, 154 
vessels, use of patented article on, 166, 254 

FOREIGNER, 

infringement, is liable for, 153 
opposition to grant by, 60 
patentee may be a, 25, 227, 228 

FORMS (Official), 292—802 

FRAUD, 

register, entry in, obtained by, effect of, 112 

revocation, a ground for, 114, 115 

true and first inventor, application of, not affects by application in, 38 

GRANT : and see Licence ; Revocation of Patents. 
area of, 38 
date of, 37 

letters patent, of, 37 — 54 
maintenance of, 38 
opposition to, 40 et seq. 

HOUSE OF LORDS, appeal to, 223 

IGNORANCE : see Innocence. 

ILLEGAL, 

applications, 33, 34 
grants, 1, 2 

IMITATION: see Infrinqement. 

IMMORAL INVENTION, Comptroller may refuse grant for, 38, 34 

( 11 ) 
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IMPORTERS, 
grants to, 28 

inventions, of, are true and first inventors, 27, 28 
prolongation, application for, by, 138, 139, 146 

IMPROVEMENTS, 

assignment of future, permissible, 92 
claim for, 76 

complete specification may include, 70 
infringement by use of, 160 
opposition to grant for, 46 
subject-matter for patent, are, 2 

mFANT, 

declaration by, how made, 31 
patentee may be an, 25 

INFRINGEMENT : and see Action fob Infbzngeicent. 
addition may be, 157, 160 
ambit of invention to be ascertained before determining whether any, 

166 
based on the grant, is, 152 
carriers are liable in action for, 154, 165 
colourable imitation, by, 157 
combination patent, of, 161 
Crown, liability of, for, 155 
Curtis V. Plattt principles of, 161 
Custom House agents not liable for, 154, 165 
directors, liability of, for, 154, 178 
doctrine of mechanical equivalents, 158 

does not apply, when, 159 
employers, liability of, for, 154 
equivalents, substitution of, by, 158 

essence of invention material in determining whether any, 157, 158 
experimental user, whether any, 165 
exposure for sale is, 167 
foreigners, liability of, for, 153 
importation is, 165, 166 
improvements, use of, is, when, 160 
intention as to, not material, 153 
invitation to infringe may be, 167 
manufacturing is, 164 
master is liable for, 154 

patent, wider ambit of, 156 
matters to be considered in determining whether any, 155, 156 
mechanical equivalents, by, 158 
mixed question of law and fact, is, 155 
offering for sale is, 167 
part of invention, taking, effect of, 162, 168 
possession of patented article is, 168 
principle, of invention involving a new, 163 
Procter v. Bennis, principles of, 161 
repairing may be, 168 
sale is, 166 

of component parts is not, when, 167 
subtraction may be, 157, 158 
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INFRINGEMENT— «»etntt«f. 
threatened, 168, 169, 200 
transportation is, 165 
user is, when, 164, 166 
what amounts to, 167 et seq. 
what persons are liable for, 163 — 166 

INJUNCTION, 

disobeying, motion to commit for, 205 
expartey 

action for infringement, in, 184 
threats, in, 182 
interlooutory, 

account, defendant required to keep, if not granted, when, 187 

application for, 184 

appeal as to granting, 164 

convenience, balance of, considered on motion for, 189 

damages, undertaking as to, usually required on granting, 191 

delay, effect on, on application for, 188, 189 

evidence on motion for, 191 

granted, will be, when, 184, 185 

refused, will be, when, 188 
perpetual, 

contempt of, committal for, 206 

damages in lieu of, will be awarded, when, 204 

granted, will be, when, 203 

refused, will be, when, 204 

INNOCENCE, 

infringer, of, may affect question of costs, 170, 213 
no defence to action for infringement, 153 
motion for committal, 205 

INSPECTION, order for, 192—194 

INTENTION: see Innocence. 

INTERNATIONAL ARRANGEMENTS, 

applications under the Convention, made, how, 228, 229 

form of, 293 
colonial arrangements, 227 

communications from abroad, not patentable under, 229 
Convention, the, 228 

date of registration of patents under, 37, 38 
priority, applicant under, obtains, 227, SS28 
rules as to, 282 

INTERROGATORIES, 

action for infringement, in, 194, 195 

company, administration of, to, 196 

customers, as to, 194, 211, 212 

particulars, may be addressed to matters which should be stated in, 194 

privilege from, 196 

revocation proceedings, in, 119, 121 

INVENTION, 

amount of, what is sufficient, to support a patent, 21 
analogous applications, patentable, when, 24 
( 13 ) 
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mVENTION-iwittnued. 
cases of no, 23, 24 

difference between, and discovery, 20 
evidence of, 22, 28 
imported, may be patented, 27, 28 
insufficient, when, 20—24 
meaning of, 20 

new, must be, to be patentable, 7 
subject-matter, is essential to, 20 
tests of, 21, 22 
useful, must be, to be patentable, 16 

INVfiNTOB: tee True and Fibst Inventob. 

IRELAND, 

jurisdiction of Courts in, 262, 263 
revocation proceedings in, 119 
specifications, copies of, to be sent to, 259 
statutory provisions as to, 262, 263 

ISLE OP MAN, 

grant extends to, 88 
statutory provisions as to, 268 

ISSUES, separate, 
costs of, 218, 2i9 
trial of, 197 

JOINT 

applicants, disputes between, 80 
application for patent, 80 

true and first inventor must join in, 26, 30 
owners, rights of, 94 

JUDGMENT, 

shorthand notes of, 219 

JURY, 

action for infringement, trial with, 197 

threats, trial with, 184 
damages cannot be assessed by, 210 

LANCASTER, Palatine Court of, 171 

LAPSE OF PATENT, 

non-payment of fees, on, 38 

LAW OFFICER, 

appeal to, as to acceptance of application, 83 

amendment of specification, 83, 85, 224 
grant of patent, 54, 224 
title of invention, 88 
evidence on, 225, 226 
procedure on, 224—226 
rules as to, 224—226 
attendance of, petition for compulsory licence, on, 106 
extension, on, 149, 150 
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EGAL REPBESENTATIVB, 

deoeased applioant, of, grant of patent to, 25, 26 
deceased inventor, of, may apply for patent, 25, 26 
meaning of, in 8. IX... 42, 48 
petition for extension by, 146 

LETTERS PATENT, 
area of grant of, 88 
chose in action, is, 90 
devolution of, 90 
disposition of, 90—96 
duration of, 88 
extension of, 187 et seq. 
grant of, 87 et seq, 
revocation of, 114 et seq. 

LICENCE, 

agreement for, 97 

assignable, is not, 101 

before patent issued, may be granted, 97 

compulsory, 102 et seq, 

coupled vrith grant, effect of, 96, 97 

estoppel by, 99 

exclusive, 98 

form of, 97 

limited, 98 

manufacture, to, implies licence to sell, 98 

purchasers of patented article, to, is implied, 98 

registration of, 109, 110 

revocation of, 101 

royalties, payment of, under, 100 

verbal, may be, 97 

LICENSEE, 

assign licence, cannot, 101 
infringements, cannot sue for, 99, 100 
manufacture, need not, 100 
oppose grant of patent, may, 50 
register licence, should, 101 
renewal fees, need not pay, 100 
validity of patent, cannot dispute, 99 

LICENSOR, 

" beneficial owner," grant by, as, effect of, 97, 101 

royalties, action for, by, 100, 101 

validity of patent, cannot dispute, 99 
LORD ADVOCATE, revocation of patents in Scotland is an instance 

of, 119 
LOSS OP PATENT, 89, 299 
LUNATIC, 

declaration by, 81 

grant of patent to, 25 

MAINTENANCE OF PATENT, 

extension of time for payment of fees for, 89 
fees payable for, 88, 289, 240 

L.P. ( 15 ) 
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MANUFACTURE, 

infringement by, 164 

lioence to, imports lioence to sell, 98 

meaning of term, in Statute of Monopolies, 1 et seq, 

subject-matter of patent must be a manner of, 1 

MANUFACTURER, 

judgment against, does not license use of articles in purchaser's hands, 

308 
purchasers, may be sued with, 172 

MARRIED WOMEN, 

patents may be granted to, 25 

MASTER, 

cannot claim invention discovered by servant, 26, 27, 41 
improvements discovered by workman belong to, 26, 27, 41 
liability of, for infringements of servants, 154 

MASTER PATENT, 
ambit of, 156 
disclaimers required in the case of, 46 

MECHANICAL EQUIVALENTS : see Eqxjiyalsntb ; Iitfbinoemxnt. 

" MERIT" : see Pbolonoation of Orlst, 

METHODS, patentable, are, 4 

MODELS, 

patentee may be required to furnish, to Science and Art Department, 254 
publication by, 12, 18 
trial, at, 223 

MONOPOLIES : see Statute of Monopolixb. 

MORTGAGE, 
patent, of, 96 

registration of, 109 

MORTGAGEE, 

plaintiff in action for infringement, need not be, 171 

position of, 96 

prolongation, party to, should be, 147 

MORTGAGOR, 

plaintiff in action for infringement, may be sole, 171 
rights of, 96 

MOTION, 

amendment of specification, for leave to effect, 89 

committal for contempt, for, 205 

interlocutory injunction, for, 184 

judgment, for, 174 

order for inspection, for, 192 

security for costs, for, 222 

stay of execution, for, 220 

NATURE OP INVENTION, 

description of, in complete specification, 59 

in provisional specification, 57 
prolongation, is considered on petition for, 137 
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NOTICE, 

aooeptance of complete specification of, of, 86 
action for infringement, before bringing, 170 
appeal, of, to Court of Appeal, 221 

law officer, 224 
application to rectify register, of. 111 
assignment, prior, of, 98, 94 
exhibition of unpatented invention, of, 18, 800 
injunction, of, 205 
opposition to amendment, of, 83 

grant of, 51 
petition for compulsory licence, of, 104, 105 

extension, of, 147 
trusts, of, not entered in the register, 109 

NOVELTY, 

claim to something possessing no, is generally fatal, 74, 75, 76 

combination, in, 75 

consideration for grant is novelty of all, 7 

part of invention, want of, in, is fatal, 7, 76 

prior publication defeats, 8 — 14 

user defeats, 14 — 16 
subject-matter of patent, is essential to, 7 
want of, is defence to action for infringement, 178, 179 
is ground for revocation, 115 

OBJECTIONS : see Pabticulabs. 

OFFENCES, 

assuming Boyal Arms, 40 

register, making false entry in, 112 

representing unpatented invention as patented, 89, 40 

patent agents, by, 281, 284 

OLD, 

claim to something, efEect of, 74, 75, 76 
combinations of things which are, 8, 75 
subject-matter of patent must not be, 7 et seq, 

OMISSION, 

complete specification, in, of something described in provisional 

specification, efiect of, 71 
of distinct statement of invention claimed, effect of, 77 
machine, from a, may form good subject-matter, 2 

OPPOSITION, 

amendment of specification, to, 88 
compulsory licence, to, form' of notice of, 297 
grant, to, 40 et seq, 

appeal from Comptroller on, 54 

bogus, effect of, 50 

foreigners, by, 50 

joint-inventor, by, 42 

master, by, 41 

servant, by, 41 

grounds of, 40, 48, 48 

procedure on, 51 — 54 
prolongation, to, 149 
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PAETICULABS, 

amendment of, 188, 184 

breaches, of, in action for infringement. 175, 176, 177, 213—216 
certificate as to, 218—216 
costs of, 214 
objections, of, action for infringement, in, 178 — 188, 213 
costs of, 218—216 
revocation proceedings, in, 120 
PARTIES, 

action for infringement, to, 171 — 173 
petition for compulsory licence, to, 108 
extension, to, 146, 147 

PATENT : see Grant ; Lettbbs Patent. 
use of the word, 89 

PATENT AGENTS, 

conmiunications to, not privileged, 196 

definition of, 271 

erasure of name of, from register, 281, 288 

examination of persons qualifying as, 231, 238 

fees payable by, 238 

form of declaration by, 287 

register of, 287 
registerof, 231, 237 

rules, 281—288 
registration of, 280, 281 
what persons are*capable of being registered as, 281, 282, 283 

PATENT OFFICE, 
Comptroller of, 255 
creation of, 255 

documents in, how proved, 198 
examiners of, 256 
publications, 259 

reports of examiners of, 244, 275, 276 
seal, 37 

PATENTED, representing article as, when not, penalty for, 39 

PATENTEE : see True and First Inventor. 
definition of, 255 
who may be, 25—28 

PATENTS ACTS : see Acts, Patent. 

PATENTS RULES, 1908...280 et se^. 

PENALTIES : see Offences. 

PERPETUAL INJUNCTION : see Injunction. 

PERSONAL REPRESENTATIVES : see Legal Representative. 

PETITION, 

compulsory licence, for, 102 — 107, 296 
prolongation, for, 147 
revocation, for, 119 
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PLEADINGS, 

action for infringement, in, 178 — 175 
threats, in, 183, 184 

POSSESSION, 

infringing article, of, is actionable, 168 

PRINCIPLE 

coupled with mode of carrying into effect is patentable, 6 
per 86 not patentable, 6 

PRIOR GRANT, 

objection to validity of patent, is, 178, 182 
opposition to grant of patent on ground of, 43 

PRIOR PUBLICATION : and see Novbmy. 
abroad, effect of, 7 
book, by description in, 8 
common knowledge, need not be a matter of, 9 
communications to individuals, by, 13 
description sufSicient to be, what is, 11 
documents in public libraries, by, 9 
drawings, by, 12 
exhibition, by, 12, 18 
fact, is a question of, 8, 9 
fatal to validity, is, 8 
foreign language, in, 8 
models, by, 12 

provisional specification, by, 8 
sales need not be shown to prove, 10 
specifications, by, 8 
s. 1 of the Act of 1902, effect of, as regards, 8, 277 

PRIOR USER : and see Novblty. 
abroad, effect of, 7 
discontinued, effect of, 16 
established, how, 14 
experimental, effect of, 16 
fatal to validity, is, when, 14 
instances of, 15 
meaning of, 14 

not fatal to validity, is, when, 15, 16 
provisional specification, under, 16 

PRIVY COUNCIL : see Coupulsobt Licenses ; Pbolonqation ; Rules. 

PROCESS, 

inspection of, 192—194 
patentable, is, 4 

PRODUCT, 

per seia not patentable, 7 

PROFITS, 

account of, when ordered, 211 
when refused, 212 
petition for extension, on, 139 et seq. 
L.P. ( 19 ) 
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PROLONGATION OP GRANT. 
petition for, 137, 147 
accounts on, 189 
costs of, 150 

matters considered on, 187 
opposition to, 149 
procedure on, 147 et seq. 
terms, imposing, on, 145 
who may, 146 

PROPRIETOR, 

patent, of, who may be, 25, 26 
registration as, 108 

PROTECTION, 
complete, 246 
provisional, 86, 246 
Convention, under the, 227 et seq, 

PROVISIONAL SPECIFICATION, 
abandonment of, 8 

advantages in leaving, in first instance, 55 
amendment of, 88, 57 

complete specification may introduce improvements on invention 
disclosed in, 70 
may omit matters not contained in, 71 
contents of, 56 

disadvantages in leaving, in first instance, 56 
disconformity between, and complete specification, 70 
drawings, may be accompanied by, 58 
examination of, 82 — 85 
nature of invention, must describe, 57 
office of, 57 
publication of, 86, 55 
refusal of acceptance of, 88 

appeal from, 88 
relation of, to complete specification, 58 

PUBLIC, 

disclosure: see Prior Publication. 

*' reasonable requirements of," meaning of, 102 

register, inspection of, by, 118 

specifications, inspection of, by, 86 

user: see Prior User. 

PURCHASER, 

infringing article, of, discovery as to name of, 194, 211, 212 

is liable in action for infringement, 172, 208 
may be sued with the manufacturer, 172 
REALM, 

meaning of, 7, 28 

RECTIFICATION OF REGISTER, 111 

REDUCTION, action of, for revocation, 119 

REGISTER OF PATENTS, 
copies of entries in, 118 
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REGISTER OP PAT^J^TS— continued, 
correction of errors in, 110 
entry in, 

amendment, of, 110 

assignments, of, 106 

change of name, of, 110 

extensions, of, 107, 106 

grants of patents, of, 107 

mortgages, of, 109 

licences, of, 109 

non-payment of fees, of, 107 

trusts, of, 109 

verbal agreements, of, 109 
evidence, primd faciei is, of entries, 107 
extracts from, 118 

false entries in, making, effect of, 112 
inspection of, 113 
kept, to be, 107 

REGISTER OP PATENT AGENTS : see Patent Agents. 

REMEDIES, 

patentee, of, in action for infringement, 203 et seq, 
public, of : see Revocation of Patents ; Thbeats. 

RENEWAL PEES : see Pees. 

REPAIRS, infringement, may amount to, 168 

REPORTS, 

Board of Trade, of, on petition for compulsory licence, 104 
examiners, of, 38, 244, 275, 276 
patent cases, of, to be published, 254 

REVOCATION OP PATENTS, 
appeal from decision as to, 128 
compulsory licence, on petition ior, 102, 277 
costs in proceedings for, 123 
estoppel, no, in proceedings for, 122 
grounds for, 114 et seq. 
interrogatories in proceedings for, 121 
particulars of objections in proceedings for, 120 
petition for, 119 

proceedings for, do not lie, when, 114 
procedure on petition for, 119 

in Scotland, 119, 263 
stay pending appeal from decision as to, 122, 123 
trial, 121 

ROYAL ARMS, effect of use of, without authority, 40 

ROYALTIES, 

action for, 100, 101 

defence to, 101 
RULES, 

law officers, 224—226 
Patents, 1903... 280— 291 
Privy Council, 1897... 303— 305 
1903... 104— 107 
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SALE, 

anticipation by prior, 14 

infringement by, 166—168 

patent, of : see Assignxemt of Patent. 

SAMPLES, order to take, 193 

SCIftE FACIA St grounds on which patents formerly repealed by, 
are available by way of defence to action for infringement, 178 
grounds for revocation of patent, 114 

SCOTLAND, 

proceedings in, 262, 263 
revocation of patents in, 119 
within the realm, is, 28 

SEAL, 

Patent Office, of, effect of, 87 

judicially noticed, is, 256 

SEALING OP PATENT, 
opposition to, 40 et seq, 
time for, 37 

extension of, 37 

SEARCH AS TO NOVELTY, 
Act of 1002, under, 34, 35, 275 
present time, at, 84 

SECRET, 

Secretary for War may order invention to be kept, 95 
user does not invalidate patent, 15 

SECRETARY FOR WAR, 
assignment of patent to, 95 

SECURITY FOR COSTS, 222 

SERVANT, 

improvements made by, on master's invention, belong to whom, 26, 

27,41 
inventions by, property in, 27, 41 
opposition to grant of patent by, 41 

SERVICE, 

documents to be sent to Patent Office, of, 31, 32 
notice of motion for rectification of register, of, 112 
writ, of, out of the jurisdiction, 173 

SHORTHAND NOTES, costs of, 219, 220 

SOLICITOR AND CLIENT COSTS, 
plaintiff entitled to, when, 216 

SOLICITOR-GENERAL: sea Law Offices. 

SPECIFICATION: see Amendmeitt; Complete Specification; Pbo- 
VISIONAL Specification. 

STATEMENT OF CLAIM, 

action for infringement, in, 173, 174 
threats, in, 183 
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STATEMENT OP DEFENCE, 
action for infringement, in, 175 
threats, in, 184 

STATUTE OP MONOPOLIES, 
action under, for threats, 124 
** manufacture,'* meaning of, in, 1 et seq, 
provisions of s. 6 of, 1 
subject-matter of patents depends on, 1 

STATUTES : see Acts, Patent. 

STATUTORY DECLARATION : see DKCiJkBiLTiON. 

STAY OP EXECUTION : see Execution. 

SUBJECT-MATTER OP PATENTS, 
combinations are, 8 
essentials of, 1 et seq, 
improvements are, 2 
invention, must involve, 20 
" manufacture," a, must be, 1 
new, must be, 7 

Statute of Monopolies, depends on, 1 
principles, applied, are, 6 
processes are, 4 
products, per se, are not, 7 
useful, must be, 16 et seq, 

SUBORDINATE INTEGERS, claims for, 76, 76 

TERM OP PATENT, 

commencement of, 87, 88 

extension of : see Pbolongation of Gaant. 

fourteen years, is, 88 

THREATENED INFRINGEMENT, action to restrain, 168, 200 

THREATS, 

action for. Assizes, may be tried at, 184 
under Patents Act, 1888... 125 

Statute of Monopolies, 124 
defences to, 128 
particulars in, 188, 184 
pleadings in, 188, 184 
injunctions in, 182, 185 
stay of, 184 
definition of, 125, 126 
examples of, 127 
letter, by, 128 
remedies for, 135, 186 
what amounts to actionable, 125 — 127 
word of mouth, by, 128 
TIME, 

complete specification, for accepting, 85 

for leaving, 29 
enlargement of, generally, 289 

petition for extension, for presenting, 147, 151 
register of patents, for inspection of, 118 
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TITLE, \ 

invention, of, amendment of, 57 

objection to by Comptroller, 83 
by public, 56. 57 
plaintiffs, in action for infringement, must be strictly proved, 198 

TRANSMISSION, 

letters patent, of, 90 

registration of, 108 

TKIAL : and see Action fob Infrinobmeitt. 
action for infringement, of, 197 et seq. 

threats, of, 134 
petition for revocation, of, 121 

TRUE AND FIRST INVENTOR, 
importer is, 27, 28 
meaning of, 27 
patentee must be, 26 
plea that plaintifiE is not, 179 
who is, 26—28 

TRUSTS, 

notice of, cannot be registered, 109 

UNDERTAKING, 

account, to keep, 187, 190, 221 
costs, to repay, 221 
damages, as to, 191 

UNPATENTED INVENTION, 
agreement as to, 91 
property in, 90 

USE : see Usbb. 

USEFUL : and see Utility. 
invention must be, 16, 17 

USER : and see Priob Usbb. 
abandoned, effect of, 16 
exhibition, at, 13 
infringement, is, 164, 165 
invention, of, no, evidence of want of utility, 19 
provisional protection, during, effect of, 16 

UTILITY, 

amount of, need not be great, 17 

claim for something without, effect of, 74 

evidence of, 18, 19 

want of, 19 
general, is sufficient, 19 
meaning of, 17 

prolongation, is considered on petition for, 188 
subject-matter, is an essential of, 16, 17 

VALIDITY, 

action for infringement, raising question as to, in, 178 
threats, raising question as to, in, 133 
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VALIDITY— con«nM«d. 

assignee cannot dispute, 91 

assignor cannot dispute, 91, 92 

evidence of, on motion for injunction, 185 et seq, 

guaranteed under Act of 1902, is not, 276, 277 

licensee cannot dispute, 99 

licensor cannot dispute, 99 

prolongation, not considered on petition for, 144 

VABIANCE OP SPECIFICATIONS : see Disconfobmity. 

VEND, 

licence to make includes licence to, 98 
sole right to, is conferred by the grant, 152 

VENDOR, 

damages against, 208 

infringing article, of, is liable as infringer, 166, 167 

VESSELS, FOREIGN, use of patented article on, 166 

WAR, SECRETARY OF STATE FOR, assignments to, 95 
WARRANTY : see Validity. 

WITNESSES, 
costs of, 220 

cross-examination of, should not be kept back, 122 
expert: see Expebtb. 
list, petition for revocation may be ordered to go into, 121 

WORKMAN : see Sbbyant. 
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PATENTS BULES, 1905. 

PATENTS RULES, 1905. 

By virtue of the provisions of the Patents, Designs, and Trade 
Marks Acts, 1888 to 1902, the Board of Trade do hereby make 
the following Bales : — 

Shobt Titlb. 

1. These Boles may be cited as the Patents Boles, 1905. 

COMMBNOBMBNT. 

2. These Boles shall come into operation from and imme- 
diately after the 81st day of December, 1904. 

Intbbpbbtation. 

8. In the oonstroction of these Boles, any words herein osed 
defined by the said Acts shall have the meanings thereby 
assigned to them respectively. 

Appuoations fob Patents. 

4. The statement of the invention claimed, with which a 
complete specification must end, shall be clear and soccinct as 
well aa separate and distinct from the body of the specification. 

5. For Bole 9 of the Patents Boles, 1908, the following Bale 
shall be substituted : — 

When a specification comprises several distinct matters, they 
shall not be deemed to constitute one invention by reason only 
that they are all applicable to or may form parts of an existing 
machine, apparatus, or process. 

Where a person making application for a patent has included 
in his specification more than one invention, the Comptroller 
may require or allow him to amend such application and speci< 
fication and drawings or any of them so as to apply to one 
invention only, and the applicant may make application for a 
separate patent for any invention excluded by such amendment. 

Every such last-mentioned application may, if the Comptroller 
at any time so direct, bear the date of the original application, 
or such date between the date of the original application and 
the date of the application in question, as the Comptroller may 
direct, and shall otherwise be proceeded with as a substantive 
application in the manner prescribed by the said Acts and by 
any Bules thereunder for the time being in force. 

Where the Comptroller has required or allowed any applica- 
tion, specification or drawings to be amended as aforesaid, such 
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SUPPLEMENT. 

application shall, if the Comptroller at any time so direct, bear 
such date, sabsequent to the original date of the application and 
not later than the date when the amendment was made, as the 
Comptroller shall consider reasonably necessary to give suflScient 
time for the subseqaent procedure relating to such application. 

Pboobdube under Section 1 of the Patents Aot, 1902. 

6. If after the leaving of any complete specification the 
Examiner reports that the nature of the invention is not 
sufficiently disclosed and defined to enable him to make the 
investigation prescribed by sub-section 1, and the Comptroller 
has required amendment of the specification and drawings, or 
either of them, the application shall, if the Comptroller at any 
time so direct, bear such date, subsequent to its original date 
and not later than the date when the requirement is complied 
with, as the Comptroller may consider reasonably necessary to 
give sufficient time for the subsequent procedure relating to such 
application. 

7. When the Examiner in prosecution of the investigation 
prescribed by sub-section 1, finds that the invention claimed 
in the specification under examination has been wholly claimed 
or described in one or more specifications within the meaning 
of the sub-section in question, he shall, without any further 
prosecution of the investigation, make a provisional report to 
that efiect to the Comptroller. 

If the provisional report of the Examiner made under this 
Bule be not reversed or altered, it shall be deemed a final 
report, and the application shall be dealt with as provided by 
sub-section 6. If, however, such provisional report be reversed 
or altered, the investigation prescribed by sub-section 1 shall 
be continued, and a further report shall be made to the Comp- 
troller, and the specification shall be dealt with as provided in 
sub-section 5 or sub-section 6, as the case may require. 

8. The time within which an applicant may leave his 
amended specification under sub-section 2 shall be two months 
from the date of the letter informing him that the invention 
claimed has been wholly or in part claimed or described in any 
specification or specifications within the meaning of sub-section 1. 

In any special case the Comptroller may, if he think fit, 
enlarge the time prescribed by this Bule. 

9. When the applicant for a patent has been informed of the 
result of the investigation of the Examiner, made under the 
provisions of sub-section 1, and the time allowed by Bule 8 for 
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PATENTS RULES, 1905. 

amendment of his specification has expired, the Comptroller, 
if he is not satisfied that no objection exists to the specification 
on the ground that the invention claimed therein has been 
wholly or in part claimed or described in a previous specifica- 
tion within the meaning of that sub-section, shall inform the 
applicant accordingly, and appoint a time for hearing him, and 
shall give him ten days' notice at the least of such appointment. 
The applicant shall as soon as possible notify the Comptroller 
whether or not he desires to be heard. The Comptroller shall 
after hearing the applicant, or without a hearing, if the ap- 
plicant has not attended a hearing appointed or has notified 
that he does not desire to be heard, determine whether reference 
ought to be made in the applicant's specification to any, and, 
if BO, what, prior specification or specifications by way of notice 
to the public. 

10. When under sub-section 6 the Comptroller determines 
that a reference to a prior specification ought to be made by 
way of notice to the public, the form of reference shall be as 
follows and shall be inserted after the claims : — 

Reference has been directed in pursuance of section 1, sub- 
section 6, of the Patents Act, 1902, to the following 
specification of Letters Patent No. granted to 
Where the reference is inserted as the result of a provisional 
report under Bule 7, a statement to that effect shall be added 
to the reference. 

Appeal. 

11. Every decision of the Comptroller under the foregoing 
Bules shall be subject to an appeal to the Law Officer. 

Sealino of Patent and Payment of Feb. 

12. If the applicant for a patent desires to have a patent 
sealed on his application, he must, on or before the last day on 
which a patent can lawfully be sealed, pay the prescribed 
sealing fee; and if such fee be not paid, no patent shall be 
sealed. 

The prescribed sealing fee should be paid by leaving at the 
Patent Office Form X in the Second Schedule to these Bules, 
duly stamped. 

Fees. 

18. To the fees specified in the First Schedule to the Patents 
Bules, 1908, shall be added the Fee specified in the First 
Schedule hereto. 
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FOBMB. 

14. To the forms contained in the Second Schedule to the 
Patents Bales, 1908, shall be added the Form X contained in 
the Second Schedule hereto ; and in the Form G contained in 
the first mentioned Schedule the following direction shall be 
added in a marginal note, namely: — "In the preparation of 
the claim or claims careful attention should be paid to the terms 
of Bule 4 of the Patents Bules, 1905. Any unnecessary multi- 
plicity of claims or prolixity of language should be avoided." 

Size, &g., of Documents. 

15. For Bule 17 of the Patents Bules, 1908, the following 
Boles shall be substituted: — 

All documents and copies of documents, except drawings, 
sent to or left at the Patent Office or otherwise furnished to the 
Comptroller or to the Board of Trade shall be written, type- 
written, lithographed or printed in the English language (unless 
otherwise directed) in large and legible characters with deep 
permanent ink upon strong white paper, and, except in the 
case of statutory declarations and affidavits, on one side only, 
of a size of approximately 13 inches by 8 inches, leaving a 
margin of at least one inch and a half on the left-hand part 
thereof, and the signatures thereto must be written in a large 
and legible hand. Duplicate documents shall at any time be 
left, if required by the Comptroller. 

At the top of the first page of a specification a space of about 
two inches should be left blank. 

Deawinos AccoMPANTiNa Specifioations. 

16. For Bules 18 to 24 of the Patents Bules, 1908, the following 
Bules shall be substituted. 

As the drawings are printed by a photolithographic process, 
the character of each original drawing must be brought as 
nearly as possible to a uniform standard of excellence, suited 
to the requirements of such process, and calculated to give the 
best results in the interests of inventors, of the Office, and of 
the public. The following requirements should, therefore, be 
strictly observed, as non-compliance therewith will be certain 
to cause delay in the progress of an application for a patent. 

17. Drawings, when furnished, should accompany the pro- 
visional or complete specification to which they refer, except 
in the case provided for by Bule 24. No drawing or sketch 
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Bueh as woald require the preparation for the printer of a 
special illustration for use in the letterpress of the speeification 
when printed should appear in the specification itself. 

18. Drawings may be made by hand or lithographed, printed, 
&c. They must be made on pure white, hot-pressed, rolled, 
or calendered strong paper of smooth surface, good quality, and 
medium thickness without washes or colours, in such a way as 
to admit of being dearly reproduced on a reduced scale by 
photography. Mounted drawings must not be used. 

19. Drawings must be on sheets which measure 18 inches from 
top to bottom and are either from 8 inches to 8^ inches or from 
16 inches to 16^ inches wide, the narrower sheets being preferable. 

If there are more figures than can be shown on one of the 
smaller sized sheets, two or more of these sheets should be used 
in preference to employing the larger size. When an excep- 
tionally large drawing is required, it should be contiaued on 
subsequent sheets. There is no limit to the number of sheets 
that may be sent in, but no more sheets should be employed than 
are necessary, and the figures should be numbered consecutively 
throughout, and without regard to the number of sheets. The 
figures should not be more numerous than is absolutely neces- 
sary. They should be separated by a sufficient space to keep 
them distinct. 

20. Drawings must be prepared in accordance with the following 
requirements : — 

(a) They must be executed with absolutely black ink. 

(b) Each line must be firmly and evenly drawn, sharply 

defined, and of the same strength throughout. 

(c) Section lines, lines for efiect, and shading lines should be 

as few as possible, and must not be closely drawn. 

(d) Shade lines must not contrast too much in thickness with 

the general lines of the drawing. 

(e) Sections and shadings should not be represented by solid 

black or washes. 
(/) They should be on a scale sufficiently large to show the 
invention clearly, and only so much of the apparatus, 
machine, &c., should appear as effects this purpose. If 
the scale is given, it should be drawn, and not denoted 
by words. 
Beference letters and figures, and index numerals used in con- 
junction therewith, must be bold, distinct, and not less than one* 
eighth of an inch in height. The same letters should be used in 
different views of the same parts. Where the reference letters 
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are shown oateide the figure, they must be connected with the 
parts referred to by fine lines. 

21. Drawings mast bear the name of the applicant (and, in the 
case of drawings left with a complete specification after a pro- 
visional specification, the number and year of the application) 
in the left-hand top confer ; the number of sheets of drawings 
sent, and the consecutive number of each sheet, in the right-hand 
top comer ; and the signature of the applicant or his agent in 
the right-hand bottom comer* Neither tiie title of the invention 
nor any descriptive matter should appear on the drawings. 

22. A facsimile or *' true copy " of the original drawings must 
be filed at the same time as the original drawings, prepared strictly 
in accordance with the above Rules, except that it may be on 
tracing cloth, and the reference letters and figures should be in 
black-lead pencil. 

The words '' original " or " true copy " must in each case be 
marked at the right-hand top comer, under the numbering of 
the sheet. 

28. Drawings must be delivered at the Patent Office so as to 
be free from folds, breaks, or creases which would render them 
unsuitable for reproduction by photography. 

24. If an applicant desires to adopt the drawings lodged with 
his provisional specification as the drawings for his complete 
specification, he should refer to them in the complete specification 
as those left with the provisional specification. 

Dated the 20th day of October, 1904. 

G. W. Balfour, 
President of the Board of Trade. 



THE FIRST SCHEDULE. 



Fee payable on Sealing of Patent in respect of each 
application, d61. 

THE SECOND SCHEDULE. 
Patents, Designs, and Trade Marks Acts, 1888 to 1902. 

Form X. 
FoBM OF Notice of Desibb to have Patent Sealed. 

I \or we] desire to have a patent sealed on my \or our] Applica- 
tion No. of 19 , and I {or we] hereby transmit the prescribed 
fee on sealing. 

[Name or names and address of applicant or applicants.} 
To the Comptroller. 
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